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Appellee’s Counter-Statement Not Warranted. 1 


Reply Brief for Defendant-Appellant 

The length of this brief is necessitated both by the 
many statements in plaintiff-appellee’s brief which are 
not warranted by the record and by the citation of many 
cases in plaintiff-appellee’s brief for propositions which 
they do not support (in most instances, plaintiff-appellee’s 
brief failing to point out either the facts of the cited cases 
or the particular statements in such purported authorities 
upon which appellee relies). 

However, for the convenience of the Court an explana¬ 
tory Index of Subject Matter has been provided, which will 
enable the Court to refer at will to any of the subjects 
covered, including a Cross-Index of Appellee’s Authorities 
Discussed by Appellant , arranged in the alphabetic order 
of such herein-discussed authorities. 

Appellee’s "Counter-Statement of Case” not 
warranted by record 

Appellee’s animadversions are unwarranted, irrelevant & . 

diversionary 

On page 1 of its Brief, plaintiff-appellee’s “Counter- 
Statement of Case” starts off with wholly unwarranted 
name-calling, for which there is no basis in the record 
and which is also irrelevant because appellant’s adoption 
and use of “Charter Oak” is not in issue. 

This irrelevant and unwarranted attack is, we submit, 
merely appellee’s attempt to divert attention from the 
issues of the case;—and thus to divert attention from the 
fatal shortcomings of the appellee’s position in the case 
at bar pointed out in our main Brief. 

Equally irrelevant are appellee’s efforts to breathe 
life into (and to give color of a bona fide business to) 
Bums’ stock-promotion scheme (out of which no bona fide 
liquor business ever resulted) by attempting to “carry 
back” to such sterile scheme, some of Schenley’s own 
presumed bona tides and respectability (not in issue):— 
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Schenley having had no connection whatever with Bums’ 
promotional scheme or with his multifarious paper-corpo¬ 
rations and paper-transactions at the time they were con¬ 
ceived and executed. 

Appellee’s criticism of appellant’s Statement of the Case, 

is likewise unwarranted 

Referring to Continental’s statement of the record as 
being “wholly inaccurate due to omissions and inaccura¬ 
cies” (see page 2), plaintiff-appellee, instead of pointing 
out what it considers to constitute “omissions and in¬ 
accuracies”, simply presents its own carefully edited and 
much slanted picture of these proceedings which is in¬ 
consistent with and indeed contradicted by the testimony 
of plaintiff-appellee’s own witnesses. 

In considering our Statement and plaintiff-appellee’s 
Counter-Statement, it should be kept in mind that the con¬ 
troversial facts here in issue are those relating to the 
alleged chain-of-title asserted by plaintiff-appellee in its 
attempt to establish its claim to stranger’s unregistered 
pre-prohibition use of the mark “OLD CHARTER”, in 
support of the junior Registration No. 321,823 (dated Feb¬ 
ruary 19, 1935) which both Patent Office tribunals held 
should be cancelled, and its attempt thereby to rebut the 
legal presumption of priority resulting from defendant- 
appellant’s ownership of the prior and subsisting 
“CHARTER OAK” Registration No. 311,038 (as granted 
to appellant on March 13, 1934 upon an application 
filed November 22, 1933). Plaintiff-appellee called a num¬ 
ber of biased witnesses, during the taking of testimony in 
the Patent Office, who testified glibly on direct-examina¬ 
tion in the manner expected of them, and it is upon this 
biased testimony on direct-examination that plaintiff- 
appellee’s “Counter-Statement” is based. 

However, when cross-examined and when called for 
further examination during defendant-appellant’s rebuttal 
testimony in the Patent Office, these very same biased wit¬ 
nesses of plaintiff-appellee broke down in their stories, 
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and their testimony is replete with admissions and 
other statements which clearly show that the various 
purported assignments relied on by plaintiff-appellee were 
merely invalid attempts to assign the naked trade-mark 
“in gross”, without good-will and that not a single one of 
plaintiff-appellee’s alleged predecessors (subsequent to 
the original Wright & Taylor, the unregistered pre¬ 
prohibition user of the mark “OLD CHARTER”) ever 
actively engaged in business or made any bona fide use of 
the mark “OLD CHARTER” such as would have been 
necessary to keep alive the trade-mark and good-will 
through the tortuous sham path which is plaintiff- 
appellee’s alleged chain-of-title. 

Appellee’s attack on appellant’s adoption of its senior- 

registered mark “Charter Oak”, is unwarranted 

At page 3 of plaintiff-appellee’s Brief, it is suggested 
that Continental should have made inquiry in the four 
licensed Kentucky warehouses in November of 1933 to 
determine whether the mark “OLD CHARTER” was 
being used. 

This suggestion is irrelevant because, as pointed out 
above, Patent Office tribunals and the District Court held 
that appellant’s right to use “Charter Oak” is not in 
issue and that the validity of appellant’s senior “Charter 
Oak” registration must be presumed in these proceedings. 
This suggestion is also factually unwarranted because 
the fact is that Continental made a very exhaustive 
trade-mark search through the records of the U. S. Patent 
Office as well as with the Secretaries of State of the vari¬ 
ous States before adopting its trade-mark “CHARTER 
OAK” (See Petitioner’s Exhibits 115, 116, 117) without 
finding any conflicting registration covering “OLD 
CHARTER” or any other similar mark. 

The further fact is that the “OLD CHARTER” 
Registration No. 72,344 as issued on January 19, 1909 
was permitted to expire without renewal in 1929 so that, 
in 1933, the mark was not registered either in the Patent 
Office or with the Kentucky Secretary of State (see Peti- 
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tioner’s Exhibit 127, which is a Certificate of the Secretary 
of State, of Kentucky, to the effect that “Old Charter” 
was not registered in Kentucky up to December 31, 1933). 

Moreover, it is interesting to note that the letterhead 
of the Stitzel warehouse (wherein plaintiff-appellee claims 
that some “OLD CHARTER” whiskey was stored in 
1933) did not list the “OLD CHARTER” brand as one 
of the brands stored in the warehouse although it did list 
ten other trade-marks. See respondent’s Exhibit 45 
[App. 701]. 

It would have been possible for plaintiff-appellee’s 
alleged predecessor Wright & Taylor (a stranger to ap¬ 
pellee) to have renewed the “OLD CHARTER” registra¬ 
tion No. 72,344 or to have obtained a new registration in 
1929, if it had wanted to preserve its rights in the name 
(instead of intentionally abandoning the mark as its 
officers testified*). It would also have been possible for 
plaintiff-appellee’s alleged predecessors U.S. Distillers, 
Inc., Wright-Taylor Distillery Co. and/or Wright & Taylor 
Distilling Corporation (Bums’ paper-corporations) to 
have registered “OLD CHARTER”, prior to November, 
1933 if, as plaintiff-appellee contends, these companies 
were actively using the mark in 1933. 

Instead, plaintiff-appellee’s alleged predecessors did 
nothing until long after Continental’s “CHARTER OAK” 
trade-mark was registered. 

Appellee represents as “Old Charter” whiskey that which 

the record shows was merely unbranded bulk whiskey 

Appellee’s Brief (pp. 3, 5, 19 & 23) refers to Wright 
& Taylor’s stock of “OLD CHARTER” whiskey in labeled 
bottles and branded barrels having been transferred by 
the instrument of Respondent’s Exhibit 3 [App. 603-8]. 

This reference to the barreled whiskey being 
“branded” is entirely untrue and directly contradicted by 
plaintiff-appellee’s own Exhibits. See Respondent’s Ex¬ 
hibits 40-44 [App. 691-8] which consist of Stitzel Ware- 


• App. 287; 337-8; 346-8; 356 
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house Receipts Nos. 1617-1620 wherein Wright & Taylor's 
1,189 barrels of whiskey are specifically identified as being 
“UNBRANDED";—there being no mention anywhere on 
these four warehouse receipts of the trade-mark “OLD 
CHARTER". 

Not a single one of the alleged assignments and other 
instruments relied on by plaintiff-appellee, namely Re¬ 
spondent's Exhibit 3 (App. 603-9), 6 (App. 616-626), 7 
(App. 627-633), 9 (App. 643-5), 10 (App. 646-9), 11 (App. 
650-1) and 25 (App. 668), makes any reference to the 
barreled whiskey being trade-marked;—these papers re¬ 
ferring to the bulk whiskey simply as “whiskey" or as 
“Wright & Taylor whiskey". Similarly, not a single one 
of the record page references cited at pages 3-5 of plain¬ 
tiff-appellee's Brief states that the barreled whiskey bore 
the trade-mark “Old Charter". 

Appellee’s Statement at variance with stipulation as to 
essential fact of non-use by applicant for junior “Old 
Charter" registration 

At page 23, plaintiff-appellee's brief (in attempting 
to nullify the effect of the stipulation, entered into in open 
Court during the trial of this case, that Bernheim Dis¬ 
tilling Company had never used the mark “OLD CHAR¬ 
TER" either prior to or subsequent to the filing date of 
its application for registration of the mark in the Patent 
Office: App. 108-9) also misleadingly states: 

“the Patent Office testimony showed sales by Bem- 
heim of barreled ‘OLD CHARTER’ in 1933 prior to 
its application date". 

It is obvious, from the foregoing, that plaintiff- 
appellee has mis-represented an important point, in its 
Counter-Statement;—in conflict with its Stipulation. 

Respondent's Exhibit 4 was, at best, only executory 
agreement 

At page 4, plaintiff-appellee's Brief states that Wright 
& Taylor agreed to execute all additional documents to 
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vest the twenty marks mentioned in the instrument of 
Respondent’s Exhibit 4, in Wright-Taylor Distillery Co. 

However, the fact is that no such additional documents 
were ever executed by Wright & Taylor transferring title 
to any of the individual trade-marks to Wright-Taylor 
Distillery Co. 

It is obvious, therefore, that the instrument of Re¬ 
spondent’s Exhibit 4 was, at most, an executory agree¬ 
ment to assign the good will appurtenant to the individual 
trade-marks and that the individual instruments which 
might have actually assigned the good will were never 
executed. 

As pointed out at page 46 of our main Brief, the 
“good will as applied to liquors of all kinds of Wright 
& Taylor” mentioned in Respondent’s Exhibit 4 clearly 
refers to the good will appurtenant to the trade name 
Wright & Taylor and not to the good will appurtenant 
to the individual trade-marks. 

Appellee relies on false antedating of Bernheim invoice 

At page 4, plaintiff-appellee’s Brief also states that: 

“On July 21, 1933, they purchased 1,000 cases of 
old whiskey from Bernheim Distilling Company which 
labeled it as ‘OLD CHARTER’ upon the Bums 
order”. 

A statement to like effect is made at page 19 of 
plaintiff-appellee’s Brief. 

Obviously, this statement is intended to imply that 
in July of 1933, the so-called “Bums group” obtained 
1,000 cases of “OLD CHARTER” whiskey and had it 
available for sale at that time. 

The fact of the matter is, however, that the Bernheim 
invoices were doctored to change the date of October 14, 
1933, to read: “as of July 21, 1933” and that the first 
“delivery” of any “OLD CHARTER” whiskey bottled by 
Bernheim for the so-called “Bums Group” was made on 
February 14, 1934. See the testimony of plaintiff-ap¬ 
pellee’s own witness Shaver, Q26-Q29 [App. 524], This 
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date was long subsequent to the December 15, 1933 date 
upon which the trade-mark 1 ‘OLD CHARTER” was pur¬ 
portedly assigned to Bemheim Distilling Company by the 
instrument of Respondent’s Exhibit 10 [App. 646-9] so 
that it is perfectly clear that none of this whiskey bottled 
by Bemheim was available to the so-called “Burns group” 
until long after it relinquished all claim of title to the 
mark “OLD CHARTER” (see page 58 of our main Brief). 

Obviously, the mere fact that one places an order for 
a supply of labeled goods {with the label of another) does 
not make him a “dealer”, as contended at page 19 of 
appellee’s Brief, so as to create or preserve any trade¬ 
mark rights, where the goods so ordered are not actually 
delivered until long after the date upon which the person 
executes a purported further assignment of the trade-mark. 

Thus, instead of supporting plaintiff-appellee’s con¬ 
tention that the so-called “Bums group” was engaged 
in the sale of “OLD CHARTER” whiskey during the 
period when it purportedly held title to the mark “OLD 
CHARTER”, the delivery and sale of this “OLD 
CHARTER” whiskey to Bums in 1934 by Bemheim Dis¬ 
tilling Company (which then purportedly owned the trade¬ 
mark “OLD CHARTER”) constituted a further abandon¬ 
ment of the mark by Bemheim since it is well settled 
that abandonment results when a product is labeled, sub¬ 
sequent to an assignment of the trade-mark, without 
showing the new ownership of the work. See Manhattan 
v. Wood, 108 U.S. 218, 222, 27 L.Ed 706; Stackelberg v. 
Ponce, 23 Fed. 430, affirmed 128 U.S. 686, 32 L.Ed 569; 
Layton v. Church, 182 Fed. 24 (CCA 8). 

Moreover, the bottling and shipment of “OLD 
CHARTER” whiskey for U. S. Distillers, Inc. in 1934 
as well as the continued sales of “OLD CHARTER” 
whiskey by the original Wright & Taylor resulted in 
abandonment under the well settled principle that an as¬ 
signor of trade-mark cannot continue in the same business 
selling the same goods under the same mark, with the con¬ 
sent of the assignee, without forfeiting the mark. See 
California Packing Corp. v. Sun-Maid, 81 F. 2d 674, 678 
(CCA 9), certiorari denied 298 U.S. 668, 80 L.Ed 1391; 
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Bulte v. Igleheart, 137 Fed. 492, 499 (CCA 7), as discussed 
at pages 55-56 of our main Brief. 

Neither Burns nor any of his corporations ever had ac¬ 
cess to Wright & Taylor’s books and records, nor 
were any of Bums’ corporations successors to Wright 
& Taylor nor did Wright & Taylor ever intend to 
transfer any goodwill to any of them 

At page 4 of its Brief, appellee erroneously says that 
“Burns got full access to the records of” the original 
Wright & Taylor and that “Taylor testified to the transfer 
of (said Wright & Taylor’s) goodwill to Subsidiary 

However, the evidence shows that Burns never had 
any access to Wright & Taylor’s records and that Wright 
& Taylor never intended to transfer goodwill to Bums or 
any of Bums’ corporations. See discussion at pages 
41-51 of our main Brief. 

Plaintiff-appellee’s above-quoted statements in its 
brief are further misleading in referring to the transfer 
of the goodwill “to Subsidiary”;—in that there was not 
even any purported transfer of anything to any “sub¬ 
sidiary” of the original Wright & Taylor. The only com¬ 
pany to which the term “subsidiary” is applicable is one 
of the several Bums’ paper corporations, namely, Wright- 
Taylor Distillery Company, which plaintiff-appellee has 
contended was a subsidiary of U. S. Distillers, Inc., an¬ 
other one of Bums’ paper corporations;—neither of which 
was either a subsidiary or otherwise related to the origi¬ 
nal Wright & Taylor. 

Bums* solicitation of orders for the original Wright & 
Taylor’s “Old Charter” whiskey, which orders 
were thereafter filled by the original Wright & Taylor 
(by transfer of warehouse receipts or otherwise) 
did not constitute any adoption and use of the mark 
“Old Charter” by Bums or any of his three paper 
corporations 

Plaintiff-appellee’s Brief refers, at page 4, to whiskey 
. which Bums acquired from Stitzell and had bottled with 
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(the original Wright & Taylor’s) “OLD CHARTER” 
label, amounting to 45 cases, according to Burns’ testi¬ 
mony [App. 244]. The witness Bums claims that sales 
of this whiskey were made prior to repeal of Prohibition. 
However, not a single invoice has been produced bearing 
the letterhead of James Burns or his U. S. Distillers, Inc. 
or Wright-Taylor Distillery Co. or Wright & Taylor Dis¬ 
tilling Corporation which would show any sale by any of 
these companies at any time, either before or after repeal 
The only sales made between July 18, 1933 and the repeal 
of Prohibition in December of 1933 were sales made by 
the original Wright & Taylor [App. 678-9] in exactly the 
same way as sales made by it prior to July 18,1933 [App. 
671-5]. 

Indeed, the Bums group could not have made any 
sales because they had no license to do so. What Bums 
presumably did was to attempt to peddle warehouse 
receipts. 

The alleged sales of a few warehouse receipts by 
Bums did not constitute a trade-mark use of “OLD 
CHARTER” by Bums or by any of his three corpora¬ 
tions: Old Joe Distilling Company v. Esbeco, 123 F.2d 
658, 661 (CCPA). 

Appellee’s brief inaccurate as to the 1600 barrels of 

whiskey 

At page 5, plaintiff-appellee’s Brief refers to 1600 
barrels of “OLD CHARTER” whiskey as having been 
paid for by U. S. Distillers, Inc. 

As pointed out above, this barreled whiskey was un- 
branded and as pointed out at pages 44-45 of our main 
Brief, none of the whiskey was ever turned over to U. S. 
Distillers Inc. by the original Wright & Taylor;—the ware¬ 
house receipts of Respondent’s Exhibits 40-43 having 
always been kept in escrow and having been released, for 
the first time, to Bernheim Distillin g Company in Decem¬ 
ber of 1933. 
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Bemheim (the registrant of the junior “OLD CHARTER” 
registration) had no valid excuse for never using 
the mark “OLD CHARTER” 

At page 6 of plaintiff-appellee’s Brief, it is stated: 

i 

“It ((Bemheim) refused immediately to put out raw 
whiskey as bottled ‘Old Charter’, because it wanted 
to accumulate mature whiskey, to maintain the reputa¬ 
tion.” 

The lameness of this excuse is evident when it is 
considered that Bemheim had sufficient matured whiskey 
on hand to sell “L W. Harper” and other brands of 
like wiiiskey on a large scale and also to be able, without 
any difficulty, to fill Bums’ order for 1000 cases which, 
according to plaintiff-appellee, had already been bottled 
prior to December 15, 1933 and were standing in Bem¬ 
heim’s warehouses with shipments made in February 
of 1934. 

If Bemheim were actually holding up the sales of 
“OLD CHARTER” whiskey in good faith, pending ac¬ 
cumulation of a stock of aged whiskey, it certainly would 
not have agreed to supply 1000 cases of its oldest whiskey* 
to Bums, who was not a whiskey man and who meant 
nothing whatever to Bemheim. The implication is clear; 
Bemheim had more than ample aged whiskey on hand to 
begin the merchandising of “OLD CHARTER” immedi¬ 
ately after December 15, 1933 if it had been so disposed 
but, instead, chose (for reasons known only to itself) to 
keep the trade-mark in “cold storage” for an indefinite 
period of time;—a trademark which it never used prior to 
or since its application for its registration. 

Plaintiff-appellee did not acquire the mark directly from 
the registrant Bemheim 

In an obvious attempt to simplify the tortuous chain 
of title upon which it is compelled to rely, plaintiff- 

* bottled under the label of the original Wright & Taylor and not under 
any label of Bums or of any of his three paper corporations, nor bearing 
any of their names. 
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appellee, at page 6 of its Brief, seeks to make it appear 
that it (plaintiff-appellee) acquired the mark directly 
from the registrant Bemheim Distilling Company, a 
Kentucky corporation. The fact of the matter is, how¬ 
ever, that, as pointed out in our main Brief, the mark 
was first “assigned” to Bernheim Distilling Company, a 
Delaware corporation (see the instrument of Respond¬ 
ents Exhibit 14 [App. 654-6]) and thereafter assigned 
by the latter (which likewise never made any use what¬ 
ever of the mark) to plaintiff-appellee (see the instrument 
of Respondents Exhibit 15 [App. 657-9]). 

Cancellation of agreement of July 18, 1933 did not con¬ 
stitute a “sale” of whiskey by Bums’ paper cor¬ 
poration 

At page 6, plaintiff-appellee S Brief states that Wright 
& Taylor and U. S. Distillers Inc. agreed (by the instru¬ 
ment of Respondents Exhibit 28-A [App. 683] dated April 
26, 1934) to cancel the agreement of July 18, 1933 “only 
as to the remaining bottled whiskey, at a profit to Dis¬ 
tillers”. 

Actually, as pointed out at page 45 of our main Brief, 
the instrument was cancelled because of U. S. Distillers 
Inc.S inability to make the additional payments called 
for by the instrument of Respondents Exhibit 3. While 
U. S. Distillers Inc. was given a paper profit of $2.00 a 
case on the whiskey involved in the cancellation, the mar¬ 
ket value of the whiskey had risen far more than the 
$2.00 per case so that U. S. Distillers Inc. was actually 
taking a loss on this whiskey due to the fact that its stock 
promotion scheme had fallen through and had left it with 
insufficient funds to complete the purchase of the “OLD 
CHARTER” whiskey from Wright & Taylor. 

The sales of “OLD CHARTER” whiskey which were 
made by the original Wright & Taylor following this 
cancellation deal were, of course, sales made adversely to 
the alleged chain of title relied on by plaintiff-appellee 
since, during that period, the trade-mark was not owned 
by Wright & Taylor according appellee’s contention at 
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bar. Clearly, such adverse sales cannot be relied on as 
establishing continuity of trade-mark use and there is no 
basis for the statement, made at page 7 of plaintiff- 
appellee’s Brief, that “since 1874 there has never been a 
gap in the sales of ‘Old Charter’.” 

Plaintiff-appellee tenders non-issue in respect to appel¬ 
lant’s proof of its ownership and use of the mark 
“CHARTER OAK” 

At page 7, plaintiff-appellee’s Brief states: 

“Continental has failed to show any use of ‘Old 
Charter’ . . 

Continental does not claim to have used the mark 
“OLD CHARTER”;—its trade-mark being “CHARTER 
OAK”. 

Moreover, Continental was not under any burden to 
establish such sales, either in the Patent Office or in the 
District Court in the present proceeding beyond introduc¬ 
ing in evidence its “CHARTER OAK” Registration No. 
311,038 granted March 13, 1934, upon an application filed 
November 22, 1933. See cases cited at page 92 of our 
main Brief. 

It is again respectfully pointed out that plaintiff- 
appellee’s argument represents an improper collateral at¬ 
tack upon the validity of Continental’s prior and subsist¬ 
ing Registration No. 311,038, which is not in issue in this 
proceeding. See cases cited at page 91 of our main Brief. 

Certificate of Label Approval irrelevant, and plaintiff- 
appellee’s suggestions in respect thereto go to the 
non-issue 

At page 7 and again at page 21, plaintiff-appellee’s 
Brief seeks to make a point of the fact that the first Cer¬ 
tificate of Label Approval on the “Charter Oak” label 
(under the Federal Alcohol Administration Act of August 
29,1935,* as set forth at pages 39-42 of plaintiff-appellee’s 


* incorrectly given as 19 37 in plaintiff-appellee’s Brief 
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Brief) was obtained in 1939. However, this does not indi¬ 
cate non-use of the trade-mark. 

Thus, the Act simply prohibits the bottling and re¬ 
moval from customs custody of liquors after the effective 
date (August 15, 1936) of the Act, unless a Certificate of 
Label Approval is obtained. 

The Act does not expressedly or impliedly prohibit 
the sale of whiskey which was bottled and/or withdrawn 
from customs custody, prior to the effective date of the 
Act. 

Thus, it is clear that any quantity of whiskey could 
have been bottled in 1936 without the need for a Certificate 
of Label Approval and offered for sale at any time 
thereafter without violating any provision of the Act. 

Indeed, the inconsistency of plaintiff-appellee’s posi¬ 
tion, on this point, is apparent from the fact that the 
first Certificate of Label Approval covering the “OLD 
CHARTER” label was issued on June 9, 1937 (see Re¬ 
spondent’s Exhibit 61 [App. 707-8]) whereas, according to 
plaintiff-appellee, previously-bottled “OLD CHARTER” 
whiskey was sold continuously and uninterruptedly by the 
original Wright & Taylor from 1933 to the middle of 1937. 

In other words, how can plaintiff-appellee be heard 
to argue, on the one hand, that “OLD CHARTER” 
branded whiskey was sold without a Certificate of Label 
Approval from 1933 to 1937 and to contend, on the other 
hand, that Continental Distilling Corporation could not 
have sold “CHARTER OAK” branded whiskey during 
this period because it had no Certificate of Label Approval! 

Plaintiff-appellee in error in suggesting that fraud and 

abandonment not pleaded by appellant 

At page 7 of its Brief, plaintiff-appellee contends 
that the illegality of the “OLD CHARTER” registra¬ 
tion and the registrant’s fraud and abandonment cannot 
be urged because they were not pleaded as affirmative de¬ 
fenses in Continental’s Answer. An examination of the 
record reveals, however, that this contention is wholly 
without merit. 
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Thus, paragraph 5-a of Continentars Answer [App. 
15] reads as follows: 

“ Defendant denies that trademark Registration No. 

321,823 was duly or legally issued to Bemheim Dis¬ 
tilling Company, . . .” 

Similarly, paragraphs 5-b and 5-c of Continentars 
Answer [App. 16] deny that there was any legal or 
effective or valid assignment of Registration No. 321,823 
or the trademark or the goodwill on March 19, 1937 or on 
June 4, 1937. 

Paragraph 5-d of Continental’s Answer denies that 
plaintiff is the owner of the trade-mark “OLD CHARTER” 
or Registration No. 321,823 or the goodwill. 

Moreover, the defense of illegality must be affirma¬ 
tively pleaded only where it constitutes a collateral issue. 
Where, as here, the sole purpose of the litigation is to 
inquire into the legality of a trade-mark registration, it 
is obvious that a general denial is adequate to place the 
point in issue. 

It is also obvious that the issue of “abandonment” 
has clearly been raised by the allegations of paragraphs 
5-b, 5-c and 5-d of Continental’s Answer, especially since, 
in amended paragraph 8 of the Petition for Cancellation 
[App. 181], in Cancellation No. 3663 (which, by stipula¬ 
tion [App. 123], is part of the record in this case in ac¬ 
cordance with the provisions of Section 4915 of the Re¬ 
vised Statutes (35 USC 63) Continental specifically alleges: 

“. . . the mark ‘OLD CHARTER’ is not used by 

the respondent and has been abandoned by re¬ 
spondent.” 

The issue of Bemheim’s fraud in procuring Regis¬ 
tration 321,823 is also clearly raised by the denial of 
legality in paragraph 5-a of Continental’s Answer. 

Moreover, under the authorities discussed at pages 
30-31 of our main Brief, questions going to the legality 
of the registration in issue must be considered by the 
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Court in an action under Section 4915 of the Revised 
Statutes (35 USC 63) even if not specifically raised by 
the pleadings. 

The purpose and intent of Rules 8(c) and 12(h) of 
the Rules of Civil Procedure, which provide for the plead¬ 
ing of affirmative defenses, is to prevent the possibility of 
“ surprise”. 

Plaintiff-appellee can hardly claim to have been sur¬ 
prised by the issue of fraud during the trial of this case, 
since the issue was very thoroughly briefed in the Patent 
Office, before the Examiner of Trade-Mark Interferences 
and before the Commissioner of Patents, on appeal. 

Indeed, the decision of the Commissioner of Patents 
includes [App. 223-224] a specific finding as to Bernheim 
Distilling Company’s non-use of the term 4 ‘OLD CHAR¬ 
TER” prior to the filing of its application for registra¬ 
tion, which non-use forms the basis of defendant-appel¬ 
lant’s contention that Bernheim was guilty of fraud such 
as bars the prosecution of this action. 

Additionally, it is submitted that plaintiff-appellee 
waived its right to contend that these affirmative defenses 
were not properly pleaded because plaintiff-appellee did 
not raise the point in the District Court. Thus, not once 
during the trial, at which the various issues "were dis¬ 
cussed at length by counsel and the Court, did plaintiff- 
appellee contend that illegality, fraud and abandonment 
had not been pleaded in Continental’s Answer. 

Plaintiff-appellee in error as to the limitation of issues 

to be decided 

At page 8 of its Brief, plaintiff-appellee contends that 
Continental has waived all issues except priority and 
jurisdiction and refers to pages 63 and 67 of the Joint 
Appendix to support its contention. It is submitted, how¬ 
ever, that plaintiff-appellee’s position is untenable. Thus, 
the fact that a trade-mark and goodwill can under certain 
circumstances, be transferred without physical assets as 
conceded by defendant-appellant’s counsel, [App. 65] does 
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not mean that every purported assignment containing a 
recitation of good-will transfer is effective, as against a 
third party. Obviously, this concession does not dispose 
of the issues at bar because it is defendant-appellant’s 
contention (fully supported by the evidence in the case) 
that there was no actual transfer of good-will in the naked 
assignments forming plaintiff-appellee’s alleged chain-of- 
title. 

Similarly, the statement made by defendant-appel¬ 
lant’s counsel [App. 67] as to the vital date being 1933 
was obviously not intended as an admission that all sub¬ 
sequent purported assignments of “OLD CHARTER” 
were valid. Thus, defendant-appellant’s counsel was care¬ 
ful to state [67]: 

“Mr. Kalish : Of course, their dates are not only 
defective prior to November 22, 1933, because had 
they had an actual good assignment it was abandoned 
between November 22, 1933 and the end of 1937, but 
there was a non-use and none of the transferees made 
any use of it, and, therefore, it is our position that 
they have not acquired anything by and through these 
alleged transfers.” 

Finally, in making the statement [App. 114] that a 
temporary cessation of activity for a reasonable period 
of time would not necessarily result in loss of a trade¬ 
mark, defendant-appellant’s counsel clearly stated that it 
did not apply in this case. 


Appellant’s Reply to Appellee’s Argument 

Appellant’s Reply to Appellee’s Contention That 
“Plaintiff Had The Right to File This Suit” 

At page 12 of its Brief, plaintiff-appellee cites a num¬ 
ber of decisions purportedly supporting the proposition 
that plaintiff had the right to file this suit, even though 
it is dear under the evidence that plaintiff is nothing more 
than an inactive dummy corporation and that the mark 
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“OLD CHARTER” is presently being used by one or 
more separate and distinct corporations (not parties to 
this suit) and not by plaintiff itself. Not one of the 
“authorities” cited by plaintiff-appellee was an action 
under Section 4915 of the Revised Statutes and it is there¬ 
fore submitted that the controlling authorities are those 
discussed at pages 21-24 of our main Brief to the effect 
that failure to join a necessary party plaintiff within the 
6-month period following the decision of the Commissioner 
of Patents necessarily requires a dismissal of an action 
under Section 4915 of the Revised Statutes. The fact that 
Section 4915 states that the defeated Patent Office party 
shall file the complaint does not eliminate the defense of 
non-joinder. Thus, for example, in most Patent Office 
interferences involving patent-applications, the parties 
named are the actual inventors and applicants, whereas it 
frequently happens that the applications have been as¬ 
signed. Under the authorities, it is settled beyond any 
question of doubt that, under such circumstances, the as¬ 
signee (and not merely the applicant) must be made a 
party plaintiff to any action under Section 4915 of the 
Revised Statutes resulting from such an interference 
proceeding in the Patent Office. 

The 6-month statutory period provided by Section 
4915 of the Revised Statutes precludes the possibility of 
joining Schenley as a party-plaintiff, upon remand, as 
suggested by plaintiff-appellee. The Brown case, which is 
cited by plaintiff-appellee in support of its contention, was 
not an action under Section 4915 of the Revised Statutes. 

Appellant’s Reply To Appellee’s Contention That “The 

Commissioner Could Have Been Sued Alone, As Sole 

Adverse Party” 

At pages 13-14 of its Brief, plaintiff-appellee cites a 
number of decisions* for the proposition that the Commis¬ 
sioner could have been sued alone, as the sole adverse 
party. 

* namely, the Wesson case, the Brown case and the Keebler Weyi Baking 
Co. case 
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A careful reading of Section 4915 of the Revised 
Statutes (35 USC 63) makes it perfectly obvious, however, 
that the Commissioner of Patents is not regarded as an 
“adverse party”. Thus, the Act provides: 

“In all cases where there is no opposing party, a copy 
of the bill shall be served on the commissioner; . . . 
In all suits brought hereunder where there are adverse 
parties the record in the Patent Office shall be ad¬ 
mitted in whole or in part, on motion of either 
party, . . 

Hence, it is clear that the Commissioner is not re¬ 
garded as either an “opposing party” or an “adverse 
party”. 

The two State Court decisions* cited at page 13 of 
plaintiff-appellee’s Brief as defining the term “adverse 
parties” are submitted to be wholly irrelevant because 
neither involves an action under Section 4915 of the 
Revised Statutes. 

The following decisions of the Supreme Court and of 
this Court which are cited at page 13 of plaintiff-appellee’s 
Brief are readily distinguishable on the facts. 

Thus, the Baldwin case, arose out of a ruling by the 
Commissioner that the name “HOWARD” was inherently 
unregistrable as being nothing more than a surname. Such 
a ruling was obviously an ex parte one not based par¬ 
ticularly on the inter partes proceedings in the Patent 
Office. Under those facts, it might perhaps be correct to 
permit suit against the Commissioner alone, even though 
recent decisions have tended to criticize the soundness of 
the reasoning in the Baldwin case. 

The Alexandrine case, was one brought against the Com¬ 
missioner alone (without joining the successful petitioner 
for cancellation) and is either distinguishable from the 
case at bar on the ground that the petitioner in that case 
did not raise any objection to the action being maintained 
against the Commissioner only, or must be considered as 
having been overruled by the later decision in this Court 


* namely, the Pearlman case and the Bakula case 
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in Eno v. Coe 70 App. D.C. 337, 106 F.2d 858, 859 wherein, 
as discussed at pages 15-16 of our main Brief, this Court 
held that where the successful party in the Patent Office 
was joined as a party defendant but was not properly 
served within this District, the action could not be main¬ 
tained against the Commissioner because of the absence 
of an indispensable party. 

In the Speed Products Co. case,* also relied on by 
plaintiff-appellee, the Court, while holding that it had 
jurisdiction over the action (which was brought against 
the Commissioner alone with the successful party in the 
Patent Office intervening and counterclaiming), went on to 
cite with approval Century Distilling Co. v. Continental 
Distilling Corp. 106 F.2d 486 (CCA 3) for the proposition 
that the Commissioner is not even a necessary party where 
the action names the successful Patent Office party as a 
defendant. 

It should also be kept in mind that the statement in 
the Speed Products Co. case going to jurisdiction over the 
Commissioner alone, was nothing more than dictum since, 
as pointed out above, the prevailing party had filed a 
counterclaim and therefore had consented to the jurisdic¬ 
tion of the Court and could not be heard to contend that 
the Court did not have jurisdiction. 

The Court, in the Speed Products case, supra, did not , 
as erroneously stated at page 14 of plaintiff-appellee’s 
Brief, overrule the earlier Coe v. Hobart and Jax v. Coe 
cases and, indeed, as pointed out above, specifically ap¬ 
proved the Century Distilling Co. v. Continuental Distil¬ 
ling Corp. case which supports defendant-appellant’s 
position at bar. 

The Barron-Gray case did not involve the inter-partes 
issue of priority but only the issue of confusing similarity 
which is a basis for the ex parte rejection of an applica¬ 
tion, and in the Barron-Gray case the successful opposer 
in the Patent Office was not made a party defendant and 
therefore could not be said to have objected to continu¬ 
ance of the suit against the Commissioner alone. 


* Speed Products Inc. v. Tinnerman 83 App. D.C , (171 F2d 727) 
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If plaintiff at bar had chosen to bring snit against the 
Commissioner alone, the cases relied on in its Brief might 
support its contention. However, plaintiff, for reasons of 
its own, chose to include defendant-appellant along with 
the Commissioner and, since the principal issue at bar is 
the inter partes one of priority, it is submitted that the 
controlling decision is that in Eno v. Coe, supra, especially 
in view of the fact that plaintiff has also instituted a now- 
pending suit against defendant-appellant in the District 
of Delaware, in which no question of jurisdiction is raised 
and in which the Court can properly decide all of the 
issues presented in the case at bar. Thus, dismissal of 
this action for want of jurisdiction will not prejudice 
plaintiff-appellee’s right to a determination of all the 
issues here involved. 

As stated in Klurrib v. Roach 151 F.2d 374, 377 (CCA 
7), certiorari denied 327 U.S. 784,: 

“In order for plaintiff to bring himself wi thin 
the terms of Sec. 4915 and before the court can ad¬ 
judicate the rights of the parties, certain things must 
exist: . . . notice must be given to adverse 

parties . . .” 

This “notice” is proper service of process upon all neces¬ 
sary defendants which was not done in the case at bar so 
that the District Court did not have the power to proceed 
to trial and to decide the issues over Continental’s timely 
objection. 

The inconsistency of plaintiff-appellee’s position is 
shown by a recent letter dated January 4, 1950 written 
by its attorneys to the Commissioner of Patents, which 
is reproduced hereinbelow as Appendix 4 and in which it 
takes the position that the Commissioner of Patents, as 
defendant-appellee “has no right to argue the issues pre¬ 
sented on said appeal.” In other words, plaintiff-appellee, 
on the one hand, asks this Court to enter judgment against 
the Commissioner alone, and, on the other hand, contends 
that the Commissioner has no right to be heard by this 
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Court. Obviously, the Commissioner took no separate ap¬ 
peal from the judgment below because he was satisfied 
that the real issue was between plaintiff-appellee and 
defendant-appellant (App. 59), and to now contend that 
the judgment below must be affirmed 44 by default” is 
certainly incomparable with all principles of equity and 
due process, and would nullify Continental’s right of 
appeal. 

Plaintiff-appellee now inconsistently argues a difference 

between cancellation and opposition proceedings 

At page 14 of its Brief, defendant-appellant seeks to 
distinguish the present case from one involving an opposi¬ 
tion or interference. 

However, it should be kept in mind that the only 
reason why an action under Section 4915 of the Revised 
Statutes was authorized by the Supreme Court (in Baldwin 
v. Robertson, supra) in cancellation proceedings in the 
first place was because of the claimed analogy between 
opposition and interference proceedings on the one hand, 
and cancellation proceedings on the other hand. If, as 
plaintiff-appellee now argues, the two types of action are 
different, then there is no justification for bringing this 
action in the first place since plaintiff-appellee is obviously 
not an 44 applicant” within the meaning of Section 4915 
of the Revised Statutes. 

As pointed out at pages 15-18 of our main brief, a 
distinction must be drawn between cases involving inter 
partes issues of priority (there being no issue as to the 
registrability of the mark per se) and cases where the 
sole issue is registrability of the mark per se. 

Defendant-appellant’s position on this point is fully 
supported by the very recent case of Lanolin Plus 
Cosmetics v. Botamj Mills 177 F.2d 757 ; 83 TJSPQ 364, 
365-6 (CA-3, decided November 18, 1949). 

The Court, in the Lanolin case, supra, pointed out 
that the decision of this Court in the Barron-Gray case 
(relied on at page 13 of plaintiff-appellee’s Brief) comes 
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within the first category as involving registrability of a 
mark per se. 

Since there is no question in the case at bar as to 
the registrability per se of “OLD CHARTER” and since 
the principal issue in the case is priority of adoption, it 
is respectfully submitted that, under the decision in the 
Lanolin case, the District Court erred in holding that it 
had jurisdiction to decide this case, since defendant-appel¬ 
lant is clearly not subject to the jurisdiction of the Court 
as it is a Delaware corporation which does not do busi¬ 
ness within the District of Columbia and is not “found” 
therewithal. 

Appellant’s Reply to Appellee’s Contention That “Conti¬ 
nental Was Properly Served Under 35 U.S.C. 72a” 

At pages 14-15 of its Brief, plaintiff-appellee argues 
that the Commissioner of Patents is an adverse party 
within the meaning of Title 35, Section 63 of the United 
States Code under which venue-jurisdiction over this ac¬ 
tion is predicated. 

It is believed obvious, however, that Section 63 was 
intended to grant relief against litigants in the Patent 
Office (See Robinson v. Wayne 78 App. D.C. 15, 136 F.2d 
767, 768-9) and was not intended to include the Commis¬ 
sioner who acts in a judicial capacity (App. 68) in grant¬ 
ing or refusing a patent or a trade-mark registration (see 
Butterworth v. Hoe 112 U.S. 50, Gandy v. Marble 122 U.S. 
432, United States v. Buell 172 U.S. 576). 

Moreover, as pointed out hereinabove and also at 
pages 12-15 of our main Brief, this Court has specifically 
held, in Coe v. Hobart Mfg. Co. 70 App. D.C. 2, 102 F.2d 
270, 271, that the Commissioner is not an adverse party 
within the meaning of this section. The Coe v. Hobart 
Mfg. case is submitted to be controlling on this point and 
has not been overruled or superseded by any of the deci¬ 
sions cited by plaintiff-appellee and, indeed, has been 
followed and applied in a trade-mark case. See Thorne, 
Neale <& Co. v. Coe 79 App. D.C. 122, 143 F.2d 155, 156. 
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The statement made in the companion District of 
Delaware suit which is quoted at page 15 of plaintiff- 
appellees Brief was the plainest kind of dictum and can 
carry no weight on the present appeal. Neither of the 
two Supreme Court cases* cited at page 15 of plaintiff- 
appellees Brief involved an action under Section 4915 
of the Revised Statutes and hence these cases are not 
in point. 

Plaintiff-appellees Brief states, at page 15, that: 

“If plaintiff sued defendant in the District of Dela¬ 
ware, defendant would urge that the judgment could 
not enjoin the non-resident Commissioner, and thus 
deny jurisdiction. 

This statement is directly contradicted by the fact 
that the parties have entered into a stipulation in the 
Delaware action whereby Continental has agreed not to 
urge that the absence of the Commissioner deprives the 
Delaware Court of jurisdiction. 

Appellant’s Reply To Appellee’s Contention That “The 
Mark Was Not Abandoned By The Agreements of 
July 18, 1933, etc.” 

At pages 16-21, plaintiff-appellees Brief argues that 
the mark “OLD CHARTER” was not abandoned as a 
result of the July 18, 1933 transactions and; at page 16, 
cites the Allen case for the proposition that a trade-mark 
was not abandoned although it passed through the hands 
of the original owner’s wife before being assigned to 
the corporate plaintiff there at bar. An examination of 
the opinion reveals, however, that the decision is wholly 
inapplicable on the present facts. Thus, as pointed out 
in the headnote of the opinion, the wife “at once assigned 
the registered trade-mark to the corporation at the same 
time that her husband transferred the business and good 
will to the corporation.” The Court in the AUen case held 
(235 Fed. 235) that it was the subsequent transfer of 


♦namely, the Liberty Oil Co. case and the State of Texas case 
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the business to the corporate assignee which conveyed 
title to the trade-mark, even though the trade-mark was 
not specifically identified in that assignment. In other 
words, the Court recognized that the assignment of the 
naked trade-mark to the wife was not a valid assignment, 
which supports defendant-appellant’s position at bar. 

The Globe-Union case which is cited at page 16 of 
plaintiff ^appellee’s Brief for the proposition that an ac¬ 
tion under Section 4915 of the Revised Statutes is an 
original action in equity wherein the issues are tried 
“de novo”, actually merely holds that the Court has a 
right to consider new evidence even though not presented 
in the Patent Office. In the case at bar, no new evidence 
of any importance was introduced and, under the authori¬ 
ties discussed in our main Brief, the District Court should 
not have substituted its own judgment for the concurring 
decisions of the Patent Office tribunals awarding priority 
to defendant-appellant. 

Plaintiff-appellee’s Brief also states, at page 16, that, 
in an action under Section 4915 of the Revised Statutes, 
the Court applies general law. It should be kept in mind, 
however, that an action under this Section is wholly statu¬ 
tory and is not a common law action and that the Court 
is bound by the provisions of the statute and the adminis¬ 
trative regulations adopted pursuant thereto. Thus, the 
Court is not free to ignore the requirements of the statute 
and to decide the case wholly on common law principles 
which, in plaintiff-appellee’s view, govern the situation. 

The statement at the bottom of page 16 of plaintiff- 
appellee’s Brief to the effect that laches is not a defense in 
the Patent Office, is incorrect because Section 19 of the Act 
of July 5,1946 (15 USC 1069) now specifically provides: 

“In all inter partes proceedings equitable principles 
of laches, estoppel, and acquiescence, where applicable, 
may be considered and applied. The provisions of 
this section shall also govern proceedings heretofore 
begun in the Patent Office and not finally determined.” 
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The statements quoted at page 17 of plaintiff-appellee’s 
Brief from the decision in the Old Lexington Club Dis¬ 
tillery Co. case merely stand for the proposition that the 
same rules determining confusing similarity and geo¬ 
graphic descriptiveness of trade-marks should be applied 
in actions under Section 4915 of the Revised Statutes as 
are applied in actions for infringement. 

The reference at page 17 of plaintiff-appellee’s Brief 
to the Woodward case is incorrect. 

Thus, the Court, in the Woodward case, specifically 
rejected the contention that there had been no use of the 
trade-mark;—the opinion stating: 

“. . . thus, the record shows that there has been 
enough business done with use of the trade-marks to 
demonstrate that there has been no abandonment; and 
the record further shows that the small extent of the 
business done had been largely and directly due to the 
infringing acts of defendants.” 

In the Woodward case, plaintiff, which had acquired 
the trade-marks, machinery, etc. from a trustee in bank¬ 
ruptcy, by mesne assignments, was asserting the trade¬ 
marks against an infringer organized by the principal 
stockholder of the bankrupt corporation who had refused 
to turn over the assets of the business to the purchaser 
and who had threatened certain manufacturers with suit 
if they did work for the purchaser. Under these circum¬ 
stances, the defendant, in the Woodward suit, was cer¬ 
tainly in no position to urge “abandonment” even if there 
had been non-use by the purchaser. These facts are a far 
cry from the facts in the case at bar wherein Continental 
is a third party not connected in any way with any of 
plaintiff-appellee’s alleged predecessors in title. 

The Berl and Socony-Vacuum OH Co. cases which are 
cited at page 17 of plaintiff-appellee’s Brief for the prop¬ 
osition that there is no distinction between a parent and 
its subsidiary corporation, are clearly not in point Thus, 
in the Berl case, the Court merely refused to vacate the 
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appointment of a Master and a Receiver for a bankrupt 
corporation, while in the Socony-Vacuum case, it was held 
that a parent corporation was not required to pay docu¬ 
mentary tax stamps on deeds from wholly-owned sub¬ 
sidiaries to itself. As between these “authorities” and 
the cases discussed at pages 50-51 of our main Brief 
(specifically holding that corporate entities cannot be dis¬ 
regarded on trade-mark transfers) the latter clearly con¬ 
trol in the case at bar. 

The Federal Trade Commission case, which is cited 
at pages 17-18 of plaintiff-appellee’s Brief, merely stands 
for the proposition that the corporate fiction cannot be 
used to evade the anti-trust laws. It is interesting to note 
that the opinion goes on to state, immediately following 
the part quoted by plaintiff-appellee, that: 

“If any general rule can be laid down, in the present 
state of authority, it is that a corporation will be 
looked upon as a legal entity as a general rule, and 
until sufficient reason to the contrary appears; but, 
when the notion of legal entity is used to defeat pub¬ 
lic convenience, justify wrong, protect fraud, or de¬ 
fend crime, the law will regard the corporation as an 
association of persons.” 

The Kentucky decisions* cited at page 18 of plaintiff- 
appellee’s Brief are clearly irrelevant. Since plaintiff- 
appellee’s right to the “OLD CHARTER” registration 
is determined solely by Federal statute, the case at bar is 
controlled by the decisions of the Federal Courts and not 
by the decisions of the Kentucky State Courts. 

Moreover, the Kentucky cases are irrelevant on the 
facts. Thus, the Johnson case simply involved the breach 
of a covenant not to operate a competing hospital. 

The two Federal decisions cited at page 18 of plain¬ 
tiff-appellee’s Brief are likewise not in point. Thus, the 
Burke case merely held that the goodwill of an under¬ 
taking business constituted an asset of the decedent’s 


•namely, the Potter & Co. case and the Johnson case 
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estate while the Mutual Life Insurance Co. case held that 
the bidder at a bankruptcy sale who bought all but certain 
sales records and library of the bankrupt acquired the 
goodwill of the tradename as against the bankrupt in the 
absence of any showing that the sales records were vital 
to the carrying on of the business. 

The Ph. Schneider Brewing Co. case involved an as¬ 
signment of the trade-mark to the manufacturer of the 
whiskey on which the mark had been used (the manufac¬ 
turer having previously bottled the whiskey for the as¬ 
signor under the latter’s private brand). Moreover, the 
facts in that case were that the original user resumed use 
after repeal which clearly distinguishes it from the case 
at bar. 

The following quotation indicates the inaccuracy of 
plaintiff-appellee’s interpretation of the ruling in the 
Schneider case, supra: 

4 ‘It may be stated as a general rule that a trade¬ 
mark may not be assigned in gross. It cannot be as¬ 
signed separate and apart from the good will with 
which it is associated.” (107 F.2d 703) 

The Court goes on to quote, with approval, from 
Witthaus v. Braun 44 Md. 303, 306, 22 Am. Rep. 44, as 
follows: 

“The mere sale of a trade-mark apart from the 
article to which it is affixed, confers no right of owner¬ 
ship, because no one can claim the right to sell his 
goods, as goods manufactured by another. To permit 
this to be done, would be a fraud upon the public.” 

Thus, it is clear that the Schneider case does not in 
any way support plaintiff-appellee’s position at bar. 

The cases cited at page 19 of plaintiff-appellee’s Brief 
(as defining the right of a trade-mark assignee not re¬ 
ceiving physical assets), both involved contractual situa¬ 
tions. Thus, in the Tennant case, the surviving partner'* 
of the business was held wrongfully to have acquired the 
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deceased partners widow’s rights in the trade-marks of 
the firm;—the Court discarding his explanation that the 
marks were of little value because they could only be sold 
with the physical assets. In the U.S. Ozone Co. case, de¬ 
fendant had been exclusive sales representative of plain¬ 
tiff and had been given the right to use the trade-mark in 
question in advertising and selling the products manu¬ 
factured by plaintiff. The Court held that, as between the 
parties, the plaintiff-manufacturer owned the trade-mark 
at the termination of the sales agreement. 

Obviously, the test of whether or not there has been 
an effective transfer of a trade-mark and goodwill is 
different where the controversy is between the parties 
having contractual relationships of this sort and where 
as in the case at bar, the alleged transfer is being as¬ 
serted against a third person having no connection what¬ 
ever with the alleged owner or his predecessors in title. 

The Godillot case which is relied on by plaintiff- 
appellee, at page 19 of its Brief, does not support the 
proposition for which it is advanced. In the Godillot case, 
plaintiff who had adopted the trade-mark in question as¬ 
signed it to a company which subsequently became insol¬ 
vent, whereupon the receivers re-assigned the trade-mark 
to plaintiff. Subsequently the receiver assigned the in¬ 
solvent company’s goods to one Wentworth, who there¬ 
after sold the same to the defendant corporation, which 
thereupon began using the trade-mark. 

In holding that plaintiff was entitled to an injunc¬ 
tion against infringement by defendant, the Court in the 
GodiUot case ruled that defendant’s predecessor did not 
acquire any implied license to use the trade-mark in view 
of the fact that the trade-mark rights had previously 
been sold “for a large money consideration” to plain¬ 
tiff. The opinion is wholly silent on plaintiff’s use of 
the trade-mark subsequent to the re-assignment and it 
cannot be assumed that plaintiff made no use of the 
mark. In such case, it is obvious that plaintiff did not 
have to rely on the assignment in order to prevail against 
the defendant which did not begin using the mark until 
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subsequent to the re-assignment. In other words, plain¬ 
tiff had priority of adoption as against defendant without 
the need for relying on the re-assignment. 

It is apparent that an entirely different result would 
have prevailed if (as in the case at bar) a third person 
had begun using the trade-mark, in good faith, prior to 
the date of the alleged re-assignment to plaintiff. In such 
case plaintiff could not have prevailed against a third 
party, in the absence of any showing that there had been 
a bona fide transfer of the trade-mark and the good-will 
appurtenant thereto. 

The quotation from the Mayer Co. case which is 
given at the bottom of page 21 of plaintiff-appellee’s Brief 
(to the effect that a second user cannot acquire a trade¬ 
mark while the first owner is still using the mark) is not 
in point because, as clearly pointed out at pages 65-66 of 
our main Brief, when Continental adopted the mark 
“CHARTER OAK” in November of 1933, none of plain¬ 
tiff-appellee’s alleged predecessors could be said to be 
the owner or user of the mark “OLD CHARTER”. 
Thus, during the period from October 2, 1933 to Decem¬ 
ber 15, 1933, record title to the mark “OLD CHARTER” 
was purportedly vested in Wright & Taylor Distilling 
Corporation which, as pointed out at pages 63-65 of our 
main Brief, never acquired a single bottle of “OLD 
C HAR TER” branded whiskey and never did any business 
whatever. 

Plaintiff-appellee’s earlier alleged predecessors, 
namely Wright & Taylor, TJ. S. Distillers, Inc. and Wright- 
Taylor Distillery Co. had parted with all claim of title 
to the mark “OLD CHARTER” prior to November of 
1933 find clearly could not be considered as then owing 
or using the mark. 

Under these facts, it is obvious that the mark “OLD 
CHARTER” was, in November of 1933, “the subject of 
reappropriation and the property of the first taker” as 
also pointed out in the Mayer Co. case (see page 66 of 
our main Brief). 
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Appellant’s Reply to Appellee’s Contention That “The 

Right to Register is Governed Wholly by Common 

Law’’ 

At page 22 of its Brief, plaintiff-appellee cites a num¬ 
ber of decisions* on the proposition that the right to 
register a trade-mark is governed wholly by common law. 
However, not one of the “authorities” states this proposi¬ 
tion and, instead, the cited cases merely lay down the 
general rule that the Trade-Mark Act of February 20, 
1905 did not change the substantive law relating to owner¬ 
ship of trade-marks. 

It is absurd to say that the right to registration is 
governed solely by common law- since that right obviously 
depends solely upon the provisions of the Federal statute 
which set up the entire registration procedure. See 
Motlow v. Oldetyme Distillers 88 F.2d 732, 733 (CCPA) 
as discussed at pages 25-26 of our main Brief. 

Thus, for example, one doing an entirely intra-state 
business would have a perfectly good trade-mark, under 
common law principles, but still would not be entitled to 
registration under the Trade-Mark Act of February 20, 
1905 which requires that there be a use of the mark in 
inter-state or foreign commerce. 

Similarly, unless all of the requirements of the Trade- 
Mark Act of February 20, 1905 and all of the rules of the 
Patent Office promulgated pursuant thereto (as quoted in 
Appendix 1 of our main Brief) have been complied with, 
no right to registration exists. 

Hence, Bernheim Distilling Company’s admitted fail¬ 
ure to make any use of the mark “OLD CHARTER” 
before applying for registration thereof, necessarily 
renders Registration No. 321,823 invalid for failure to 
comply with the requirements of the statute even if Bem- 
heim had acquired common law title to the mark (which, 
of course, was not the case). 

The Francis H. Leggett & Co. case, cited by plaintiff- 
appellee, does not support Bernheim’s claim to ownership. 

* namely, the Phillips case, the U. S. Ozone Co. case, the Sawyer case and 
the American Trading Co. case 
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Thus, in the Leggett case, defendant, who had been the 
principal stockholders of a corporation which was dissolved 
in 1914, himself appropriated the mark upon such dis¬ 
solution and used it continuously thereafter. Plaintiff, 
whose first-use date was August 15, 1918, contended that 
defendant had never acquired ownership of the mark from 
the corporation. The Court, in holding for defendant, 
merely stated that “he became the owner of the mark in 
1914, and continued as such up to and including the time 
of his application for its registration,”. It is apparent 
that defendant, in the Leggett case, became the owner of 
the mark in 1914 simply by adopting and using it at that 
time, regardless of whether or not he acquired an assign¬ 
ment from the dissolved corporation, and, therefore, was 
clearly entitled to priority as against plaintiff in that case. 

Plaintiff-appellee’s Brief also cites The Waterproofing 
Co. case for the proposition that the testimony of Wright 
& Taylor’s president, E. Leland Taylor, that they never 
sold the goodwill (see page 43 of our main Brief) cannot 
nullify the written instruments. 

Obviously, the facts in The Waterproofing Co. case are 
entirely different from the facts at bar since both plain¬ 
tiff and defendant in that case claimed to have derived 
title from the same original user. Under those facts, there 
might be some basis for arguing that the recitations in 
the written instruments were binding upon the parties. 

So, too, if the original Wright & Taylor were now to 
assert a belated claim to ownership of the mark “OLD 
CHARTER”, it would undoubtedly be held to be pre¬ 
cluded from doing so by the instruments of July 18, 1933. 

However, the admission of E. Leland Taylor (who 
testified in the case at bar as plaintiff-appellee’s own wit¬ 
ness) that Wright & Taylor “never even sold the good¬ 
will” (see page 43 of our main Brief) is certainly entitled 
to consideration in deciding whether there was a valid 
transfer of title to the mark “OLD CHARTER” as 
against the claim of a third party , namely Continental 
Distilling Corporation, which was in no way related to 
Wright & Taylor or any of plaintiff-appellee’s other 
claimed predecessors. 
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Appellant’s Reply to Appellee’s Contention That “Bem¬ 
heim’s Registration Was Not Illegal or Fraudulent” 

At pages 23-31, plaintiff-appellee’s Brief argues that 
Bemheim’s registration on “OLD CHARTER” was not 
illegal or fraudulent and also that this issue can be raised 
only in a suit filed by the Government. 

As pointed out above (see pages 4 and 5) Bemheim’s 
transfer of the 1600 barrels of whiskey acquired from 
Wright & Taylor Distilling Company was not a trade¬ 
mark use because the barrels were all ^branded, and, 
moreover, amount merely to a disposal of the entire 
physical assets acquired by Bemheim. 

Plaintiff-appellee’s attempt to vitiate the force of 
the stipulation as to Bemheim’s non-use [App. 108] is 
certainly against the spirit and intent of the agreement 
entered into in open Court. Thus, the stipulation states 
clearly and explicitly: 

“That the Bemheim Distilling Company, a Kentucky 

corporation, never used the trade-mark ‘Old Char¬ 
ter’;” 

There is no limitation to “new whiskey” as plaintiff- 
appellee’s Brief states. 

It is obvious, moreover, that this stipulation, entered 
into in open Court, would supersede any testimony to the 
contrary during the Patent Office depositions, even if there 
were any contradictory testimony (which is not the case). 

Plaintiff-appellee’s reference to the Patent Office testi¬ 
mony as having been received without objection is simi¬ 
larly irrelevant because, as correctly stated by the District 
Court [App. 58] “anything that was before the Patent 
Office is admissible before me.” 

Clearly, the stipulation goes to a question of fact and 
not a question of law. 

The burden was not on Continental to prove that 
Bemheim did not affix an “OLD CHARTER” label to 
the barreled whiskey and, instead, it was up to plaintiff 
to establish its case by affirmatively proving Bemheim’s 
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use of “OLD CHARTER”, which, of course, was not 
done. 

It may be conceded for purposes of argument that 
Bemheim “had the right to print bottle labels, in antici¬ 
pation of its bottling permit” (which it never applied for 
or received) but it did not have the right falsely to allege 
in its application for registration that these labels had 
actually been used by it in commerce among the several 
States. 

There is no merit whatever in plaintiff-appellee’s con¬ 
tention that Bemheim could rely on use by its predecessors 
without having made any use of its own. Where the words 
of the statute require a present use of the mark by the 
applicant itself as a prerequisite to registration, the 
statute must be adhered to and cannot be circumvented 
by a specious argument that the present-use to which 
Bemheim swore was actually a past-use by another cor¬ 
poration, some time ago, under labels different from those 
submitted with Bemheim’s application. 

The Henderson case cited at page 24 of plaintiff- 
appellee’s Brief merely stands for the proposition that 
the “exclusive use” specified by the statute contemplates 
use by a bona fide predecessor-in-title as well as by the 
applicant himself. The case does not in any way sanction 
plaintiff-appellee’s claim that an applicant for registration 
can dispense with present use of the trade-mark as re¬ 
quired by the statute, by contending that the mark was 
used some time ago by an alleged predecessor. If this 
procedure were permitted, it is apparent that anyone could 
re-register any number of marks covered by old expired 
registrations by simply getting quit-claim assignments and 
filing applications without even taking the trouble to make 
as much as a single sale. 

Obviously, the statute and the Patent Office Rules were 
drafted to prevent such spurious registrations by requir¬ 
ing the applicant to state, under oath, that the trade-mark 
“is used by him” and that specimens show the trade-mark 
“as actually used upon the goods.” 

In the Selchow & Righter Co. case discussed at pages 
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24-25 of plaintiff-appellee’s Brief, the Court held that, 
under the circumstances there present, it could not be said 
that the registration questioned “was fraudulently ob¬ 
tained”. In that case, plaintiff relied upon a registration, 
under which it was exclusive licensee from the registrant 
(both licensor and licensee having the same stockholders), 
and the Court held that the existence of this license did 
not render fraudulent the statement in the written declara¬ 
tion that “no other person, firm, corporation, or associa¬ 
tion, to the best of the applicant’s knowledge and belief, 
has the right to use such trade-mark”. 

In other words, the Court interpreted the above- 
quoted provision as referring to an adverse use and not 
to a use owned by a company having the same stockhold¬ 
ers. The opinion does not touch upon the question of 
whether the registrant-licensor had itself used the mark 
prior to the filing of the application for registration. 

Accordingly, the Selchow & Righter case cannot be 
considered as authorizing the filing of an application for 
registration by one who has himself (as distinguished from 
purported assignors or licensees) never made any use 
whatever of the trade-mark. 

Hence, the controlling authorities are the decisions 
discussed at pages 25-29 of our main Brief to the effect 
that an applicant cannot dispense with actual personal use 
of the trade-mark (as distinguished from use by some pur¬ 
ported assignor or the like). 

Even in its interpretation of the “right to use” 
clause, the Selchow & Right er case appears to be in direct 
conflict with the decision of this Court in Mcllhenny’s Son 
v. New Iberia etc. Co. 34 App. D.C. 430, 153 O.G. 547, 548, 
as well as the decision in Penetrene Corp. v. Plough 128 
F.2d 591, 595-6 (CCPA) (as discussed at pages 26-29 of 
our main Brief) wherein registrations were held invalid 
because it appeared that the registrant did not have the 
exclusive right to use the mark at the time it applied for 
its registration. 

The Macaulay case discussed at pages 25-26 of plain¬ 
tiff-appellee’s Brief merely holds that priority of adop- 
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tion, as between two trade-mark interferants, is deter¬ 
mined by the date of first use, regardless of whether such 
use was in interstate or intrastate commerce. The opin¬ 
ion goes on to point out that an interstate use prior to 
the filing of the application must be shown, but that such 
interstate use need not necessarily be ahead of the first 
use by the other party. The decision does not in any way 
consider the point here involved, namely the requirement 
that the applicant himself must be using the mark in com¬ 
merce at the time he files his application for registration. 

Plaintiff-appellee’s interpretation of the Macaulay 
decision is faulty because it goes on the assumption that 
the requirements discussed in the opinion are the sole 
requirements which must be met in order to have a valid 
registration. Obviously, the Court was simply answering 
the arguments presented to it (as to whether the first use 
must be an interstate use) and was not attempting to con¬ 
sider every requirement enumerated in the Trade-Mark 
Act of February 20,1905. 

Plaintiff-appellee’s interpretation, at pages 26-27 of 
its Brief, of Sections 1 and 2 of the Trade-Mark Act of 
February 20, 1905, as not requiring use by the assignee 
following an assignment, is likewise faulty. Thus, Sec¬ 
tion 1 refers to the 4 4 owner of a trade-mark used in com¬ 
merce”, which obviously refers to a then-present use and 
cannot be interpreted (as plaintiff-appellee contends) as 
the equivalent of use 44 at any time prior to” the filing date 
of the 44 OLD CHARTER” registration. 

Section 1 also requires a statement of the mode in 
which the same is applied and affixed to goods, and the 
length of time during which the trade-mark has been used. 
Here is a clear distinction between the present tense 44 is” 
and the perfect tense 44 has been” (indicating continuity 
from the past to the present). If Congress had intended 
to broaden the use to any time in the past it would have 
employed the expression “has been applied” and not 44 is 
applied”. 
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Likewise, the use of the expression “trade-mark is 
used in commerce”, in Section 2, requires a present use 
“and not a past use”. 

Plaintiff-appellee’s argument seeks to make a point 
of the fact that the statute does not explicitly refer to the 
use being that of the applicant. However, this is a neces¬ 
sary implication because it is fundamental that trade-mark 
rights can be created only by adoption and use and that 
adoption and use of a mark by one company does not give 
rise to ownership and the right to register by another 
company, and Rule 19 (set on Appendix-page 5a of our 
main Brief) expressly says that the use must be that of 
the one claiming to be the owner, i. e. the applicant. 

Indeed, plaintiff-appellee’s argument is directly re¬ 
futed in the very recent case of Mystic Foam Corp. v. 
Magic Foam Sales Corp. 82 USPQ 375, 376 (Com’r). In 
this case, it -was held that when the proceeding was insti¬ 
tuted in the Patent Office, namely on May 26, 1947 (which 
was some five months after the execution of a purported 
December 20,1946 assignment) Mystic Foam Corp had not 
acquired title to the mark because, at that time, it had not 
made any use of the mark itself and because its alleged 
predecessor continued to operate his business under the 
mark as theretofore. 

The facts in the Mystic Foam Corp. case are four¬ 
square with the facts at bar. Thus, in the case at bar, 
when Bemheim Distilling Company filed its application 
for registration of “OLD CHARTER” on October 27, 
1934, it had itself never made any use whatever of the 
mark “OLD CHARTER”. On October 27, 1934, Wright 
& Taylor, the original Kentucky corporation, was then 
engaged in liquidating its remaining stock of “OLD 
CHARTER” whiskey (following the cancellation, earlier 
in 1934, of the July 18, 1933 deal with Burns, as a result 
of which Wright & Taylor took back 17,000 cases of “OLD 
CHARTER” whiskey) in exactly the same way as it had 
been doing during prohibition prior to July 18, 1933. 

In Appendix 3 hereto, there is set forth an excerpt 
from the opinion in the Mystic Foam Corp. case, which 
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the Court is respectfully invited to consider, since the 
language is closely relevant to the facts at bar. 

It is perfectly obvious that the Patent Office would 
have refused to grant Bernheim Distilling Company a 
registration if the specimen labels submitted had been 
those originally employed by Wright & Taylor, on which 
the latter’s name was given as proprietor. If such labels 
had been submitted, the Patent Office would have required 
an explanation of the discrepancy in company names and, 
if Bernheim had then argued that it had acquired the 
trade-mark by assignment, the Patent Office would have 
required a further showing that Bernheim was itself then 
using Wright & Taylor’s original “OLD CHAPTER” 
label. Indeed, the Patent Office would, under such cir¬ 
cumstances, undoubtedly have rejected the application on 
the ground that the mark was being used deceptively, as 
falsely indicating that the goods were the goods of Wright 
& Taylor rather than the goods of Bernheim Dist illin g 
Company. 

In an obvious attempt to avoid these objections, Bem- 
heim Distilling Company printed up new labels with its 
own name appearing thereon and, in a sworn Declaration, 
falsely stated that these labels, with Bernheim’s name, 
were being used. 

In view of the stipulation that Bernheim never used 
these labels, it necessarily follows that Bernheim’s state¬ 
ment was fraudulent and that Registration No. 321,823 is 
invalid. Thus, any discussion of the question of whether 
Bernheim would have had the right to register “OLD 
CHARTER” on the basis of Wright & Taylor’s earlier 
use of the mark, with its own (Wright & Taylor’s) labels, 
is purely academic and irrelevant. 

Plaintiff-appellee’s interpretation, at page 27 of its 
Brief, of Section 13 of the Trade-Mark Act of February 
20, 1905 (to the effect that a registration cannot be can¬ 
celled for non-use by the registrant) is untenable. As 
pointed out at pages 26-29 of our main Brief, this Court 
and other Courts have held that any ground which consti¬ 
tutes a basis for sustaining an opposition under Section 6 
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of the Trade-Mark Act of February 20, 1905 (15 USC 86) 
can be invoked in a cancellation proceeding under Section 
13 of the Act (15 USC 93). 

The Standard Brewery Company case, cited at pages 
27-28 of plaintiff-appellee’s Brief,, is not in point because 
it simply held that the petitioner for cancellation had 
failed to allege priority and therefore had not shown itself 
to be “damaged’’ so as to authorize it to maintain the 
proceedings. 

Plaintiff-appellee’s statement, at page 28 of its Brief, 
that a registration on a technical trade-mark illegally 
issued cannot be cancelled “unless the petitioner can 
prove exclusive common law title” is incorrect. 

Thus, it is fundamental that the rights of third parties 
are wholly irrelevant in opposition or cancellation pro¬ 
ceedings and that, in order to prevail, a petitioner for 
cancellation or an opposer need merely show that he is 
likely to be “damaged” or ‘injured” by the registration 
sought to be cancelled or by the application opposed. 
Falls v. Scholl Mfg. Co. 90 F.2d 499, 501 (CCPA). 

Indeed, the Canterbury case, cited at page 28 of plain¬ 
tiff-appellee’s Brief, goes directly contrary to the proposi¬ 
tion for which it is asserted. In the Canterbury case, this 
Court sustained a petition for cancellation where it ap¬ 
peared that the registrant’s mark would be likely to cause 
confusion in view of petitioner’s mark. The registrant 
contended that petitioner had no standing because “others 
engaged in the same line of business are using signs as 
trade-marks.”. This Court specifically rejected the sug¬ 
gestion stating that 

“As against the petitioner, the registrant has not an 

exclusive right to the mark.”. 

In other words, it is plaintiff-appellee, as registrant-re¬ 
spondent, which must establish its exclusive right to use 
“OLD CHARTER” and it is not incumbent upon defend¬ 
ant-appellant as petitioner to “prove exclusive common 
law title” to “CHARTER OAK”. 
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The Brooks case, cited at page 29 in plaintiff- 
appellee’s Brief, holds that, in a petition for cancellation 
against a registration issued under the 10-year proviso of 
the Act of February 20, 1905, petitioner need not allege 
that he himself was using the mark adversely to the regis¬ 
trant during the critical 10-year period. The Standard 
Brewery case which is distinguished in the Brooks opin¬ 
ion simply held that a petitioner for cancellation of a 
registration not issued under the 10-year proviso must 
allege priority in order to show “damage”. 

In the case at bar, defendant-appellant relied on its 
prior and subsisting “CHARTER OAK” Registration No. 
311,038 which constitutes evidence of defendant-appel¬ 
lant’s ownership and use of the trade-mark and from 
which it must be presumed, in the absence of evidence to 
the contrary, that the existence of the junior Registration 
No. 321,823 on “OLD CHARTER” is likely to “damage” 
defendant-appellant. See American Cyanamid Co. v. 
Synthetic Nitrogen Products Cory. 58 F.2d 834, 835 
(CCPA). 

Hence, there is no force whatever to plaintiff-appel¬ 
lee’s argument that defendant-appellant was under some 
obligation to establish common law ownership of its trade¬ 
mark in order to prevail in this proceeding. 

It is also significant to note that, in the Brooks case 
relied on by plaintiff-appellee, the Commissioner made the 
statement: 

“manifestly one who is qualified to oppose a registra¬ 
tion may seek its cancellation.” (70 USPQ 425) 

This further emphasizes the fact that oppositions and 
cancellations are substantially identical and that any 
ground which is a basis for sustaining an opposition is 
also a ground for sustaining a cancellation, so that there 
is no force to plaintiff-appellee’s argument that cancella¬ 
tion proceedings are limited only to an inquiry into the 
registrant’s “right to use”. 

The Magic Curler Co. case, cited at page 30 of plain¬ 
tiff-appellee’s Brief, correctly states that a registration 
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can be cancelled if the registrant did not have the right 
to the exclusive use of the registered mark. However, 
the case nowhere states that this is the sole ground for 
cancellation and it is evident from a reading of the opin¬ 
ion that the decision gives a liberal interpretation to the 
grounds for cancellation, in contradistinction to plaintiff- 
appellee’s contention that the cancellation section of the 
statute must be narrowly construed. Thus, the opinion 
states: 

“In the face of these reasons the meaning which the 
statute appears to have when construed strictly in ac¬ 
cordance with the exact definitions of the words used 
is believed to be accidental and not controlling.” 
(1907 C.D. 165) 

The Simmons case cited at page 30 of plaintiff-appel¬ 
lee’s Brief for the proposition that defendant-appellant 
“cannot complain of Bernheim’s reliance on the use of its 
predecessors . . . because Continental has not been 
injured” is not in point. Thus, the Simmons case was an 
action for trade-mark infringement wherein plaintiff itself 
(as distinguished from its predecessors) had adopted the 
mark in question in 1935, some three years ahead of 
defendants’ 1938 first-use date. In its application for 
registration, plaintiff had alleged a first-use date of 1914, 
in reliance upon earlier use by predecessors. Since plain¬ 
tiff was entitled to prevail on its own 1935 first-use date 
and without reliance upon prior use by its predecessors, 
the Court correctly held that plaintiff’s common law rights 
in the mark were not affected and that defendants were 
not injured by the alleged misstatement The Court was 
also careful to point out that 

“nor have the defendants filed any petition to cancel 
the plaintiff’s registration.” (57 F.Supp. 994) 


From the foregoing, it is obvious that the Simmons 
case is inapplicable in the case at bar which is brought 
under Section 4915 of the Revised Statutes (35 USC 63) 
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and arises out of a petition for cancellation of the “OLD 
CHARTER” registration and wherein plaintiff-appellee 
must rely on use by Bernheim’s alleged predecessors and 
wherein the Court, under the authorities cited at page 30 
of our main Brief, must consider all questions going to the 
validity of the “OLD CHARTER” registration. 

At page 30 of its Brief, plaintiff-appellee refers to 
Continental’s alleged “ignoring” of Patent Office Rule 58. 
It is pointed out, however, that Rule 58 was set out in 
full at page 7a of our main Brief and that the Rule is 
substantially identical with the third sentence of Section 13 
of the Trade-Mark Act of February 20,1905 (15 U.S.C. 93) 
which is quoted at page 3a of our main Brief and which is 
discussed at length at pages 26-29 thereof. Under these 
authorities, it is clear that any ground for refusing regis¬ 
tration in opposition proceedings is likewise available in 
cancellation proceedings. 

The decisions* cited at page 30 of plaintiff-appellee’s 
Brief to the effect that the Patent Office rules cannot be 
inconsistent with law are inapplicable because the various 
rules requiring present use by an applicant for registra¬ 
tion of a trade-mark are not in any way inconsistent with 
the provisions of the statute, as discussed at pages 24-29 of 
our main Brief. 

The statement from the Heller case, as quoted at page 
31 of plaintiff-appellee’s Brief (to the effect that a Patent 
Office rule has no bearing upon the validity of an issued 
patent) was purely dictum, the Court stating that “we 
deem it unnecessary to pass upon” the validity of the rule 
and that the rule “has not been here relied upon by de¬ 
fendant.” (297 Fed. 43). Moreover, the HeUer case was 
an infringement suit whereas the present case is an action 
under Section 4915 of the Revised Statutes (25 U.S.C. 63) 
under which, as pointed out above, the Court must consider 
all questions going to the propriety of the issuance of the 
registration. 

The statement at page 31 of plaintiff-appellee’s Brief 
to the effect that the Commissioner has no authority to 


* namely, the Kaisling case and the U. S. v. Allen case 
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cancel a registration for fraud or illegality is not sup¬ 
ported by any statement in either the Macaulay case or 
the Standard Co. case. As pointed out above, the Com¬ 
missioner’s right to cancel a registration upon the peti¬ 
tion of one who deems himself injured thereby is co-exten- 
sive with his right to refuse registration in the first 
instance (see the discussion at pages 24-29 of our main 
Brief). 

The fact that the patent statutes do not provide for 
cancellation of an issued patent except in a suit instituted 
by the Government is wholly irrelevant because the trade¬ 
mark statute does specifically provide for cancellation. 

Moreover, the Commissioner directed cancellation of 
the “OLD CHARTER” registration primarily on the 
basis of an award of priority to Continental, as to which 
there can be no question of his authority. The present 
action was instituted by plaintiff-appellee to enjoin such 
cancellation. As pointed out at pages 33-34 of our main 
Brief, Section 21 of the Trade-Mark Act of February 20, 
1905 (15 U.S.C. 101) specifically provides that: 

“No action or suit shall be maintained under the pro¬ 
visions of this subdivision of this chapter . . . 

upon any certificate of registration fraudulently ob¬ 
tained.”. 

Thus, if the Court finds that the “OLD C HAR TER” 
registration was fraudulently obtained by Bernheim, (as, 
in effect, stipulated to by plaintiff-appellee) it need only 
direct the dismissal of the Complaint, whereupon the Com¬ 
missioner is free to cancel the “OLD CHARTER” regis¬ 
tration upon his award of priority to Continental. 

Appellant’s Reply to Appellee’s Contention That “Conti¬ 
nental Has Waived Every Issue, Save the Validity 
of Conveyances of July, October and December, 1933, 
and the Issue of Jurisdiction” 

At pages 31-33 of its Brief, plaintiff-appellee argues 
that Continental has waived various defenses and objec- 
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tions. This argument has been fully discussed hereinabove, 
at page 15-16. 

The Carter and Trounstine cases cited at page 32 of 
plaintiff-appellee’s Brief are clearly not applicable on the 
facts;—the first involving a receivership proceeding and 
the second an accounting action. 

The Buono case cited at the same page of plaintiff- 
appellee’s Brief is likewise inapplicable because there, the 
inadvertent use of the term “patented” on a single 
machine manufactured after allowance of claims though 
prior to the issuance of the patent was held too trivial to 
permit the infringer to evade liability. The Court pointed 
out that, even if deliberate, a specific statutory provision 
governed suits for false patent marking. This provision 
does not apply to trade-mark registrations and hence there 
is no analogy between the facts in the Buono case and 
those in the case at bar. 

Appellant’s Reply to Appellee’s Contention That t( 'Since 

the Commissioner has not Taken an Appeal, the 

Judgment Binds Him” 

On pages 33-34 of its Brief, plaintiff-appellee con¬ 
tends that, since the Commissioner of Patents has not 
taken an appeal from the original judgment, it is binding 
upon him. 

The Swofford case cited by plaintiff-appellee is not 
in point because the quoted statement refers to an appeal 
in an entirely different suit involving other parties. The 
Court’s decision was based on the ground that Inter¬ 
national Co. was bound by the Compensation Commission’s 
order against it since it had not taken any appeal from the 
order and that International Co. could not rely upon the 
reversing decision on the appeal by another and wholly 
unrelated company in an entirely different action. 

Obviously, the ruling in the Swofford case is inap¬ 
plicable in the case at bar where the Commissioner of 
Patents was an original party defendant and is still before 
the Court, as an appellee on the present appeal. 
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The Smith case which is cited at page 34 of the 
plaintiff-appellee’s Brief merely holds that one who was 
not an original party to an action in the District Court 
cannot be brought in by the Court of Appeals either as 
an appellant or as an appellee. 

At page 34 plaintiff-appellee’s Brief cited the James 
Dickinson Co. case for the proposition that if the Court 
finds that there is no personal jurisdiction as to Con¬ 
tinental (which assuredly is the case) this action should 
be dismissed, on this ground alone, only as to Continental. 
In other words, plaintiff-appellee is asking this Court to 
dismiss the action as to Continental for lack of jurisdic¬ 
tion but to direct entry of a final judgment against the 
Commissioner of Patents alone which would restrain him 
from cancelling the “OLD CHARTER” registration. 

It is submitted, however, that plaintiff-appellee’s 
position is entirely inconsistent with the position it has 
heretofore taken in filing a complaint against Continental 
Distilling Corporation alone in the District of Delaware, 
wherein it seeks the same relief as is sought in the case 
at bar. 

By filing this Delaware suit, plaintiff-appellee has 
gone on record to the effect that if valid jurisdiction could 
not be acquired over Continental in the District of Colum¬ 
bia, then the issues, as between Old Charter Distillery Co., 
Inc. and Continental Distilling Corporation should be ad¬ 
judicated in the District of Delaware (wherein Continental 
concedes venue and subject-matter jurisdiction). 

It is respectfully submitted that this Court should 
rule that the District Court did not have jurisdiction over 
Continental and should direct dismissal of the Complaint 
action in its entirety so that the entire issue can be adjudi¬ 
cated in the Delaware action. 

Appellant’s Answer to Appellee’s “Reply to Continental’s 

Brief” 

Plaintiff-appellee’s “Reply to Continental’s Brief” 
(as set forth at pages 34-37 of its Brief), is limited to a 
cursory attempt to distinguish a handful of the many 
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authorities discussed in our main Brief. The statement 
that “Continental has not cited a single cancellation case 
in which a technical trade-mark was involved and the 
issue was priority and exclusive ownership between the 
parties” is at variance with the fact. 

Thus the U. S. Ozone Company case which is discussed 
at pages 23-24 and 50-51 of our main Brief was a can¬ 
cellation which involved a technical trade-mark wherein 
the issue was priority and exclusive ownership between 
the parties. 

The DeSanno case cited at pages 24 and 51 of our 
main Brief likewise was a cancellation proceeding in¬ 
volving a technical trade-mark wherein the issue was 
priority and exclusive ownership as between the parties. 

There is no need here again to discuss the many other 
authorities cited in our main Brief which involved cancella¬ 
tion proceedings or in which technical trade-marks and 
the issue of priority and exclusive ownership were in¬ 
volved, since plaintiff-appellee’s attempted basis for dis¬ 
tinction of these authorities is obviously without merit. 

Thus, it is well settled that the same principles are 
applied in cancellation proceedings as are applied in 
opposition and interference proceedings (see the discus¬ 
sion at pages 26-29 of our main Brief). 

Indeed, the only basis upon which plaintiff-appellee 
has any standing in this Court is the rule laid down in the 
Robertson case (relied on by appellee at page 13 of its 
Brief) that cancellations are similar to interferences and 
oppositions. How, then, can plaintiff-appellee be heard to 
argue that defendant-appellant’s authorities are not in 
point because they involve oppositions or interferences 
rather than cancellations. 

Plaintiff-appellee r s own Brief indiscriminately cites 
decision in oppositions and interferences as well as deci¬ 
sions in cancellations and hence belies its own argument 
on this point. 

Attention is also respectfully called to the decision in 
American Cyanamid Co. v. Synthetic Nitrogen Products 
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Corp., 58 F.2d 834, 835 (CCPA) wherein the Court (in a 
cancellation proceeding involving a technical trade-mark, 
wherein the issue was priority and exclusive ownership 
between the parties) made the folowing pertinent state¬ 
ments : 

*‘This court, in considering such cancellation proceed¬ 
ings as have come before it, has applied similar rules 
of construction as are applied in opposition proceed¬ 
ings. (citing cases) 

“So similar in character is the nature of the proceed¬ 
ings that we have held that an issue which was or 
might have been raised and determined in an opposi¬ 
tion proceeding constitutes res adjudicata in a 
subsequent cancellation proceeding, (citing cases)” 

Plaintiff-appellee’s statement, at page 34 of its Brief, 
that the Revere Paint Co. case involved “a mere vendee of 
the trade-mark articles” is incorrect. Revere Paint Co., 
in that case, claimed to own the trade-mark “20th 
CENTURY” and relied on labels wherein its corporate 
name appeared with the trade-mark (just, as in the case 
at bar, reliance is placed on “OLD CHARTER” labels 
bearing the name “Old Charter Distillery Co., Inc.”; see 
respondent’s exhibits 60, 61 and 62 [App. 706, 708, 709]); 
—Revere Paint Co. claiming to be the owner and user of 
the trade-mark. The basis for the decision in that case 
was a ruling by the Court that, while Revere Paint Co.’s 
name appeared on the labels, the sales were actually made 
by a separate and distinct corporation (owned and con¬ 
trolled commonly with Revere Paint Co.) and that, there¬ 
fore, Revere Paint Co. could not be considered the 
“owner” of the trade-mark within the meaning of the 
trade-mark laws. Since plaintiff-appellee has stipulated, 
in open court, that it does not transact any business what¬ 
ever and that all sales of “OLD CHARTER” whiskey 
are, and have always been, made by other subsidiaries of 
Schenley’s Distillers Corporation, it necessarily follows 
that the decision in the Revere Paint Co. case is fully 
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applicable herein;—the facts being four-square with those 
at bar. 

At page 35 of its Brief, plaintiff-appellee attempts to 
distinguish the Kelly Liquor Co. case by the arbitrary 
statement that “It is not general law and does not apply 
to a ‘4915’ case.”. However, it is submitted that, here 
again, the facts are virtually four-square with those at 
bar (see discussion at pages 39, 50 and 14a of our main 
Brief) and that the decision is entitled to considerable 
weight in any court proceeding growing out of a trade¬ 
mark cancellation or opposition or interference. 

The attempt, at page 35 of plaintiff-appellee’s Brief 
to distinguish the Motlow case is clearly inadequate. Thus, 
the Motlow case is cited, at pages 25-26 of our main Brief, 
only for the proposition that admitted non-use at the time 
of filing an application for registration prevents the 
issuance of a valid registration even though the non-use 
is occasioned by the existence of national prohibition. The 
exact language of the Court on this point is as follows: 

“we are of opinion that, regardless of appellant’s 
legal ownership of the mark, which we do not ques¬ 
tion, in order to secure registration of the same he 
must have been using the same in interstate commerce 
at, or shortly prior to the filing date of his applica¬ 
tion. % 2 of the Trade-Mark Act of February 20, 
1905 (as amended [15 U.S.C.A. § 82]), requires an 
applicant to declare at the time of filing his applica¬ 
tion ‘that such trade-mark is used in commerce among 
the several states,’ etc. It will be noted that the pres¬ 
ent tense is used, and not words ‘has been used’.” 
(88 F.2d 733) 

From the foregoing, it is perfectly clear that the 
Court in the Motlow case, specifically interpreted the 
Trade-Mark Act of February 20, 1905 as requiring a 
present use by applicant himself in order to have a valid 
registration. 

Hence, the statement at page 35 of plaintiff-appellee’s 
Brief that “In view of the active continuous skies of 
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‘OLD CHARTER’ since 1874, this decision does not 
apply.” is obviously a “non-sequitur” since Bemheim 
Distilling Company which obtained the “OLD CHARTER” 
registration admittedly never used the mark “OLD 
CHARTER” itself at any time. 

Plaintiff-appellee, at pages 35-36 of its Brief, at¬ 
tempts to distinguish the Model Brassiere Co. case (which 
was relied on at pages 27-28 of our main Brief for the 
proposition that any ground which can be relied on in an 
opposition or an interference is also available in a can¬ 
cellation) by the statement that the mark there involved 
was descriptive and that petitioner, in that case, did not 
claim title to the mark and that “a different rule ap¬ 
plied where the issue is the exclusive ownership of a 
technical mark.”. Having made this arbitrary statement, 
plaintiff-appellee fails to give any authority whatever for 
it and it is perfectly obvious that the statement does not 
hold water. 

Under the many authorities cited by us, the same 
grounds for relief are available in cancellation proceed¬ 
ings as are available in opposition and interference pro¬ 
ceedings and the nature of the mark in question cannot 
alter the principles governing pleading and practice. 

The same reasoning is applicable to plaintiff-appel¬ 
lee’s attempt to distinguish (at page 36 of its Brief) the 
Penetrene Corp. case, by the statement that the decision 
in that case was based upon a finding that both parties 
have the right to use their respective marks at the time 
the registrations were applied for. 

Plaintiff-appellee’s attempt, at page 36 of its Brief, 
to distinguish the Old Joe Distilling case is limited to the 
statement that Old Joe’s predecessor was dissolved and 
the purchaser of the assets of the dissolved corporation 
did not acquire the good will. How any such statement 
can distinguish a case as close on the facts as the Old 
Joe Distilling Co. case (see pages 8a-9a of our main Brief) 
we cannot see. Certainly there is a far greater presump¬ 
tion of “abandonment” where the alleged assignor re¬ 
mains in business selling the same goods, to the same 
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customers, under the same mark (as did Wright & Taylor 
in the case at bar) than is the case where the alleged 
assignor went out of business at the same time that the 
purported assignment took place. 

CONCLUSION 

Plaintiff-appellee’s Brief follows the tactics adopted 
by it during the course of the trial (which obviously cre¬ 
ated a false impression upon the trial judge) of claiming 
to be the legitimate successor to a long established 
and well known pre-prohibition whiskey business (the 
original Wright & Taylor being a stranger to appellee, 
and appellant’s adoption of “CHARTER OAK” not being 
in issue). 

By this strategy plaintiff-appellee’s counsel succeeded 
in diverting the trial judge’s attention from the many 
fatal shortcomings and defects of its alleged chain of 
title so that the Court was misled into stating that “The 
equities are strongly with the plaintiff.” [App. 27] 

Indeed, as pointed out in our main Brief (pp. 75-6), 
the trial Court was so completely misled as to the facts 
that its oral opinion (rendered directly upon the conclu¬ 
sion of the trial) is replete with statements [App. 26-27] 
that non-use by plaintiff-appellee’s alleged predecessor 
lasted for only a few months, whereas, actually, the first 
bona fide use of “OLD CHARTER” claimed by any 
alleged assignee following the purported assignment of 
July 18, 1933, took place in June, 1937. 

If “equities” have any place in the decision of this 
controversy, it is respectfully submitted that they are most 
strongly with defendant-appellant which adopted the mark 
“CHARTER OAK” in October of 1933 at a time when 
the original 1909 registration on “OLD CHARTER” had 
expired (in 1929) and at a time when the “OLD 
CHARTER” mark was nothing more than one of a list of 
twenty inactive trade-marks which, at best, had been trans¬ 
ferred “in gross” for no bona fide consideration to Wright 
& Taylor Distilling Corporation (which admittedly never 


so 
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made any use whatever of any of its alleged trade-marks 
and which, indeed, never engaged in business of any kind) 
and at a time when a careful search by defendant- 
appellant’s patent attorney through the Patent Office rec¬ 
ords and the records of the Secretaries of State of all 
the States had failed to reveal any existing registration 
of “Old Charter” or of any mark which might be consid¬ 
ered as conflicting with “CHARTER OAK” and at a time 
when defendant-appellant was, accordingly, fully justified 
in assuming that it was free to adopt and use the mark 
“CHARTER OAK”. 

It is through a series of stock promoters and get-rich- 
quick manipulators that plaintiff-appellee claims owner¬ 
ship to the mark “OLD CHARTER” and there is not a 
shred of credible evidence to support the claim that 
plaintiff-appellee is the bona fide successor to the estab¬ 
lished pre-prohibition whiskey business of Wright & Taylor 
such as entitles it to any favored consideration by this 
Court under the principles of equity. 

As pointed out in the very recent case of Speed 
Products Co. v. Tinnennan Products , F.2d , 

83 USPQ 490, 492 (CA-2, decided Dec. 14, 1949), the 
fact-findings of the District Court in an action under 
R.S. 4915, are not binding upon the appellate court and, 
instead, the contrary findings of the Patent Office are en¬ 
titled to great weight. 

It is, therefore, respectfully submitted that the con¬ 
current finding of the two Patent Office tribunals should 
be affirmed and the judgment of the District Court re¬ 
versed and the Complaint dismissed. 

Respectfully submitted, 

Leonard L. Kalish 
Attorney for appellant 

J. Maurice Gray 

Of Counsel. 
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APPENDIX 3 
Excerpt from Opinion 

Mystic Foam Corp. v. Magic Foam Sales Corp. 

82 IJSPQ 375, 376 (Com’r) decided September 1,1949 

“The applicant’s application was filed on September 
7, 1945, claiming use since January 1, 1932. While op- 
poser questions applicant’s proof as to use of that date, 
there is no question but that applicant used the mark 
upon the goods here involved at least as early as 1933. 
This was prior to any use claimed by opposer itself, but 
subsequent to the date of the Wilkes’ registration. There¬ 
fore unless the opposer properly succeeded to the rights 
of Wilkes under the registration above referred to, the 
opposition was properly dismissed. 

“That registration was assigned to opposer by an 
instrument in writing on December 20, 1946. On August 
21, 1947, Wilkes executed a second assignment to opposer 
which is stated to have supplemented the original assign¬ 
ment by correcting a typographical error therein. The 
circumstances surrounding these assignments and the ac¬ 
tions of Wilkes and the opposer in pursuance thereof are 
the subject of testimony submitted on behalf of each of 
the parties which will not be considered at length. It is 
apparent and is conceded by the opposer, that subsequent 
to the first assignment Wilkes continued to use the mark 
and continued to operate his business without change until 
sometime in September, 1947. About September, 1947, op¬ 
poser began to use the mark to some extent. So far as 
appears Wilkes did not thereafter use the mark, but ap¬ 
parently did continue to sell the same product, without 
the mark, although on an extremely limited scale. It is 
also clear that opposer took over no labels, formulas, or 
good will from Wilkes, and that its operations were en¬ 
tirely independent of any business he had carried on. 
The exact basis of the continuance of Wilkes’ business 
under the mark after the actual assignment is not clear, 
but it is admitted that there was a collateral agreement 
between opposer and Wilkes in addition to the formal 
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assignment of the registration recorded in the Patent 
Office. As to this, the opposer’s brief states: 

‘The exact legal nature of the proposed agreement is 
in doubt from the record and equally immaterial whether 
it may have been license, agency, or as seems more likely 
mere accommodation on the part of Wilkes. That Wilkes 
was not enthusiastic about continuing the business is indi¬ 
cated from an agreement executed January 31, 1947, by 
Wilkes, including his reservation that he should not be 
obliged to continue for a longer period than one year/ 

“This opposition was filed on May 26, 1947. At that 
time opposer had not made any use of the mark and 
Wilkes was continuing to operate his business under the 
mark as theretofore. It is therefore clear that at the time 
of filing this notice of opposition, opposer had not acquired 
title to the mark; that Wilkes was continuing to use it as 
he always had; and that the assignment which was then 
of record with the typographical error included was a 
naked transfer intended only to give opposer apparent 
record title in the registration. I agree with the conclu¬ 
sion of the Examiner of Interferences that: 

‘Manifestly, . . . the opposer did not take over the 
business developed by Wilkes in connection with that mark, 
and the assignment relied on by the opposer hence in¬ 
volved a mere transfer in gross of the mark, amounting to 
an abandonment thereof by Wilkes, and conveying noth¬ 
ing to opposer’/’ 
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Mock & Blum 
10 East 40th Street 
New York 16, N. Y. 

January 4, 1950. 

Honorable Commissioner of Patents 
Washington 25, 

D. C. 

Re: Continental Distilling Corporation v. Old 
Charter Distillery Co. Inc. and Lawrence C. 
Kingsland, Commissioner of Patents, 

Appeal No. 10,031 

Sir: 

We are advised that the hearing in the appeal in the 
above case will be heard on or about January 24,1950. 

We note that the Commissioner took no appeal from 
the judgment of the District Court. 

In order to preserve the rights of our client in the 
above matter, please note that it is our position that the 
Commissioner is not a party to the above appeal and 
that counsel for the Commissioner has no right to argue 
the issues presented on said appeal on behalf of the Com¬ 
missioner. 

It is our position that since the Commissioner failed to 
take any appeal, he is bound by the judgment of the Dis¬ 
trict Court. 

A copy of this letter is being sent to counsel for Conti¬ 
nental Distilling Corporation. 

Respectfully, 

Asher Blum 

AB:DD 

cc to Leonard L. Kalish, Esq. 
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IN THE 

United States Court of Appeals 

Foe the District of Columbia Circuit. 


Appeal No. 10,131. 

i 

CONTINENTAL DISTILLING CORPORATION, 

defendant-appellant, 

v. 

OLD CHARTER DISTILLERY CO., INC., 

plaintiff ^appellee, 

and 

LAWRENCE C. KINGSLAND, Commissioner of Patents. 

defendant-appellee. 


JURISDICTIONAL STATEMENT 

Plaintiff-appellee’s complaint [App. 2-7] 1 alleges, in 
paragraph 4, that the District Court has jurisdiction over 
this action “under the provisions of the Trade-Mark Act 
of February 20, 1905, as amended, under U. S. Code, Title 
35, Sec. 63 and under U. S. Code, Title 35, Sec. 72a.”. This 
allegation of jurisdiction is denied in the answer [App. 11- 
12] of defendant-appellee, the Commissioner of Patents, 
as well as in the answer [App. 13-20] of defendant-appel¬ 
lant. 

This Court has jurisdiction upon appeal, to review 
the Final Judgment [App. 39-40] entered in the District 
Court on June 22, 1948, under the provisions of Rules 73 
(a) and 81 (d) of the Federal Rules of Civil Procedure, 
as amended, and under Rule 9 of this Court;—defendant- 
appellant’s Notice of Appeal [App. 40-41] having been filed 
in the District Court on July 20, 1948 and within 30 days 
of the entry of the Final Judgment appealed from as pro¬ 
vided by Rule 73 (a) and the record on appeal having been 
filed in this Court on October 15, 1948 and within the time 
specified in the District Court’s Order dated August 18, 




1 this refers to the page numbers of the printed Joint Appendix on appeal 
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1948, not more than 90 days from the date of the filing of 
the Notice of Appeal as provided by Rule 73 (g) of the 
Federal Rules of Civil Procedure. 

‘ STATEMENT OF THE CASE 

This is an appeal from the final judgment [App. 39- 
40] of the District Court holding: 

that the “OLD CHARTERS Registration No. 321,823 
issued February 19, 1935 to Bernheim Distilling 
Company is good and valid in law, and should not 
be cancelled, 

that since June 4, 1937 plaintiff has owned and it now 
owns the entire right, title and interest in and to 
said Registration No. 321,823 and all rights there¬ 
under, including the trademark “OLD CHAR¬ 
TER’ ’ registered therein, and the business and 
good-will of and connected with said * ‘ OLD 
CHARTER” trademark, in and throughout the 
United States of America, 

that the grant of Registration No. 311,038 on March 13, 

1934 for “CHARTER OAK” does not invalidate 
Registration No. 321,823 granted February 19, 

1935 “OLD CHARTER” because plaintiff has a 
priority date of 1874 in the use of “OLD 
CHARTER” as a result of use of “OLD 
CHARTER” by plaintiff and its predecessors in 
title and business beginning in 1874. 

The case at bar is the outgrowth of a petition [App. 
173-180] filed in the United States Patent Office by defend¬ 
ant-appellant under Section 13 of the Trade-Mark Act of 
February 20,1905 (33 Stat. 728,15 U. S. C. 93) for cancella¬ 
tion of the aforesaid “OLD CHARTER” registration 
No. 321,823;—defendant-appellant deeming itself injured 
by the aforesaid registration in view of its own prior use 
and prior and subsisting registration No. 311,038 issued 
March 13, 1934 covering the trade-mark “CHARTER 
OAK” (both trade-marks being for goods in Class 49, Dis¬ 
tilled alcoholic liquors). 
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The present Cancellation No. 3663 in turn wad pre¬ 
ceded by a cancellation, Cancellation No. 3436 (Petitioners 
Exhibit 31) which was filed on October 4,1938 by plaintiff- 
appellee, Old Charter Distillery Co., Inc. for cancellation of 
defendant-appellant’s senior “CHARTER OAK” Regis¬ 
tration No. 311,038. Cancellation No. 3436 was dismissed 
without prejudice on Old Charter Distillery Co.’s “With¬ 
drawal” over Continental Distilling Corporation’s Objec¬ 
tion (following the taking of some testimony on behalf of 
Old Charter Distillery Co. and after various extensions of 
time obtained by it for taking additional testimony). Obvi¬ 
ously, Old Charter Distillery Co. “withdrew” its Petition 
for Cancellation No. 3436, because of its failure to make out 
a case (see Petitioner’s Exhibits 32 to 55). 

Prior to the institution of (the first) Cancellation 3436, 
Old Charter Distillery Co., Inc. had charged that Conti¬ 
nental Distilling Corporation’s use of the term “CHAR¬ 
TER OAK” constituted an infringement of the trade-mark 
“OLD CHARTER” and had called upon Continental im¬ 
mediately to discontinue use of “CHARTER OAK” and 
to consent to the cancellation of its senior Registration 
311,038 (see exchange of correspondence identified as Peti¬ 
tioner’s Exhibits 2 and 2a to 2f [App. 179-180, 533-9}). 

After the dismissal of Cancellation 3436 over its ob¬ 
jection, defendant-appellant, Continental, instituted Can¬ 
cellation No. 3663, at bar, as mentioned above. 

In the present cancellation (Cancellation No. 3663) the 
decision [App. 201-210] of the Examiner of Trade-Mark 
Interferences was in favor of defendant-appellant;—the 
Examiner recommending cancellation of the “OLD 
CHARTER” Registration No. 321,823 and holding that 
plaintiff-appellee had not made out its right* to rely on any 
use of the term “OLD CHARTER” prior to the filing date 
(November 22, 1933) of defendant-appellant’s senior 
“CHARTER OAK” Registration No. 311,038 and defend¬ 
ant-appellant was held to be the prior user. 

Plaintiff-appellee thereupon filed an appeal [App. 211- 
219] to the Commissioner of Patents whose decision [App. 
219-224] affirmed the decision of the Examiner and also 
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held that Registration No. 321,823 should be cancelled be¬ 
cause Bernheim Distilling Company had made no use of 
“OLD CHARTER’’ as a trade-mark at the time it filed 
its application to register on October 27, 1934 as required 
by the Trade-Mark Act of February 20, 1905. 

On November 22,1943, plaintiff-appellee filed its Com¬ 
plaint [App. 2-7] at bar praying that the Commissioner be 
enjoined from cancelling Registration No. 321,823 and that 
the registration be adjudged valid and that plaintiff be 
declared the exclusive owner of the registration and of the 
trade-mark “OLD CHARTER” and “of the good will and 
business thereof and connected therewith, in and through¬ 
out the United States of America.” [App. 7] 

Thereafter, on January 7, 1944, plaintiff-appellee filed 
another Complaint against defendant-appellant in the 
United States District Court for the District of Delaware 
(Civil Action No. 359), seeking the following relief: 

“Plaintiff therefore prays for judgment, holding that 
said Certificate of Trade Mark Registration No. 321,823 
is good and valid in law, that said Certificate shall remain 
uncancelled by the United States Patent Office, that Cer¬ 
tificate of Trade Mark Registration No. 311,038 be declared 
null and void, and for such other and further relief as may 
be deemed proper.” 

On May 12, 1945, the Court in the Delaware action 
entered an Order staying all proceedings until final deter¬ 
mination of the case at bar. 

In the case at bar, service upon defendant-appellant 
(which is a Delaware corporation) was attempted to be 
effected at its statutory office in Wilmington, Delaware by 
the U. S. Marshal of the District of Delaware;—the sum¬ 
mons being purportedly issued under Section 72a of Title 
35, U. S. Code. 

Thereafter, and before answer filed, defendant-appel¬ 
lant filed a Motion to Quash [App. 8] on the ground that 
Section 72a of Title 35 is inapplicable to this case and that 
the District Court had no extra-territorial jurisdiction over 
defendant-appellant which is a Delaware corporation not 
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resident in or doing business within the District of Co¬ 
lumbia and not served with process within this district. 

Defendant-appellant also filed a Motion to dismiss 
[App. 8-10] upon the grounds that the District Cofirt did 
not have jurisdiction under the Act of March 31, 1927, c. 
364, 44 Stat. 1394 (as amended June 25, 1936, c. 804, 49 
Stat. 1921) 35 U. S. C. 72-a; and that the District Court did 
not have jurisdiction over defendant-appellant or over the 
Commissioner of Patents alone or over the subject-matter; 
and that the Delaware suit sought an adjudication of all 
the issues, with no question of venue jurisdiction being 
there present. 

In a memorandum filed Nov. 9, 1944, defendant-appel¬ 
lee, the Commissioner of Patents, concurred in the afore¬ 
said Motion to Dismiss stating: 

“it is not the practice of the Patent Office to cancel 
any trade-mark registration during the pendency of an 
action under R. S. 4915 (U. S. C., title 35, section 63) 
seeking to restrain such cancellation.” 

and further stating that 

“under the provisions of R. S. 4915, in an action 
arising out of an inter partes proceeding between two 
parties in the Patent Office; a decision by any United 
States District Court having jurisdiction of the party 
successful in the Patent Office has exactly the same 
effect as a decision by the United States District Court 
of the District of Columbia in cases in which that 
Court has jurisdiction; and that, in the event that the 
present action is dismissed, he will be bound by the 
final decision in the case now pending in Delaware on 
the same cause of action and will not cancel the plain¬ 
tiff’s registration if that decision holds plaintiff to be 
entitled to it.” 

On January 4, 1945 the District Court entered an 
Order [App. 11] denying both of the aforesaid motions, 
without opinion. 

In its Answer [App. 13-20] defendant-appellant re¬ 
peated, as its First and Second Defenses, its objections to 
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venue jurisdiction and jurisdiction over the subject-matter. 
As a Third Defense, defendant-appellant alleged that 
plaintiff was not the real party in interest (the trade-mark 
“OLD CHARTER” and Registration 321,823 issued 
thereon being used, at the time the complaint was filed, 
not by plaintiff but by Schenley Distillers Corporation or 
some subsidiary other than plaintiff) and that, therefore, 
the complaint should be dismissed for non-joinder. As a 
Fourth Defense, defendant-appellant specifically answered 
the various paragraphs of the complaint, denying substan¬ 
tially all allegations upon which the alleged right to relief 
was predicated. 

At the trial held in the District Court on October 7-8, 
1947, it was agreed [App. 123] by and between the Court 
and counsel for the respective parties that all of the plead¬ 
ings, transcript of testimony and the exhibits in the Patent 
Office in Cancellation 3663 were to be considered as part 
of the record in this case with the same exhibit numbers 
retained. See also the Stipulation and Order dated Oct. 
12, 1948 [App. 41-15]. The record in the Patent Office in¬ 
cluded almost 1600 pages of depositions and over 200 ex¬ 
hibits. All of these depositions and exhibits are included 
in the record on appeal but with only a relatively small 
fraction reproduced in the printed Joint Appendix. 

The trial judge ruled that he did not wish to have 
the depositions in the Patent Office read and, in rendering 
his decision immediately at the conclusion of the trial, did 
not consider any of the Patent Office depositions (with the 
exception of a few small portions which were discussed 
during the trial) and did not consider any of the exhibits 
in the Patent Office (with the exception of those of plain¬ 
tiff-appellee’s exhibits constituting purported assignments 
whereby plaintiff-appellee claimed to have acquired the 
trade-mark “OLD CHARTER” from its alleged predeces¬ 
sors, as will be discussed more fully hereinbelow). 

At the trial, the District Court ruled [App. 139, 157] 
that the validity of defendant-appellant’s “CHARTER 
OAK” Registration 311,038 and its right to use the trade¬ 
mark “CHARTER OAK” were not in issue and that the 
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only issue in the case was whether the Commissioner right¬ 
fully cancelled plaintiff-appellee’s “OLD CHARTER” 
Registration No. 321,823. 

Thus, in the District Courts own view, as accepted by 
plaintiff-appellee’s counsel at the trial, plaintiff-appellee’s 
right to the relief sought in its complaint at bar depended 
upon its establishment by clear and convincing j evidence 
that the Commissioner of Patents was wrong in directing 
cancellation of the “OLD CHARTER” registration and in 
ruling that plaintiff-appellee had not sufficiently made out 
its right to rely on a long series of alleged assignments 
purporting to go back to a pre-prohibition user of the mark 
“OLD CHARTER” so as to entitle plaintiff-appellee to 
any adoption date prior to the filing date of defendant-ap¬ 
pellant ’s senior and subsisting Registration No. 311,038 on 
“CHARTER OAK” 

Plaintiff-appellee’s alleged chain-of-title is discussed 
at length hereinbelow under Point 3 of the Argument and 
it is sufficient, at this point, to state that plaintiff-appellee’s 
claim to priority is based, inter alia, on a series of pur¬ 
ported transfers from Wright & Taylor (a Kentucky cor¬ 
poration which began using the mark prior to Pr ohibition) 
to Wright-Taylor Distillery Company (a Kentucky cor¬ 
poration) on July 18, 1933; from the latter to Wright & 
Taylor Distilling Corporation (a Maryland corporation) on 
October 2, 1933; from the latter to Bernheim Distilling 
Company (a Kentucky corporation) on December 15, 1933; 
from the latter to Bernheim Distilling Company (a Dela¬ 
ware corporation) on March 19, 1937; and from the latter 
to plaintiff-appellee, Old Charter Distillery Co., Inc. (a 
Delaware Corporation) on June 4, 1937. 

This purported chain-of-title is clearly and concisely 
outlined in the Examiner’s decision [App. 204-8] and it is 
defendant-appellant’s contention that each and every one 
of these alleged transfers was ineffective and that the evi¬ 
dence fully supports the fact-findings of the Examiner and 
the Commissioner of Patents holding that plaintiff-appellee 
had not established its claim to priority of adoption. 
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While various defects and shortcomings in this pur¬ 
ported chain-of-title will be taken up in detail hereinbelow, 
we should like to discuss, at this point, two admissions 
made by plaintiff-appellee during the course of the trial in 
the District Court. 

Thus, at the trial, the Court ruled, and plaintiff-ap¬ 
pellee’s counsel conceded, that the purported assignment of 
Respondent’s Exhibit 3 from Wright & Taylor to U. S. Dis¬ 
tillers, Inc, (which plaintiff-appellee had introduced in the 
Patent Office as having been executed on July 18, 1933 
simultaneously with the alleged transfer to Wright-Taylor 
Distillery Company) was a void assignment and was in¬ 
effective to convey the mark “OLD CHARTER” to U. S. 
Distillers Inc. [App. 96-7]. 

By stipulation entered into in open court [App. 108- 
109] plaintiff-appellee conceded that neither Bemheim Dis¬ 
tilling Company, a Kentucky corporation (which applied 
for and obtained the “OLD CHARTER” Registration No. 
321,823 after the purported assignment to it of the unregis¬ 
tered mark by the instrument of Respondent’s Exhibit 10), 
nor Bemheim Distilling Company, a Delaware corporation 
(to which the trade-mark “OLD CHARTER” and the regis¬ 
tration 321,823 were purportedly assigned by the instru¬ 
ment of Respondent’s Exhibit 15), ever used the trade¬ 
mark “OLD CHARTER” and that plaintiff-appellee itself 
has never invoiced whiskey bearing the label “OLD CHAR¬ 
TER” and has never had any employees or offices or other 
place of business of its own and has never had any financial 
books or records or bank account and has never carried on 
any financial transactions of any kind, all of its operations 
having always been financed by Schenley Distillers Corpo¬ 
ration, of which it is a wholly-owned subsidiary, and that 
the first use of the trade-mark “OLD CHARTER” by 
Schenley Distillers Corporation or any of its subsidiaries 
was June 4, 1937. 

STATUTES AND RULES INVOLVED 

See Appendix 1 for the relevant parts of statutes and 
rules involved. 
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STATEMENT OF POINTS 

I 

The following are the points on which defendant- 
appellant relies on this appeal: | 

Point 1 —The District Court erred in denying defend¬ 
ant-appellant’s Motion to Quash and to Dismiss. 

Point 2—The District Court erred in not dismissing the 
complaint or rendering judgment against plaintiff-appellee 
pursuant to motions made during the trial. 

2-A —Plaintiff not real party in interest 
2-B —Plaintiff’s registration should be cancelled 
for admitted non-use 

2-C —Complaint not maintainable because of regis¬ 
trant’s fraud 

2- D —Relief barred under 15 U. S. C. 101 

Point 3 —The District Court erred in holding tha^; plain¬ 
tiff-appellee had established a chain of title entitling it to 
priority. 

3- A— Pre-prohibition use of “OLD CHARTER” 
3-B— Wright & Taylor’s operations during pro¬ 
hibition 

3-C —Wright & Taylor’s dealings with James Bums 
on July 8, 1933 

3-D —Divergent instruments of July 18, 1933 
3-E —Period from July 18, 1933 to October 2, 1933 
3-F —October 2,1933 instruments 
3-G —Period from October 2, 1933 to December 15, 
1933 

3-H —December 15,1933 instrument 
3-1 —Period from December 15, 1933 to March 19, 
1937 

3-J —March 19, 1937 instrument 

3-K—Period from March 19,1937 to June 4,1937 

3- L —June 4, 1937 instrument 

Point 4 —The District Court erred in its findings and 
conclusions. 

4 - A —Transfers of mark subsequent to registration 

not approved by Commissioner 
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4-B —Trade-Mark Rights Cannot Be Transferred 
During Non-Use 

4-C —Chain-Transfers of Inactive Mark Improper 
4-D —Equities do not Support Decision 
4-E —District Court’s “Findings of Fact” Er¬ 
roneous 

4-F —District Court’s “Conclusions of Law” Er¬ 
roneous 


SUMMARY OF ARGUMENT 
POINT 1 

A. The District Court does not have jurisdiction over 
defendant-appellant 

because defendant-appellant is a Delaware corporation 
which has no place of business within the District 
of Columbia and which was not served with process 
within this District, and 

because the Act of March 31,1927 (c. 364, 44 Stat. 1394, 
35 U. S. C. 72-a) is inapplicable in the case at bar 
since the Commissioner of Patents is not “an ad¬ 
verse party” and since the complaint at bar seeks 
remedy other than, and in addition to, that pro¬ 
vided under Section 4915 of the Revised Statutes 
(27 Stat. 436, 35 U. S. C. 63). 

B. The complaint at bar cannot be maintained against 
the Commissioner of Patents alone because, in effect, it 
seeks a review of the decision of the Patent Office (favor¬ 
able to defendant-appellant) on the inter partes issue of 
priority of adoption , to which defendant-appellant is an 
indispensable party. 

C. The District Court does not have jurisdiction over 
the subject matter because Section 9 of the Trade-Mark 
Act of February 20, 1905 (33 Stat. 727, 15 U. S. C. 93) 
does not contemplate a suit under Section 4915 of the Re¬ 
vised Statutes by one whose trade-mark registration has 
been directed to be cancelled as a result of a cancellation 
proceeding in the Patent Office. 
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POINT 2 

The District Court erred in not dismissing the com¬ 
plaint or rendering judgment against plaintiff-appellee pur¬ 
suant to motions made during the trial because \ 

A) plaintiff is not the real party in interest being a 
mere dummy corporation;—plaintiff’s! alleged 
trade-mark being actually used by one or more 
separate corporate entities (other than plaintiff). 

B) plaintiff’s registration should be cancelled because 
of its stipulation, made in open court, that its al¬ 
leged predecessor-in-title had never used the mark 
“OLD CHARTER” at the time it applied for and 
obtained said registration, as required by the 
Trade-Mark Act of February 20, 1905 and the 
Patent Office Rules adopted pursuant thereto (the 
non-use so stipulated to being also conclusively 
shown by the record, independently of such stipu¬ 
lation). 

C) in an action under Section 4915 of the Revised 

Statutes, the Court must consider and pass on any 
grounds going to the invalidity of the trade-mark 
registration under consideration, and is not cir¬ 
cumscribed by the particular grounds relied on by 
the Commissioner of Patents. 

D) plaintiff is barred from relief under Section 21 of 
the Trade-Mark Act of February 20,1905 (33 Stat. 
729,15 U. S. C. 101) which provides that no action 
shall be maintained upon any certificate of regis¬ 
tration fraudulently obtained. 

POINT 3 

The District Court erred in holding that plaintiff- 
appellee had established priority of adoption, because the 
evidence clearly supports the concurrent fact-findings of 
both Patent Office tribunals which held that there had been 
an abandonment of the mark “OLD CHARTER” and that 
plaintiff-appellee had not carried its burden of establishing 
that it was entitled to rely on any use of the mark “OLD 
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CHARTER” prior to the November 22, 1933 filing date of 
defendant-appellant’s senior and subsisting “C HAR TER 
OAK” Registration No. 311,038. 

POINT 4 

The District Court erred in various findings and con¬ 
clusions made in its Opinion as well as in its “Findings of 
Fact and Conclusions of Law” and in relying on reported 
decisions which are not in point while disregarding or im¬ 
properly distinguishing the truly controlling authorities. 


ARGUMENT 

Point 1. The District Court Erred in Denying Defendant- 
Appellant’s Motions to Quash and to Dismiss 

The Act of March 31, 1927 (35 U. S. C. 72-a), more 
commonly known as Section 72-a of Title 35, United States 
Code (upon which venue-jurisdiction over this action is 
predicated in the Complaint) provides, inter alia, that the 
District Court for the District of Columbia shall have juris¬ 
diction where remedy is sought under Section 63 of Title 35 
“without seeking other remedy” and if it shall appear that 
there are “adverse parties residing in a plurality of dis¬ 
tricts not embraced within the same State”. 

Section 72-a of Title 35 of United States Code Inapplicable 

It is submitted that Section 72-a of Title 35 of the 
United States Code is inapplicable in the case at bar be¬ 
cause the Commissioner of Patents is not an “adverse 
party” within the meaning of the Act. 

This has been settled in the case of Coe vs Hobart Mfg. 
Co. 70 App. D. C. 2,102 Fed. 2d, 270, 271, in which Hobart 
filed a bill in equity in the U. S. District Court for the Dis¬ 
trict of Columbia, ostensibly under Title 35, Section 63 of 
the United States Code against the Commissioner of Pat¬ 
ents and against one Cunningham who had been awarded 
priority in a patent interference in the Patent Office;— 
Cunningham being a resident of Illinois. The Commis¬ 
sioner of Patents moved to dismiss the bill as to him on the 
ground that he was not a proper party and Cunningham, 
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appearing specially, moved to dimiss the bill for the reasons 
that the Commissioner was not a proper party and that 
Cunningham was not within the jurisdiction of the Court. 
Both parties defendant having been overruled by the Dis¬ 
trict Court, and an appeal having been taken to this Court, 
this Court reversed the action of the District Court and 
granted both motions to dismiss. 

In disposing of Hobart’s contention that Section 72-a 
of Title 35 of the United States Code gave the U. S. District 
Court for the District of Columbia jurisdiction, this Court 
stated: 

“It is contended that the Commissioner, if not a 
necessary party, is at least a proper and therefore an 
adverse party. But even if he were a proper party 
to a suit to review his award of priority, we think he 
would not be ‘adverse’ within the meaning of statute. 
The Commissioner has not the slightest interest ad¬ 
verse to plaintiff; whether plaintiff or defendant gets 
a patent, the Commissioner neither gains nor loses. 
‘To hold that the plaintiff by making a mere formal 
party a codefendant can compel the real defendant, 
the real party in interest, to come from any part of 
the United States and defend his rights in the District 
of Columbia would conflict with the general purpose 
of Congress as appears from the fact that or¬ 
dinarily suits in the federal courts must be brought in 
the district in which the defendant resides. ’ Standard 
Oil Company (Indiana) v. Pure Oil Company, D. C., 
19 F. Supp. 833, 835 ; 28 U. S. C. § 112, 28 U. S. C. A. 
§ 112 .” 

See also to like effect Jax Ice <& Cold Storage Co. vs 
Coe et al. 73 App. D. C. 127,118 F. 2d 12; certiorari denied 
313 U. S. 561; Century Distilling Co. vs Continental Dis¬ 
tilling Cory. 106 F. 2d 486,488 (CCA 3). 

Moreover Section 72-a of Title 35 of the United States 
Code applies only when 

“remedy is sought under Section 63 * * * of this title 
without seeking other remedy** 
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The complaint in the case at bar clearly seeks relief 
other than, and in addition to, that given by Section 63 of 
Title 35. 

Thus, of the prayers for relief contained in the com¬ 
plaint, prayer “B” reads as follows: 

“That judgment be granted in favor of the plain¬ 
tiff, adjudging that said Certificate of Registration No. 
321,823 is good and valid in law, and that plaintiff is 
the sole and exclusive owner of said Certificate, of the 
trade mark ‘Old Charter’ set forth therein, and of the 
good will and business thereof and connected therewith, 
in and throughout the United States of America.” 

Indeed, the District Court recognized [App. 70] that 
“this is really an action for declaratory judgment”, and 
its final judgment appealed from [App. 39-40] included an 
adjudication in plaintiff-appellee’s favor on this prayer for 
relief. 

The cancellation instituted by Continental Distilling 
Corporation raised, as the only issue, the question of 
whether plaintiff’s registration No. 321,823 on “OLD 
CHARTER” should be cancelled because it “was issued 
erroneously, contrary to and in violation of the trade mark 
laws” [App 176] 

It is clear that, under Section 63 of Title 35, the Dis¬ 
trict Court could, at most, merely decree that plaintiff is 
entitled to its registration and that the Commissioner erred 
in ordering said registration cancelled. Section 63 of Title 
35 nowhere authorizes any adjudication by the Court as 
to the sole and exclusive ownership of a trade mark “and 
of the good will and business thereof and connected there¬ 
with, in and throughout the United States of America” 
[App. 7]. 

It follows, therefore, that plaintiff was seeking and 
was granted relief other than under Section 63 of Title 35 
and that, as a result, Section 72-a of Title 35 is inapplicable 
for this reason as well. 

Thus, it is clear that Section 72-a of Title 35 of the 
United States Code is not applicable in the case at bar and 
that, therefore, the District Court had no jurisdiction over 











15 


Continental Distilling Corporation so that the service of 
summons should have been quashed and the complaint dis¬ 
missed as to Continental Distilling Corporation. 

Complaint Not Maintainable Against Commissioner Alone 

It is submitted that Continental Distilling Corporation 
(which instituted and prevailed in the inter partes patent 
Office proceeding wherein the chief issue was that of priority 
of adoption and use) was an indispensable party to the 
present action brought by Old Charter Distillery Cot, Inc., 
and. that such action could not be maintained against the 
Commissioner of Patents alone, and that, therefore, the 
present complaint should have been stricken for want of 
an indispensable party. | 

Attention is respectfully called to the decision of this 
Court in the case of Eno vs Coe 70 App. D. C. 337, 106 F. 
2d 858, 859, in which opposer (having lost in the Patent 
Office opposition) filed a bill under R. S. 4915 against the 
Commissioner of Patents and against the prevailing party 
and (after the bill was dismissed as to the prevailing party 
on the ground of the latter’s non-residence in the District 
of Columbia) opposer filed a supplemental bill agaipst the 
Commissioner as sole defendant. The District Court in 
the Eno case, supra, heard the case on the merits. The 
Court of Appeals, in remanding the case to the District 
Court with instructions to revise its decree, stated: 

1 ‘In our opinion the bill should have been dismissed 
because of absence of an indispensable party. * * # 

“In United States ex rel. Baldwin Company v. 
Robertson et al., 265 U. S. 168, 44 S. Ct. 508, 68 L. Ed. 
962, there are dicta to the effect that various parties, 
including ‘a dissatisfied party who has filed opposition 
to the registration of a trade-mark’, are entitled by 
section 4915 to ‘a remedy in equity against the Com¬ 
missioner’. 265 U. S. at page 179, 180, 44 S. Ct. at 
page 510, 68 L. Ed. 962. But neither the question 
whether the dissatisfied opposer could sue the Com¬ 
missioner, nor the further question whether he could 
do so without joining as a defendant the owner of the 
trade-mark, was before the Court, and it does not ap- 



16 


pear that the Court gave distinct consideration to 
either question. The question before the Court was a 
wholly different one, namely, ‘whether • • # a remedy 
by bill in equity to enjoin the Commissioner of Patents 
from canceling a registered trade-mark is given to the 
owner of the trade-mark so registered ’. 265 U. S. at 
page 177, 178, 44 S. Ct. at page 509, 68 L. Ed. 962. 
The claimant at whose instance the Patent Office was 
canceling the plaintiff’s mark had intervened, and was 
a party defendant in the equity suit. The dicta in the 
case, while they distinctly state that the Commissioner 
can be sued by the unsuccessful opposer of a registra¬ 
tion, do not distinctly state that he can be sued alone. 
Even if they did, and were therefore squarely in point 
here, those dicta would be a weak basis for appellant’s 
attempt to deprive Deshayes of his property in a suit 
to which he is not a party. For the Supreme Court 
has held that ‘a general expression respecting a par¬ 
ticular as to which no question was raised • • • ought 
not to control the judgment in a subsequent suit when 
the very point is presented for decision.’ ” 

In considering the question of whether or not an action 
can be maintained in the District Court for the District of 
Columbia under Section 4915 of the Revised Statutes (27 
Stat. 436, 35 USC 63), against the Commissioner of Patents 
alone and in the absence of the prevailing party in the 
Patent Office proceeding, the distinction should be drawn 
between 

a case in which the Commissioner of Patents rendered 
an award of priority as between two contesting 
parties (in a patent interference or in a trade¬ 
mark cancellation or opposition) and 

a case in which there was no inter partes award of 
priority and, instead, the Commissioner’s decision 
was based solely upon ex parte grounds (as, for 
example, that the defeated registrant’s trade-mark 
was unregistrable per se as being merely de¬ 
scriptive or geographic or a surname). 
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I 

I 
j 

In other words, where the issue involved is one of 
priority of adoption as between two contestants in a Patent 
Office cancellation proceeding (there being no question of 
registrability per se of the defeated registrant’s piark), 
there is clearly no authorization either under R. §. 4915 
or under the Trade-Mark Act of February 20, 1905 which 
would permit the defeated registrant to bring suit ^gainst 
the Commissioner of Patents alone (and in the absence of 
the prevailing party in the Patent Office) to ask th^ Court 
to review the award of priority and to adjudge that the 
defeated registrant was in fact prior in adoption to the 
absent prevailing party in the Patent Office. 

Thus, the Commissioner of Patents, in rendering such 
an award of priority in an inter partes trade-mark or pat¬ 
ent case acts solely in a judicial capacity and caunot be 
considered as an “adverse party” to the losing patty any 
more than a lower court judge can be considered an adverse 
party on an appeal to a higher court. See The Mergen- 
thaler Linotype Co. vs Seymour 1894 C. D. 186 (App. 
D. C.). | 

The Commissioner of Patents is not equipped to cross- 
examine plaintiff’s witnesses or to rebut any other new 
proofs which a plaintiff may offer going to the Question 
of priority in the R. S. 4915 Action, and, in fact, jthere is 
no case of which we are aware wherein the Commissioner 
has ever attempted to do so. 

Accordingly, any trial on the issue of priority in the 
absence of the prevailing party in the Patent Office, must 
be completely one-sided and would not constitute “due 
process” within the meaning of the Constitution. 

On the other hand, where the Patent Office proceeding 
was decided, not on the issue of priority, but, instead, solely 
on the question of registrability of the mark per se, the 
Commissioner of Patents is fully equipped to argue this 
question in the District Court (i. e. the descriptive or 
geographic character of the mark, etc.) and, under such 
circumstances, an action under R. S. 4915 may be maintain¬ 
able against the Commissioner within the District of Col¬ 
umbia, even though the other party in the Patent Office 
proceeding is not subject to the jurisdiction of the Court. 
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This distinction between cases in which an award of 
priority is rendered in the Patent Office in a trade-mark 
opposition or cancellation proceeding, and cases in which 
no award of priority is rendered (the decision being based 
npon non-registrability of the mark, per se) was brought 
ont clearly in the case of Brackett vs. Chamberlain, 81 Fed. 
2d 866, 867 (CCA 3), in which the Court held that where 
the decision of the Patent Office in an opposition proceed¬ 
ing had been based upon the descriptive character of the 
mark, the Commissioner of Patents was an essential party 
and that the other party to the opposition was not an ad¬ 
verse party within the meaning of R. S. 4915 so that the 
complaint brought outside of the District of Columbia was 
dismissed for want of a necessary or indispensable party, 
namely, the Commissioner of Patents. It necessarily fol¬ 
lows from the reasoning in the Brackett vs. Chamberlain 
case, supra, that where the situation is reversed and where 
the Patent Office decision is based upon an award of 
priority, the opposer or petitioner for cancellation is the 
true adverse and opposing party and service upon the 
Commissioner is not authorized since the Commissioner of 
Patents is then not an opposing party or an adverse party 
within the meaning of Section 4915. 

On the distinction between cases involving awards of 
priority and those going simply to registrability of the 
mark, per se, see also Model Brassiere Co. vs. Bromley - 
Shepard Co. 49 F. 2d 482, 485 (CCPA) and United Shoe 
Machinery Corp. vs. Compo Shoe Machinery Corp. 56 F. 
2d 292, 295 (CCPA). 

Another important point is that, as pointed out above, 
plaintiff-appellee has filed suit in the United States Dis¬ 
trict Court for the District of Delaware in which it seeks 
the same remedies sought herein. Defendant-appellant 
concedes that the Delaware District Court has proper 
venue jurisdiction and it is submitted that the issues can 
best be determined in the Delaware suit, so that dismissal 
of the complaint at bar on the ground of lack of venue 
jurisdiction would not deprive plaintiff-appellee of its 
opportunity to obtain a determination of the issues on the 
merits. 
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Suit Not Maintainable By Dissatisfied Registrant. 

In U. S. ex rel. Baldwin vs. Robertson, 265 U. sj 168; 
68 L. Ed. 962, the Court stated that Section 9 of the Trade- 
Mark Act of February 20, 1905 (33 Stat 727, 15 USC 93) 
(which provides for assimilation of the practice in respect 
of the registration of trade-marks, to the practice in 
securing patents), having previously been held to make 
R. S. 4915 applicable to a petition for the registration of a 
trade-mark when rejected ex parte by the Commissioner, 
could be construed to authorize a bill in equity in all cases 
in which an appeal is provided for in Section 9, namely a 
dissatisfied 

“ applicant for registration of a trade-mark 


a party to an interference as to a trade-mark 


a party who has filed an opposition to the regis¬ 
tration of a trade-mark 


or 

party to an application for the cancellation of 
registration of a trade-mark ’ 9 

It is submitted that the Court, in the Baldwin? case, 
erred in interpreting Section 9 of the Trade-Mark Act and 
R. S. 4915, and that Congress in enacting Section 9 did not 
intend to give the defeated registrant in a cancellation pro¬ 
ceeding the right to bring a bill in equity. It is believed 
that the Court, in the Baldwin case, overlooked the distinc¬ 
tion made in R. S. 4915 between a dissatisfied applicant 
(that is, one who is seeking to have the Commissioner make 
a grant to him) and a dissatisfied patentee (that is, one 
who already has a vested grant). It is only the applicant 
who is given the right to proceed under R. S. 4915, the 
patentee having no such right and being limited, iiistead, 
to a direct appeal. 

Galena Mfg. Co. vs. Superior Oil Works, 104 F. 

2d 400 (CCPA); cert denied; 308 V. S. 609; 

Penmoil vs. Hercules, 95 F. 2d 339 (CCPA); 

Hexdbrink vs. McKesson, 53 F. 2d; 321 (CCA 6) 
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It is submitted that, if Section 9 of the Trade-Mark 
Act was intended to authorize a bill in equity under R. S. 
4915, it must necessarily have been intended to limit the 
right to such action only to those not having vested grants; 
—that is, only to dissatisfied applicants for registration 
(namely to applicants whose applications for registration 
had been denied either ex parte, or because of opposition 
or because of interference). By analogy to R. S. 4915, the 
right to proceed by bill in equity could not have been in¬ 
tended for those having vested grants namely, for dis¬ 
satisfied registrants in cancellation proceedings. 

It is believed that Congress in enacting Section 9 in¬ 
tended the right of review given a dissatisfied registrant 
to be limited to the direct appeal to the Court of Appeals of 
the District of Columbia (now to the Court of Customs and 
Patent Appeals). 

It is submitted that the Court’s interpretation in the 
Baldwin case improperly deprived the administrative tri¬ 
bunal (formerly the Court of Appeals of the District of 
Columbia, and now the Court of Customs and Patent Ap¬ 
peals, on direct appeal from the Patent Office) of the right 
exclusively to review decisions of the Commissioner of 
Patents upon the petitions of patentees and registrants 
(who, as stated above, are in the position of vested grantees 
of the Commissioner of Patents). 

It is believed that the Court, in the Baldwin case, over¬ 
looked this important distinction and, as a result, rendered 
a decision which is unsound and which is at variance with 
the legislative intent. 

That the Baldwin decision should be strictly limited 
to the facts of that case and should not be expanded, has 
been recognized in several recent decisions. 

See Pennzoil Co. vs. Hercules Powder Co., 95 Fed. 2d 
339, 341, 342, 343 (CCPA), and Galena Mfg Co. vs. Su¬ 
perior OH Works 104 F. 2d 400, 408 (CCPA). 

It is submitted, therefore, that, in view of the clear 
distinction between the issue at bar and that in the Baldwin 
case (i. e. priority, as distinguished from registrability of a 
descriptive mark), this Court is free to hold that Old 



Charter Distillery Co., Inc. was not entitled to proceed 
under Section 4915 of the Revised Statutes from the deci¬ 
sion of the Commissioner holding that its registration 
should be cancelled (in view of the award of priority to 
Continental Distilling Corporation). 

Point 2: The District Court Erred in Not 
Dismissing the Complaint or Rendering Judgment Against 
Plaintiff-Appellee Pursuant to Motions Made 
During the Trial 

During the course of the trial, defendants, by motion 
or argument, presented a number of grounds for dismissal 
of the complaint or for the granting of judgment against 
plaintiff which, it is submitted, the District Court! erred 
in overruling or ignoring in rendering its decision. These 
grounds are: | 

I 

A) The complaint should have been dismissed f6r non¬ 

joinder or mis-joinder because plaintiff j is not 
the real party in interest 

B) The complaint should have been dismissed or judg¬ 

ment should have been rendered against plaintiff 
because of plaintiff’s admission, in opeii court, 
that Bernheim Distilling Company, a Kentucky 
corporation, to which the “OLD CHARTER” 
Registration No. 321,823 was granted, had never 
used the trade-mark at the time it applied for 
registration 

C) The complaint should have been dismissed or judg¬ 

ment rendered against plaintiff because the 
“OLD CHARTER” registration No. 321,823 was 
obtained by improper representation and because 
the trade-mark had been abandoned even) though 
the Commissioner of Patents may npt have 
passed on these points specifically 

2-A: Plaintiff Not Real Party in Interest 

At the conclusion of plaintiff’s case, defendant-appel¬ 
lant moved [Ap. 110-111] to dismiss the complaint under 
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Rule 41 (b) on the ground that plaintiff had shown no 
right to the relief requested because, inter alia, plaintiff was 
not the real party in interest in this action. As pointed 
out hereinabove, defendant-appellant’s Answer contained a 
similar defense [App. 14]. 

It is submitted that the District Court erred in deny¬ 
ing [App. 122] this motion in view of plaintiff’s admission, 
as contained in the open-court stipulation referred to here¬ 
inabove [App. 108-109] that it had never invoiced whiskey 
bearing the label “OLD CHARTER” and had never had 
any employees or offices or other place of business of its 
own and had never had any financial books or records or 
bank account and had never carried on any financial trans¬ 
actions of any kind, all of its operations having always 
been financed by Schenley Distillers Corporation and all of 
the “OLD CHARTER” whiskey sold from June 1937 to 
date having always been invoiced by Schenley Distillers 
Corporation in its own name or by some wholly-owned sub¬ 
sidiary or affiliate of Schenley Distillers Corporation other 
than Old Charter Distillery Co., Inc. 

It is submitted that, upon these undisputed facts, plain¬ 
tiff-appellee is nothing more than a dummy corporation or¬ 
ganized and existing for the sole purpose of holding paper 
title to a trade-mark and registration actually used, if at 
all, by separate and distinct corporate entities. 

The mere fact that the name of a dummy corporation 
appears on labels in conjunction with a trade-mark does not 
render the dummy corporation the true owner of the mark 
where the goods are actually manufactured and sold by a 
different, although related corporation. 

Thus, upon facts almost identical with those at bar, 
the Court, in the case of Revere Paint Co. vs Twentieth 
Century Chemical Co. 150 F. 2d 135,138 (CCPA) stated: 

“It appears from the testimony introduced by ap¬ 
pellant that the appellant company does not manu¬ 
facture or sell paints or any other articles; that it does 
not keep any books or accounts relative to the sale of 
any articles; that it transacts no business in the ordi- 
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nary sense in which bookkeeping records mightl be re¬ 
quired ; that the paints referred to in the notice of oppo¬ 
sition are manufactured and sold exclusively by the 
Wetherill corporation; that the Wetherill corporation 
receives payment for all such paints; that bills are ren¬ 
dered by that corporation to its customers; and that the 
customers look to the Wetherill corporation for credits 
or redress on all paint sold by it under the trade-mark 
‘20th Century. ’ In short, there is nothing of record 
tending to establish that appellant (Revere Paint Com¬ 
pany) has any interest whatsoever in the trade-mark 
‘20th Century,’ or in any goods sold by the Wjetherill 
corporation under that trade-mark. 

“It is true that the Wetherill corporation provides 
labels for which it pays and on which appears the name 
of the appellant company, and that the name of the 
Wetherill corporation does not appear thereon. The 
evidence does not establish why the Wetherill corpora¬ 
tion places appellant’s name on those labels, and we do 
not care to speculate as to why it is done. 

“There is nothing of record tending to establish 
that the appellant company ever received any money 
or anything else of value from the paints manufac¬ 
tured and sold by it. We are of opinion, therefore, that 
the commissioner was clearly justified in holding as he 
did that there is nothing of record tending to establish 
that the Wetherill corporation was the agent of the 
appellant company, or that the appellant company had 
any right, title, or interest in the trade-mark ‘20th Cen¬ 
tury, r . . . ” I 

! 

And, as will be discussed more fully hereinbelow, cor¬ 
porate entities cannot be disregarded on the question of 
trade-mark use within the meaning of the Trade-Mark Act 
of February 20,1905, so that use of a mark by one corpora¬ 
tion does not inure to the benefit of another corporation 
even though commonly owned or controlled. See KeUy 
Liquor Company vs National Brokerage Company 102 F. 2d 
857, 861 (CCPA), U. S . Ozone Company vs U. S. Ozone 
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Company of America 58 F. 2d 1051 (CCPA), De Sanno vs 
Lieb 107 F. 2d 615, 617 (CCPA). 

It is, of course, well settled that an action under Sec¬ 
tion 4915 of the Revised Statutes (35 USC 63) cannot be 
maintained in the absence of a necessary party plaintiff 
and must be dismissed where it appears that a necessary 
party was not joined within the six-month period following 
the decision of the Commissioner of Patents. Shell Devel¬ 
opment Co. vs Universal Oil Products Co. 157 F. 2d 422, 
424, 425 (CCA 3); Nachod <& United States Signal Co. vs 
Automatic Signal Corp. 105 F. 2d 981, 983 (CCA 2); Klumb 
vs Roach 151 F. 2d 374, 376 (CCA 7), certiorari denied 327 
U. S. 784. 

It is believed that plaintiff’s admission, made in open 
court during the course of the trial, that it did no business 
itself and that all the business connected with the trade¬ 
mark “OLD CHARTER” was in fact carried on by other 
corporations who are not parties to this action, requires a 
dismissal of the complaint. 

2-B: Plaintiff’s Registration Should be Cancelled for 

Admitted Non-use 

As pointed out above, plaintiff-appellee has conceded, 
by stipulation made in open court [App. 108-109], that 
Bemheim Distilling Company, a Kentucky corporation, to 
which the “OLD CHARTER” registration 321,823 was 
granted, had never used the trade-mark at the time it ap¬ 
plied for registration (the non-use so stipulated to being 
also conclusively shown by the admissions of plaintiff- 
appellee’s own witnesses). 

It is submitted that, as held by the Commissioner [App. 
223-224], this rendered the “OLD CHARTER” registration 
fatally defective and required the entry of judgment against 
plaintiff-appellee herein, and that the District Court erred 
in ruling [App. 160-163] that this does not constitute a 
ground for cancellation and in subsequently holding, in the 
Final Judgment [App. 39-40], that the “OLD CHARTER” 
registration 321,823 “is good and valid in law, and should 
not be cancelled”. 
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Thus, Section 1 of the Trade-Mark Act of February 20, 
1905 (33 Stat. 724,15 USC 81) provides, inter alia: 

“The owner of a trade-mark used in commerce . . . 
may obtain registration for such trade-mark . . . ” 

Section 2 of the Act (33 Stat. 724,15 USC 82) provides, 
inter alia: 

“The application prescribed in the foregoing section, in 
order to create any right whatever in favor jof the 
party filing it, must be accompanied by a written decla¬ 
ration verified by the applicant ... to the effect 
. . . that such trade-mark is used in commerce . . 

The Patent Office’s Trade-Mark Rule 19 (15 U. S. C. 
following sec. 105) which was in effect when the “OLD 
CHARTER” application was filed (and which, of jjourse, 
has the force of law) provided: 

“A trade-mark must have been actually used in com¬ 
merce before an application for its registration can 
be filed in the Patent Office. 

No trade-mark will be registered to an own^r dom¬ 
iciled within the territory of the United States unless 
it shall be made to appear that the same is used as such 
by said owner in commerce . . . ” (emphasis sup¬ 
plied) 

It is entirely clear, from the foregoing, that the Trade- 
Mark Act of February 20,1905 and the Patent Office regu¬ 
lations adopted pursuant thereto, made use by the applicant 
an indispensable prerequisite for the granting of a valid 
registration. See Kuhn vs Letts 50 App. D. C. 104, 267 
Fed. 748, 749. ! 

See also Motlow vs Oldetyme Distillers 88 F. 2d 732, 
733 (CCPA) wherein it was held that admitted non-use of 
the mark by the applicant barred him from receiving a 
registration even though the non-use was occasioned by the 
existence of National Prohibition;—the Court pointing out 
that the statute uses the present tense “is used” as dis¬ 
tinguished from the words “has been used” and conclud- 
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“'Hie right to register is wholly statutory, and while 
appellant's (applicant's) trade-mark may be valid at 
common law, he is not given the right to register the 
same unless the provisions of the statute are complied 
with." 

The District Court attempted [App. 162] to draw a 
distinction between proceedings for cancellation of a trade¬ 
mark under Section 13 of the Trade-Mark Act of February 
20,1905 (15 USC 93) and proceedings for registration of a 
trade-mark, and, in effect, ruled that while non-use of a 
mark by the applicant would constitute a ground for re¬ 
fusal of registration, such non-use did not authorize can¬ 
cellation of an already-granted registration under Section 
13 which provides, inter alia: 

“If it appear after a hearing before the examiner that 
the registrant was not entitled to the use of the mark 
at the date of his application for registration thereof, 
or that the mark is not used by the registrant, or has 
been abandoned, and the examiner shall so decide, the 
commissioner shall cancel the registration. . . ." 

That is, the District Court held that an already granted 
registration can be cancelled only where the registrant 
“was not entitled to the use of the mark at the time of his 
application" and that no other objection which might have 
constituted a ground for refusing registration can be con¬ 
sidered as a ground for cancellation under Section 13. 

It is submitted, however, that the District Court's 
interpretation of Section 13 is artificial and strained and 
at variance with the many decisions of the Courts. 

Countless registrations have been cancelled in pro¬ 
ceedings under Section 13 for the sole reason that the 
registered mark was considered to be merely descriptive 
or geographic or a surname (which would constitute 
grounds for sustaining an opposition against a pending 
application for registration) even though the registrant's 
right to use the mark was not questioned. 

Thus, in the case of E. Mcllhenny’s Son vs New Iberia 
etc. Co. 34 App. D. C. 430, 153 0. G. 547, 548, this Court, 





in affirming the Commissioner’s authority to cancel ft regis¬ 
tration granted under the ten-year proviso of the Trade- 
Mark Act of February 20, 1905 for the reason that the 
registrant’s use had not been exclusive, construed Section 
13 as follows: j 

“It requires no citation of authorities for the 
proposition that the context of a statute must be con¬ 
sidered in construing any portion of it. It is apparent 
from reading this statute that Congress intended to 
confer upon the Commissioner authority to rectify a 
wrong or mistake, upon the application of any person 
who should deem himself injured by the registration 
of any trade-mark, by the cancellation of such mark. 
The first part of said section 13 is susceptiblb of no 
other construction, and we think that when Congress 
in the latter part of the section provided that the find¬ 
ing by the Examiner that the registrant was not en¬ 
titled to the use of the mark at the date of his applica¬ 
tion should constitute one ground for cancellation it 
simply meant such a use as the statute upon which the 
application was based contemplated. In othef words, 
to ascertain the significance and meaning of the phrase 
under consideration we must go back to section 5 in 
the act, which specifies the conditions which mpst exist 
to entitle the applicant to registration. We hold, 
therefore, that the Commissioner was clothed with 
authority, upon the showing made, to cancel this 
mark.” 

While there was no question in the Mcllhenny case, 
supra, of the registrant’s actual use of the mark at the 
time it applied for its registration, it is perfectly obvious 
from the Court’s interpretation of Section 13 that had such 
use been in issue, the Court would have interpreted Section 
13 as authorizing cancellation for failure to comply with 
any provision of Section 2 just as it authorized cancellation 
for failure to comply with any provision of Section 5. 

To like effect is Model Brassiere Co. vs Bromley- 
Shepard Co. 49 F. 2d 482, 485 (CCPA), wherein it was 
stated: 
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‘‘Section 5 of the Trade-Mark Act (15 USCA § 85) 
provides that no mark which consists merely in words 
or devices which are descriptive of the goods with 
which they are used, or of the character or quality of 

such goods shall be registered. 

• ••••• 

“The statute provides a procedure for cancellation 
of an offending mark of this character, . . . ” 

Decisions too numerous to cite have applied the same 
rules and principles of interpretation in proceedings aris¬ 
ing out of cancellations as are applied in proceedings 
arising out of oppositions or interferences between pend¬ 
ing applications. 

Thus, as stated in United Shoe Machinery Corp. vs 
Compo Shoe Machinery Corp. 56 F. 2d 292, 295 (CCPA): 

“Sections 6 and 13 of the Trade-Mark Act of Feb¬ 
ruary 20,1905 (15 USCA §§ 86, 93), under which these 
proceedings were instituted, provide, respectively, 
that any one may oppose the registration of a mark 
‘who believes he would be damaged by the registra¬ 
tion,’ and that any person may apply at any time for 
cancellation whenever he “shall deem himself injured 
by the registration of a trade-mark in the Patent 
Office.” One is a provision for preventing a registra¬ 
tion which would result in his damage, and the other 
is to cancel such a mark after it has been registered, 
if he deems himself injured. Obviously, both proceed¬ 
ings are intended to bring about the same result, in so 
far as each provides a method of avoiding injury flow¬ 
ing from the existence of a registered trade-mark, 
>» 

• • • 

See also Penetrene Corp. vs Plough 128 F. 2d 591, 595, 
596 (CCPA) wherein the Court, in sustaining the cancel¬ 
lation of various registrations of both parties (on the 
ground that both parties were entitled to the use of the 
mark and, accordingly, neither could claim the right to 
exclusive use necessary to support the registrations) cited 
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with approval the case of Seubert vs Santaella & Co. 36 
App. D. C. 447,1911 C. D. 341 and went on to conclude: 

1 ‘ It is true that the above cases were interference pro¬ 
ceedings but we see no reason why the principle so 
announced is not applicable in cancellation proceed¬ 
ings such as this at bar.” 

I 

We are aware of no decision of any court holding that 
a ground which could be asserted against a pending ap¬ 
plication in an opposition proceeding under Section 6 is 
not available in a cancellation proceeding under Section 
13. Indeed, it is common practice in the Patent Office to 
use the same testimony and exhibits used in an opposition 
and in a cancellation where the opposed application and 
the registration sought to be cancelled cover substantially 
the same mark. See, for example, Babs Creations j Inc. vs 
Be Botelho 60 USPQ 148 (Com’r.). 

It is submitted, therefore, that the District Court erred 
in refusing to consider the admitted non-use o^ “OLD 
CHARTER” by the applicant for registration as d ground 
for cancellation and in ruling, on final judgment, that the 
“OLD CHARTER” registration 321,823 was good and 
valid in law. 

2-C: Complaint Not Maintainable Because of Registrant’s 

Fraud. 

During the trial, the attention of the District Court 
was called [App. 162-163] to the fact that, even if the ad¬ 
mitted non-use by the applicant (Bernheim Distilling Com¬ 
pany, a Kentucky corporation) at the time it applied for 
and obtained its registration 321,823 on “OLD CHAR¬ 
TER”, did not constitute grounds for cancellation under 
Section 13 of the Trade-Mark Act of February 20, 1905, 
nevertheless such action by the applicant called for can¬ 
cellation of the registration on the ground of fraud and 
required entry of judgment against plaintiff, even though 
the Commissioner of Patents may not specifically have con¬ 
sidered the question of cancellation for fraud. 

The District Court ruled [App. 163] that it was only 
reviewing the Commissioner’s action and could not con- 
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sider any other grounds going to the validity of the “OLD 
CHARTER” registration. In line with the foregoing rul¬ 
ing, the District Court held, in its final judgment [App. 39- 
40], that the “OLD CHARTER” registration 321,823 was 
good and valid in law in spite of the fact that, as pointed 
out hereinabove, Section 2 of the Trade-Mark Act of Feb¬ 
ruary 20, 1905, requires that the applicant be then using 
the mark in order for the registration to be valid. 

It is submitted that the District Court’s action was 
clearly erroneous since it is well settled that, in actions 
under Section 4915 of the Revised Statutes, the Court must 
consider all questions going to the patentability of the 
application regardless of whether they were raised in the 
Patent Office or in the pleadings. 

Hill vs Wooster 132 U. S. 693, 33 L. Ed. 502, 505 
Knutson vs GaUsworthy 82 App. D. C. 304, 164 
F. 2d 497, 500, 501 

Radtke Patents Corp. et al. vs Coe et al. 74 App. 
D. C. 251,122 F. 2d 937, 940, 954, 955; certi¬ 
orari denied 314 US 694 
Mishawaka Rubber etc. Co. vs Paine & Williams 
Co. 139 F. 2d 603, 605, 606 (CCA 6) 
Triplett et al. vs Line Material Co. 133 F. 2d 
533, 534, 536 (CCA 7) 

The same principle is applied to actions under R. S. 
4915 arising out of trade-mark cancellations or oppositions. 

Thus, in Quaker Oats Co. vs General Mills 45 F. Supp. 
462, 464 (D. C. N. D. Ill.) affirmed 134 F. 2d 429 (CCA 7), 
the Court applied the doctrine of HiU vs Wooster, supra, 
to a complaint filed under R. S. 4915 arising out of a trade¬ 
mark opposition and stated: 

“The court gathers that counsel on each side of this 
proceeding would be content if the court did not find 
itself confronted with the necessity of determining 
whether or not the trade marks in issue in this case 
are merely descriptive of the products to which they 
are respectively applied. 


• ••••• 
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“The court is of the opinion that, under Section 
4915, a duty rests upon the court in trade mark cases 
to determine the registerability of the mark generally, 
like unto the duty which rests upon the court in patent 
cases to determine patentability generally, and ikot to 
confine its attention merely to the question of priority.” 

And as stated by this Court in Tomlinson vs doe 74 
App. D. C. 364,123 F. 2d 65, 67 (which arose out of a trade¬ 
mark opposition): 

“We held recently in Radtke Patents Corp. vl Coe, 
that the Commissioner’s motion to be dismissed in that 
case should be denied. We did so on the theory that 
he was a proper party, because the issue of invention 

and patentability was necessarily involved. 

• ••••• 

“This is even more true in the present case.” 

From the foregoing authorities, it is believed to be 
clear that the District Court erred in the case at bar in re¬ 
fusing to consider all ground going to the validity of the 
“OLD CHARTER” registration 321,823 and in rulipg that 
it was not free to decide this case upon the admitted mis¬ 
representation made to the Patent Office by Bernheiip Dis¬ 
tilling Company, a Kentucky corporation, when it applied 
for and obtained the “OLD CHARTER” registration. 

That Bernheim Distilling Company’s misrepresenta¬ 
tion was not merely an inadvertent oversight but, iiistead, 
amounted to a deliberate fraud on the Patent Office, is evi¬ 
dent from a consideration of Petitioner’s Exhibit 119 [App. 
549-51], ! 

Thus, preliminary to the filing of its application,! Bern¬ 
heim Distilling Company printed up special “OLD CHAR¬ 
TER” labels with its name appearing thereon and sub¬ 
mitted these with the application. In the petition and state¬ 
ment signed by its vice-president, LeG Oemgross, t|he ap¬ 
plicant states that it “herewith presents five specimens, 
showing the trademark as actually used by the applicant 
on the goods”. 
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In the sworn Declaration of Leo Gerngross, it is stated: 

“that said trademark is used by said corporation in 
commerce among the several States of the United 
States; . . . and that the specimens show the trade¬ 
mark as actually used upon the goods.” 

That this sworn Declaration was false is shown by the 
admission of Bernheim’s president, Emil Schwarzhaupt, 
when he testified as plaintiff-appellee’s witness [App. 429] 
that his company never made any use whatever of the trade¬ 
mark “OLD CHARTER”. 

It was in the light of this admission made by Bernheim 
Distilling Company’s president, that plaintiff-appellee stip¬ 
ulated, in open court, that Bernheim had never used the 
mark “OLD CHARTER” when it applied for and obtained 
Registration No. 321,823. 

Bernheim’s application for registration contained still 
another deliberate misstatement. Thus, as required by Sec¬ 
tion 2 of the Trade-Mark Act of February 20,1905 [15 U. S. 
C. 82] Bernheim’s application included a sworn declaration 
that 

“no other person, firm, corporation or association, to 
the best of his knowledge and belief, has the right to 
use said trademark in the United States.” 

That this statement was known to be false by Bernheim is 
evidenced by the admission of Bernheim’s president [App. 
424-5] that Bernheim was aware of Wright & Taylor’s 
activities in selling “OLD CHARTER” whiskey (bearing 
the original Wright & Taylor’s labels). 

In other words, Bernheim Distilling Company knew full 
well, at the time it filed its application with the sworn 
declaration mentioned above, that some other corporation, 
namely Wright & Taylor did have the right to use the 
mark “OLD CHARTER” and that the sworn declaration 
was false. 

Thus the granting of the “OLD CHARTER” registra¬ 
tion was a result of a deliberate fraud perpetrated upon the 
United States Patent Office, such as renders the registration 
void ab initio. See Hazel-Atlas Glass Co. vs Hartford - 
Empire Co. 322 U. S. 238, 246-251; 88 L. Ed. 1250, 1255-8; 
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Precision Instrument Mfg. Co. vs Automotive Maintenance 
Machinery Co. 324 U. S. 806, 814-5, 818-9; 89 L. Ed. 1381, 
1386-9; Keystone Driller Co. vs General Excavator Co. 290 
U. S. 240, 243-5; 78 L. Ed. 293, 296-7; Moore vs Heany 34 
App. D. C. 31; 1909 C. D. 488. 

And where it is discovered, in an action under R. S. 
4915, or a similar proceeding, that the plaintiff or tliose in 
privity with him have been gnilty of fraud or misrepre¬ 
sentation in the Patent Office, plaintiff is not entitled to 
relief because of his unclean hands. See Mas vs Coda-Cola 
Co. 163 F. 2d 505, 508-511 (CCA 4); Mallard vs Kitto 69 
USPQ 568, 570 (DC ND Ill.), Ex parte Mallard 71 tJSPQ 
294, 295-7 (Com’r). See also the following decisions to 
the effect that a party guilty of fraud in the Pateni Office 
is discredited in actions under R. S. 4915: Emerson & Yeorg 
vs Riley 41 App. D. C. 480,1914 C. D. 127, 136-7; Myers vs 
Myers 55 App. D. C. 281, 4 F. 2d 948, 951; Syracuse Wash¬ 
ing Machine Cory, vs Vieau 72 F. 2d 410, 411, 412 (CCA^2). 

It is submitted, therefore, that the District Court should 
have dismissed the complaint at bar or should hate ren¬ 
dered judgment against plaintiff-appellee because of the 
fraud practiced on the Patent Office in obtaining the “ OLD 
CHARTERS registration No. 321,823. 

2-D: Relief Barred under 15 USC 101 

It is submitted that the District Court erred in bolding 
the “OLD CHARTER” registration 321,823 to be valid (in 
spite of the unquestioned fraud practiced on the I Patent 
Office by Bernheim Distilling Company) for stiU gnother 
reason. 

Thus, Section 21 of the Trade-Mark Act of February 
20,1905 (33 Stat. 729,15 U. S. C. 101) provides, inter alia: 

“No action or suit shall be maintained under tjhe pro¬ 
visions of this subdivision of this chapter . . j. upon 

any certificate of registration fraudulently obtained.” 

Section 21 is clearly applicable in the case at bar since 
paragraph 4 of the Complaint alleges [App. 3]: 
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“4. 'This court has jurisdiction over this action under 

the provisions of the Trade Mark Act of February 20, 

1905,, as amended, ...” 

It should be noted that Section 21 does not merely 
specify that fraud in the obtaining of a Certificate of Regis¬ 
tration shall be a good defense (which might be construed 
as meaning that it must be pleaded to be available). In¬ 
stead, Section 21 specifically provides that no action shall 
be maintained upon such a fraudulently obtained Certifi¬ 
cate. This clearly requires that the Court take cognizance 
of any fraud which may appear in connection with the 
granting of the “OLD CHARTER” Registration No. 
312,S23 and requires that the Complaint at bar be dismissed 
under the doctrine of HiU vs Wooster and the other cases 
discussed hereinabove at pages 30 and 31. 

Point 3: The District Court Erred in 
Holding that Plaintiff-Appellee had Established 
a Chain of Title Entitling it to Priority 

The District Court’s decision in favor of plaintiff- 
appellee was based primarily upon its conclusion [App. 40] 
that plaintiff-appellee had established a valid chain of title 
going back to 1874 and antedating the filing date (Novem¬ 
ber 22,1933) of defendant-appellant’s “CHARTER OAK” 
Registration 311,038. 

As pointed out in the Examiner’s decision [App. 204- 
210], plaintiff-appellee, Old Charter Distillery Co. Inc., 
does not itself claim to have owned the mark * 4 OLD CHAR¬ 
TER” prior to June 4, 1937 and, instead, relies on a long 
series of alleged predecessors to carry its adoption date 
back ahead of the November 22, 1933 filing date of the 
44 CHARTER OAK” Registration 311,038. 

Thus, in effect, the District Court’s conclusion that 
plaintiff-appellee is entitled to an adoption date of 1874 
can be sustained only if each and every link in this alleged 
chain of title is found to be sound. 

In other words, in order for plaintiff-appellee to be en¬ 
titled to an award of priority, it must appear, by clear and 
convincing evidence, in view of the Patent Office’s findings 
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to the contrary [See Morgan vs Daniels 153 U. S. 12Q, 125, 
38 L. Ed. 657, 659; Loughran vs Quaker City Chocolate & 
Confectionery Co. 296 Fed. 822, 825 (CCA 3); Abbott vs 
Coe 71 App. D. C. 195, 109 F. 2d 449, 451; Century Distill¬ 
ing Co. vs Continental Distilling Corp. 106 F. 2d 48^3, 489 
(CCA 3), certiorari denied 309 U. S. 662; Empire grafts 
Corp. vs National Silver Co. 60 F. Supp. 1020, 1023 (D. C. 
S. D. N. Y.); Safeway Stores , Inc. vs Dunnell 172 iF. 2d 
649, 652 (CA-9)] that there were proper transfers of the 
trade-mark and the good-will appurtenant thereto, without 
any abandonment, going back from Old Charter Distillery 
Co., Inc. successively to Bernheim Distilling Comps.ny, a 
Delaware corporation, Bernheim Distilling Company, a 
Kentucky corporation, Wright & Taylor Distilling Corpo¬ 
ration, a Maryland corporation, Wright-Taylor Distillery 
Company, a Kentucky corporation, Wright & Taylor, a 
Kentucky corporation, Wright & Taylor, a co-partnership, 
Lemon and Moore, and A. and B. Chapeze. 

The numerous links in plaintiff-appellee’s alleged 
chain-of-title are considered under Points 3-A to 3|L in¬ 
clusive and, as will be brought out hereinbelow, it is de¬ 
fendant-appellant’s contention that all of these links, with 
the exception of those involving pre-Prohibition use of the 
mark * 4 OLD CHARTER” are fatally defective (and, tience, 
plaintiff-appellee has not shown itself to be the successor 
to any pre-Prohibition user, nor to any user during Pro¬ 
hibition, of the mark “OLD CHARTER”). 

It is further submitted that the evidence presented in 
the Patent Office, as well as the admissions made by plain¬ 
tiff-appellee for the first time in the District Court! fully 
support the concurrent fact-findings of the Examiner of 
Trade-Mark Interferences and the Commissioner of Pat¬ 
ents that plaintiff-appellee’s alleged title was fatally de¬ 
fective in most 2 of its links and, therefore, the Distirct 
Court’s action in overruling these concurrent fact-fihdings 
was erroneous, especially in the absence of any additional 
evidence presented in the District Court which was not 
considered by the Patent Office tribunals. __ 

2 the Patent Office tribunals finding it unnecessary to pass on the remaining 
links 
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Since a chronologic consideration of plaintiff-appel¬ 
lee’s alleged chain of title is felt to constitute the most 
orderly and understandable presentation of the pertinent 
facts, the following portion of this Brief will discuss the 
several successive alleged transfers in the order in which 

thev occurred. 

•> 

3-A: Pre-Prohibition Use of “OLD CHARTER” 

Plaintiff-appellee contends that the term “OLD 
CHARTER” was first adopted in 1874 by a firm known 
as A. and B. Chapeze and that, some time thereafter, 
the business was sold to Lemon and Moore who used the 
name “OLD CHARTER” until 1894, at which time a 
partnership known as Wright & Taylor acquired the trade¬ 
mark. The last named partnership filed an application for 
registration of the mark on April 26, 1905;—Registration 
No. 72,344 (See Respondent’s Exhibit 1 [App. 599-600]) 
having been granted to the partnership on Jan. 19, 1909, 
after it had been dissolved and succeeded in 1908 by Wright 
& Taylor, a Kentucky corporation (see Respondent’s Ex¬ 
hibit 2 [App. 601-2]), which used the trade mark “OLD 
CHARTER” until the advent of Prohibition. While it 
is defendant-appellant’s position that these several early 
transfers have not been properly proven, the point is not 
critical since it can be conceded for purposes of this appeal 
that Wright & Taylor, a Kentucky corporation, was the 
owner and user of the trade-mark “OLD CHARTER” 
prior to the advent of Prohibition. 

3-B: Wright & Taylor’s Operations During Prohibition 

Upon the advent of Prohibition, Wright & Taylor, 
along with other distillers, was left with a substantial stock 
of whiskey, both bottled and in bulk, which it had to dispose 
of through the only channel available, namely by sales to 
druggists for medicinal purposes. 

Naturally, it took a long time for Wright & Taylor to 
dispose of its large stock of whiskey through this limited 
channel of distribution and, as a result, Wright & Taylor 
still had a supply of “OLD CHARTER” branded whiskey 






in bottles as well as a supply of unbranded bulk whiskey as 
late as 1933 [App. 205]. 

However, it is perfectly apparent from the testimony 
of plaintiff-appellee’s own witnesses that Wright & Tay¬ 
lor’s activities during this period were merely in the nature 
of a liquidation of its stock of whiskey;—the idea being to 
get out of the whiskey business. Thus, as stated by the 
plaintiff-appellee’s witness E. Leland Taylor: 

“221. (By Mr. Jacobi) At the time prohibition 
became effective what was the position of your com¬ 
pany with respect to continuing business? 

A. When prohibition became effective? 

222. Yes: Was it your purpose to continue in busi¬ 
ness? 

A. . . . what we wanted to do was to gelj rid of 
what we had and quit. We actually thought j it was 
permanent, and the idea was to get out, but ■sje were 
left with a big stock of whiskey that we had to dispose 
of some way, and so naturally we continued as long 
as we had the stock, and that was only selling it for 
medicinal purposes.” [App. 337-8] 

The same witness testified that Wright & Taylor dis¬ 
mantled its distillery and warehouses [App. 33|7] and 
plaintiff-appellee’s witness Bullitt testified as to a resolu¬ 
tion of the stockholders of Wright & Taylor, dated April 
1, 1919, authorizing the corporation to go into the real 
estate business as well as “to continue winding up the 
distillery business” [App. 311]. 

Various of plaintiff-appellee’s own witnesses testified 
that, following the advent of Prohibition, Wright & Taylor 
dismantled its distillery, warehouse, blending plant and 
offices [App. 347] and had no liquor plant or sites [App. 
267-8] and as stated by its general manager Bullitt: “We 
went out of the whiskey business altogether.” [App. 287] 
It is submitted, therefore, that Wright & Taylor’s 
activities during the period of Prohibition and up jto July 
of 1933 were merely in the nature of a liquidation of its 
stock of whiskey (as distinguished from a going whiskey 
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business such as it conducted prior to Prohibition) and 
that, in the absence of an actual going business involving 
use of the trade-mark “OLD CHARTER” in July of 1933, 
Wright & Taylor could not validly transfer the trade-mark 
and good-will to a purported assignee. 

The District Court, in its Opinion, held that failure to 
use a trade-mark during Prohibition would not be con¬ 
strued as an abandonment [App. 24] citing Kelly Liquor 
Co. vs National Brokerage Co. 102 F. 2d 857 (CCPA). 
Similar conclusions were reached in the Court’s Findings 
of Fact [App. 31] and its Conclusions of Law [App. 37]. 

So far as it goes, this proposition is no doubt sound. 
However, this proposition does not authorize the transfer 
of a trade-mark during such period of non-use. 

Thus, it is well-settled that a trade-mark cannot exist 
except as appurtenant to an established and active business 
and that it is inseparably associated with the good-will of 
that business. See United Drug Co. vs Rectanus 248 U. S. 
90, 97; 63 Ed. 141, 145, Imperial Cotto Sales Co. vs Fair¬ 
banks 50 App. D. C. 250, 270 Fed. 686, 687. 

This doctrine has been modified only to such extent 
as to permit one previously active in the whiskey business 
to discontinue such business during National Prohibition 
without suffering abandonment so long as he resumed 
active business as soon as permitted by law. The doctrine 
has never been extended to permit him to transfer a trade¬ 
mark during such period of non-use. 

Thus, as stated in LaFayette Brewery Co. vs Rock 
Island Brewing Company 87 F. 2d 489, 493 (CCPA): 

“This question we need not determine, because we do 
not hold that an abandonment of the mark by the Na¬ 
tional Fruit Juice Co. resulted from its nonuse during 
the period mentioned (prohibition). Whatever may be 
the legal result of that, it is thought that abandonment 
did result from the transfer to appellant when it was 
not accompanied by the transfer of any business with 
which the mark is shown to have been used, and so ap¬ 
pellant acquired no rights in the mark.” 


39 


And, in the Kelly Liquor Co. case relied on by the Dis¬ 
trict Court in the case at bar, the Court specifically held: 

“We cite this case* to the point that, notwithstand¬ 
ing the fact that non-use of a mark during the prohibi¬ 
tion period does not constitute an abandonment of the 
mark, nevertheless the mark may not be legally trans¬ 
ferred to another unless accompanied by the transfer 
of some business with which the mark is shown to have 
been used. 

While Kelly Brothers Company might have en¬ 
gaged in the liquor business after the repeal of pro¬ 
hibition and then sold such business to appellant, to¬ 
gether with the good will and trade-mark used in con¬ 
nection therewith, it did not do so.” (102 F. 2d 860, 
861) 

The Court, in the Kelly Liquor Co. case, held that while 
Kelly Brothers Company was the owner of the trade-mark 
there involved in 1930, an attempted assignment executed 
in that year did not operate as a valid transfer of the trade¬ 
mark since the assignor was not then using the maijk (even 
though it had sold some 500 cases of liquor beaming the 
trade-mark during Prohibition). 

Applying the doctrine of the Kelly Liquor Co case to 
the facts of the case at bar, it can be seen that right & 
Taylor could have continued its desultory and limited sales 
of liquor throughout Prohibition and could, upon Repeal on 
December 6,1933, have resumed active business and could, 
thereafter, have transferred valid title to the trade-mark 
“OLD C HA RTER”. However, it is clear from the au¬ 
thorities discussed above that Wright & Taylor did not 
have the power to effect a valid assignment of the trade¬ 
mark “OLD C HAR TER” in July of 1933 which whs prior 
to Repeal, in view of the fact that Wright & Tailor was 
then not actively engaged in a bona fide whiskey business. 

Another point to be considered in connection with the 
question of whether Wright & Taylor was or was not using 

* Lafayette Brewery Company vs Rock Island Brewing Company, 87 F. 2d 
489, 493 (CCPA). 
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the mark “OLD CHARTER” during prohibition is the 
fact that the original “OLD CHARTER” Registration No. 
72,344 (see Respondent’s Exhibit 1 [App. 599-600]) granted 
January 19,1909, was permitted to expire without renewal, 
on January 19, 1929. As stated in Viscol Co. vs Vacuum 
Oil Co. 72 USPQ 143, 144 (Com’r): 

“• * * failure to renew its 1908 registration would 
indicate suspension of use, if not abandonment, of the 
registered mark.” 

3-C: Wright & Taylor’s July 8, 1933 Dealings 
with James Burns 

In the early part of July, 1933 Wright & Taylor (which 
at that time had some 20,000 odd cases of “OLD CHAR¬ 
TER” bottled whiskey and which had 1189 barrels of un¬ 
branded whiskey, in the Stitzell warehouse, (plus some 400- 
odd additional barrels of whiskey to be distilled in the Fall 
of 1933 [App. 205]) was, according to plaintiff-appellee, 
approached by one James Burns who came to Louisville 
looking for whiskey which he could buy in anticipation of 
the repeal of Prohibition. Burns, who testified on behalf 
of plaintiff-appellee that he was a stock and insurance 
salesman [App. 260] and that his business was “promo¬ 
tional letter-writing” [App. 259] (and who has been vari¬ 
ously characterized by other witnesses of plaintiff-appellee 
as a “promoter” [App. 231, 435], a “stock-promoter”, a 
“go-between” and a “high-pressure man” [App. 307], and 
who had had no experience in the whiskey business [App. 
261, 318]), tried to interest Wright & Taylor in a proposi¬ 
tion whereby they would turn over their entire whiskey 
stock to Bums. Bums had little or no money of his own 
and was going on the assumption that the necessary funds 
would be supplied by a man named Timken [App. 261, 307] 
whom plaintiff-appellee did not call. 

Presumably following some preliminary negotiations, 
Wright & Taylor entered into a written agreement with 
James Bums personally on July 8,1933 [App. 511] calling 
for the sale of the whiskey to Bums for a price of approxi- 
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mately $860,000;—Bums paying $10,000 down to bind the 
contract [App. 517]. 

Plaintiff-appellee has persistently failed and refused to 
produce this July 8, 1933 agreement between Wright & 
Taylor and Burns even though defendant-appellant repeat¬ 
edly called for its production during the Patent Office pro¬ 
ceedings and also during the trial in the District Court 
[App. 122]. 

While, as will be discussed hereinbelow, plaintiff- 
appellee relies upon a subsequent (July 18, 1933) assign¬ 
ment from Wright & Taylor to a corporation known as 
Wright-Taylor Distillery Company, there is nothing in the 
record to show that the July 8, 1933 agreement was ever 
cancelled or assigned to any alleged predecessor of plain¬ 
tiff-appellee, so that the July 8, 1933 agreement hiust be 
construed as adverse to and contradictory of plaintiff- 
appellee’s alleged chain of title and, in and of itself, must 
be taken as refuting plaintiff-appellee’s contention' that it 
is a successor to Wright & Taylor. 

| 

3-D: Divergent instruments of July 18, 1933 

As part of its alleged chain of title, plaintiff-appellee 
introduced in evidence in the Patent Office two instilments 
identified as Respondent’s Exhibit 3 [App. 603-9] and Re¬ 
spondent’s Exhibit 4 [App. 610-3], both of which are dated 
July 18, 1933. 

By the instrument of Respondent’s Exhibit 3 bright & 
Taylor, the Kentucky corporation purportedly sold to U. S. 
Distillers, Inc., a Delaware corporation which Bums had 
caused to be incorporated on July 13,1933 (see Petitioner’s 
Exhibit 5), 20,500 cases of “OLD CHARTER” wliiskey at 
$35.00 per case, 1600 barrels (including 400 barrel^ not yet 
produced) of bulk whiskey at $60.00 per barrel, and its 
brands and trade-marks, especially “OLD CHAPTER” 
and “OLD KENTUCKY TAYLOR”, as applied to whis¬ 
key, ostensibly for $50,000. Wright & Taylor also pur¬ 
portedly assigned to U. S. Distillers, Inc. its distiller’s 
permit and its distilling and warehousing contracts. The 
instrument of Respondent’s Exhibit 3 specified a $100,000 
down payment (including $10,000 previously paid on July 
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8, 1933), $100,000 thirty days after July 18, 1933, $100,000 
ninety days after July 18, 1933, and $100,000 each ninety 
days thereafter until paid in full. The instrument of Re¬ 
spondent ’s Exhibit 3 also provided that warehouse receipts 
covering whiskey purportedly sold were to be deposited in 
escrow at the Citizens Union National Bank, to be released 
to U. S. Distillers, Inc. only upon the latter’s fulfillment of 
its undertaking to make the deferred payments. 

It is interesting to note, however, that U. S. Distillers, 
Inc. was not given any right to actually receive any ware¬ 
house receipts until after payment of $300,000 (at which 
time it was purportedly given the right to receive $100,000 
worth of warehouse receipts), which was not made until 
November 15,1933 [App. 401-2], long after U. S. Distillers, 
Inc. purportedly sold the mark “OLD CHARTER.” 

It is also interesting to note that the 20,500 cases of 
“OLD CHARTER” whiskey did not represent the entire 
supply and that James Bums had previously purchased, for 
his own account, 157 cases of “OLD CHARTER” whiskey 
[App. 464], while Wright & Taylor had retained 60 cases 
[App. 399] for further sale to some of its old customers. 

By the instrument of Respondent’s Exhibit 4, Wright & 
Taylor, the Kentucky corporation, purportedly assigned to 
Wright-Taylor Distillery Company, a Kentucky corpora¬ 
tion which Bums had caused to be incorporated on July 17, 
1933 (see Petitioner’s Exhibit 9), for a recited considera¬ 
tion of $50,000 par value of the latter’s stock, 20 listed 
trade-marks, including “OLD CHARTER” as well as “the 
good will as applied to liquors of all kinds of Wright & 
Taylor”. No other property of any kind was purportedly 
assigned by Respondent’s Exhibit 4. 

It is respectfully submitted that the instruments of 
Respondent’s Exhibit 3 and Respondent’s Exhibit 4 were 
ineffective to transfer valid title to the trade-mark “OLD 
CHARTER” and, instead, operated merely as an abandon¬ 
ment of the mark by Wright & Taylor, so that plaintiff- 
appellee’s alleged chain-of-title is broken and is fatally de¬ 
fective at that point. 
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No intent by Wright & Taylor to transfer trade¬ 
marks and good will 

The testimony of plaintiff-appellee's own witnesses 
clearly reveals that Wright & Taylor regarded the Jnly 18, 
1933 transaction as nothing more than an arrangement to 
sell a specified amount of whiskey and that the instruments 
of Respondent’s Exhibits 3 and 4 were “rigged” to make 
it appear (contrary to fact) that the trade-marks and good 
will were assigned and paid for separately and distinct 
from the agreement to sell the physical whiskey. Thus, the 
witness Bullitt testified that the actual price of tlie bulk 
whiskey referred to in the instrument of respondent’s Ex¬ 
hibit 3 was $100 per barrel and that, at the suggestion of 
Burns, the prices were juggled to make it appear that the 
price was only $60 a barrel and that the difference of $50,000 
represented a payment for the actual trade-marks [App. 
459, 508]. | 

See also the testimony of E. Leland Taylor in the 1934 
case of Levin & Smith vs Wright & Taylor, Inc. (which is 
in evidence as Petitioner’s Exhibit 111) wherein he made 
such statements as “we just considered that as $50,000 
more for the barrel whiskey” and “We never even sold 
the good will.” [App. 546] 

Instrument of Respondent’s Exhibit 3 “rigged” t6 create 
appearances contrary to the facts 

In addition to the doctored prices for the bulk whiskey 
and trade-marks as discussed hereinabove, the instrument 
of Respondent’s Exhibit 3 contains many other recitations 
which were not in accord with the actual facts and which 
were merely “window-dressing” inserted to make it) appear 
(contrary to the fact) that a valid transfer of going 
business was being effected. 

Thus, plaintiff-appellee’s own witness E. Leland Taylor 
testified [App. 493] that Wright & Taylor had no distiller’s 
permit in July of 1933 and that “you cannot transfer per¬ 
mits to makft whiskey”. 

To like effect is the testimony [App. 486] of plaintiff- 
appellee’s witness Bullitt, who also testified [App. 312-3] 
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that Wright & Taylor did not turn over to TJ. S. Distillers, 
Inc. any of its contracts with warehousemen or the like. 

Likewise, various of plaintiff-appellee’s witnesses tes¬ 
tified that Wright & Taylor did not turn over any of its 
whiskey formulas [App. 355], or salesmen or clerks [App. 
315] or books [App. 272, 356] (and in fact did not even 
permit Burns to examine its books [App. 358-9]). 

Instrument of Respondent’s Exhibit 3 nothing 
more than an executory contract which was 
never fully carried out 

The instrument of Respondent’s Exhibit 3, while pur¬ 
porting to sell bottled and bulk whiskey, actually amounted 
to nothing more than an agreement to release warehouse 
receipts at some future date if, as and when proper pay¬ 
ments were made by U. S. Distillers, Inc. 

A warehouse receipt is nothing more than a chose-in- 
action or negotiable instrument and it is well settled that 
the sale of warehouse receipts does not carry with it any 
trade-mark rights to the whiskey represented thereby. 

Thus, as stated in Old Joe Distilling Co. vs Esbeco 123 
F. 2d 658, 661 (CCPA): 

“The mere sale of the certificates of ownership (ware¬ 
house receipts) which was the actual business in which 
Mr. Hawkins was engaged during that period would 
not, as we view it, carry trade-mark rights to pur¬ 
chasers ...” 

Wright & Taylor could not agree to transfer anything 
more than warehouse receipts to U. S. Distillers, Inc. be¬ 
cause the latter did not have a Federal license [App. 277] 
and could not actually receive the whiskey itself. 

Moreover, not even the warehouse receipts were ever 
actually assigned to U. S. Distillers, Inc. and, instead, they 
were merely endorsed in blank by Wright & Taylor and 
deposited in the Citizens Union National Bank. Thus, plain¬ 
tiff-appellee’s witness Taylor testified that the warehouse 
receipts were not signed over and that “it was in our name 
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all the time [App. 358] while the witness Burns testified to 
like effect [App. 512]. j 

By the instrument of Respondent’s Exhibit 28-A [App. 
683] dated April 26, 1934, U. S. Distillers, Inc., because of 
its inability to make the several deferred payments called 
for by Respondent’s Exhibit 3, proposed to “set aside” 
the contract of Respondent’s Exhibit 3 and called for ap¬ 
proval “of this cancellation”;—the proposal being accepted 
by Wright & Taylor by the instrument of Respondent’s 
Exhibit 28-B [App. 684], as a result of which the identical 
warehouse receipts representing 17,000 (of the original 
20,500) cases of “OLD CHARTER” whiskey which had 
been endorsed in blank by Wright & Taylor and which had 
at all times remained in the custody of Citizens Union Na¬ 
tional Bank, were returned to Wright & Taylof [App. 
503]. | 

Thus, actually, the warehouse receipts representing 
17,000 of the 20,500 cases of “OLD CHARTER” jwhiskey 
owned by Wright & Taylor in July of 1933 never left the 
constructive possession or ownership of Wright & Taylor 
and were physically returned to Wright & Taylor as a re¬ 
sult of the cancellation of the instrument of Respondent’s 
Exhibit 3 by the subsequent instruments of Respondent’s 
Exhibits 28-A and 28-B. 

It is submitted that no such executory contract which 
was cancelled before completion with return of tpe ware¬ 
house receipts representing over 80% of the entire stock 
of trade-marked goods to the original seller is effective to 
constitute a valid assignment of a trade-mark and the good - 
will appurtenant thereto, either to U. S. Distiller^, Inc. or 
to Wright-Taylor Distillery Company. 


Instrument of Respondent’s Exhibit 4 
not a valid assignment 

As pointed out hereinabove at page 8, plaintiff- 
appellee has taken the position, for the first tiifie in the 
District Court, that the instrument of Respondent’s Exhibit 
3 was ineffective to transfer any trade-mark rights in the 
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term “OLD CHARTER” and places its sole reliance on 
the instrument of Respondent’s Exhibit 4 in its claim to 
snccessorship to Wright & Taylor. 

It is submitted, however, that this instrument was in 
fact wholly ineffective to transfer any valid trade-mark 
rights in the term “OLD CHARTER”. 

It is clear from the record that the instrument of 
Respondent’s Exhibit 4 was nothing more than a piece of 
paper executed by Wright & Taylor gratuitously and with¬ 
out any actual consideration and amounted merely to an 
invalid attempted transfer of the naked trade-mark in gross 
(and divorced from the whiskey assets of Wright & Taylor) 
such as constituted an abandonment of the mark under 
well settled authorities. 

Thus., plaintiff-appellee’s own witnesses, who were offi¬ 
cers or employees of Wright & Taylor, testified that Wright 
& Taylor never received the $50,000 of Wright-Taylor Dis¬ 
tillery Company shares referred to in Respondent’s Exhibit 
4. See the testimony of E. Leland Taylor [App. 501, 509] 
and Bullitt [App. 504]. 

It follows, therefore, that there was no actual consid¬ 
eration paid for the instrument of Respondent’s Exhibit 4 
which would, in and of itself, render it ineffective to trans¬ 
fer valid trade-mark rights as against the thereafter-vested 
right of a third party, namely Continental Distilling Cor¬ 
poration, in the trade-mark “CHARTER OAK”. 

Moreover, it should be noted that the agreement of 
Respondent’s Exhibit 4 does not even purport to transfer 
the good will appurtenant to the trade-mark “OLD CHAR¬ 
TER”;—the transfer of good will recited therein being the 
good will of the name “Wright & Taylor”. This is evi¬ 
dent from the testimony of plaintiff-appellee’s witness 
Bums, who, testifying with respect to Respondent’s Ex¬ 
hibit 4, stated: 

“So we immediately kept this Wright & Taylor Dis¬ 
tillery Company. I purchased the good-will of the 

Wright & Taylor name as pertaining to whiskey, . . 

[App. 250] 


I 
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It is apparent, therefore, that the instrument of Re¬ 
spondent’s Exhibit 4 was nothing more than an attempted 
transfer of a naked trade-mark in gross without any actual 
transfer of physical assets or of good-will. It is well set¬ 
tled that, nnder these circumstances, Wright-Taylor Dis¬ 
tillery Company did not acquire any valid title to the trade¬ 
mark “OLD CHARTER” and that, instead, the instrument 
of Respondent’s Exhibit 4 operated merely as an abandon¬ 
ment of the mark “OLD CHARTER” by Wright & Taylor. 

It is, of course, a fundamental principle of trade-mark 
law that an attempted transfer “in gross” of a naked 
trade-mark unaccompanied by the transfer of a going and 
active business and good-will is invalid and operates as an 
abandonment of the trade-mark. 

Kidd vs Johnson 100 U. S. 617, 620; 25 L. Ed. 
769, 770, 771 

Mayer Fertilizer <& Junk Co. vs Virginia- 
Carolina Chemical Co. 35 App. D. C* 425; 
1910 C. D. 399, 400 

Penetrine Cory, vs Plough 121 F. 2d 539, 543 
(CCPA) ! 

Kelly Liquor Co. vs National Brokerage Co., Inc. 
102 F. 2d 857, 860 (CCPA) I 

Corr vs Oldtyme DistiUers, Inc. 118 F. 2d 919, 
923 (CCPA) 

Brewster-Ideal Chocolate Co. vs Dairy Maid 62 
F. 2d 844 (CCPA) 

Old Joe Distilling Co. vs Esbeco 123 F. 2d 658, 
660-2 (CCPA) 

LaFayette Brewery Inc. vs Rock Island 87 F. 2d 
489, 491, 493 (CCPA) 

As pointed out above, the instrument of Respondent’s 
Exhibit 4 does not even purport to transfer the good-will 
appurtenant to the trade-mark “OLD CHARTER” (as 
distinguished from the good-will appurtenant to the name 
“Wright & Taylor”). But even if the instrument of Re¬ 
spondent’s Exhibit 4 did include a recitation of transfer 
of good-will appurtenant to the trade-mark “OLD CHAR- 
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TER”, such a statement (though perhaps binding upon the 
assignor or those in privity with him) is meaningless as 
affecting the rights of a third party (Continental Distilling 
Corporation) where the recitation is not supported by, and 
indeed is squarely contradicted by, the facts of record. 

In its opinion [App. 25] the District Court did not at¬ 
tempt to go beyond the face of the instrument of Respond¬ 
ent’s Exhibit 4 and held that the instrument effected a valid 
transfer because it included a recitation of the sale of 
good-will. 

It is submitted, however, that this ruling was clearly 
erroneous in view of the authorities cited above. In other 
words, the many decisions of this Court and of other courts 
to the effect that there can be no valid transfer of a trade¬ 
mark except as appurtenant to the good-will of the business 
with which it has been used, clearly contemplate that there 
must in fact be an actual transfer of good-will and do not 
contemplate that a mere recitation of good-will in a written 
instrument shall be binding and conclusive upon the rights 
of a third party. If the District Court’s ruling were sound, 
any trade-mark assignment would be closed to investigation 
and would be binding upon all the world so long as it recites 
a transfer of good-will, even though the facts clearly indi¬ 
cate that good-will was not transferred. 

Thus, as stated in the recent case of Arrow Importing 
Co., Inc. vs Driesen, Meyer & Oronsky 74 USPQ 66, 67 
(Com’r): 

“The registration and the registered mark were 
assigned to respondent’s predecessor, ‘together with 
the good will of the business in connection with which 
the said mark is used.’ It appears quite conclusively 
from the evidence, however, that no good will was 
transferred, nor was intended or expected to be by 
either party to the transaction. I am thus inclined to 
agree with petitioner that the assignment worked an 
abandonment by the assignor, and that the assignee 
took nothing thereby. Kelly Liquor Co. v. National 
Brokerage Co., 26 C. C. P. A. 1110,102 F. 2d 857. 




In this connection, it is respectfully submitted that the 
District Court erred in taking this instrument (as well as 
the other instruments making up plaintiff-appellee’s al¬ 
leged chain-of-title) at its face value without giving any 
consideration to the contradictory evidence found in the 
Patent Office depositions. Thus, the District Court ren¬ 
dered its opinion from the bench immediately upon con¬ 
clusion of the 2-day trial and without having read or con¬ 
sidered the 1600 pages of depositions in the Patent Office 
[App. 92]. 

Indeed, it is obvious from many statements made by 
the District Court during the course of the trial, that it 
felt itself bound by the written conveyances. Thus, when 
defendant-appellant’s counsel attempted to refer t|o con¬ 
flicting testimony given by the witness E. Leland Taylor, 
the Court interrupted with the statement “I am only in¬ 
terested in the written conveyances” [App. 94]). Again, 
when counsel referred to the testimony contradicting the 
recitations of price included in the instrument of Respond¬ 
ent ’s Exhibit 3, the Court asked “Aren’t we bound by the 
written instrument?” [App. 118] and, when counsel called 
attention to the fact that good-will is not transferred by 
simply including words to that effect in a paper, the Court 
asked “Isn’t the best way to evidence the transfer to have 
the formal conveyance?” [App. 155] 

It is submitted that the circumstances surrounding the 
purported assignment of respondent’s Exhibit 4 ipake it 
clear that no good will was actually transferred thereby to 
Wright-Taylor Distillery Company. 

Thus, as discussed above, the recited consideration was 
never actually paid. By plaintiff-appellee’s own conten¬ 
tion, all of Wright & Taylor’s whiskey assets were trans¬ 
ferred not to Wright-Taylor Distillery Company but to a 
separate and distinct corporation, namely U. S. Distillers, 
Inc. by the instrument of Respondent’s Exhibit 3 (under 
an executory agreement which was cancelled so that the 
whiskey assets never left their original owner, Wright & 
Taylor). Plaintiff-appellee’s witnesses have made Conflict¬ 
ing statements, some to the effect that the two corporations 
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bore the relationship of parent-and-subsidiary and others 
to the effect that they were not actually related in any way 
[App. 250]. 

However, regardless of the exact relationship, it is 
clear, under the authorities to be discussed hereinbelow, 
that corporate entities cannot be disregarded and that, as 
against a third-party, the shortcomings of the attempted 
transfer to Wright-Taylor Distillery Company cannot be 
cured by reliance upon any purported transfer of assets 
to U. S. Distillers, Inc. 

Thus, an almost identical situation was considered in 
the case of Kelly Liquor Company vs National Brokerage 
Co. 102 F. 2d 857, 861 (CCPA) wherein the Court, in hold¬ 
ing invalid an attempted transfer of a trade-mark even 
though both the assignor corporation and the assignee cor¬ 
poration were commonly owned and controlled, stated: 

“We would observe with respect to the foregoing that 
the domination of both companies by a common stock¬ 
holder cannot affect the question here involved. Kelly 
created separate entities as a convenience for his busi¬ 
ness and he may not be heard to claim that, because 
of his common ownership of their stock, no distinction 
should be made between them.” 

A similar ruling was made in U. S. Ozone Company vs 
U. S. Ozone Company of America 58 F. 2d 1051 (CCPA) 
in which the A Company registered the trade-mark 
“OZONE”. The A Company then entered into an agree¬ 
ment with the C Company whereby the C Company would 
sell water-purifying apparatus to be manufactured by the 
A Company under the A Company’s patents and trade¬ 
mark “OZONE”. Actually the A Company had no manu¬ 
facturing business facilities nor did it transact any manu¬ 
facturing business whatsoever. The patents were actually 
owned by the B Company which did the manufacturing and 
which had the same directors as the A Company. 

When the C Company discovered that the A Company 
was merely a blind and not the real and responsible manu¬ 
facturer, it insisted upon a similar contract between itself 
and the B Company;—the contract designating the C Com- 
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pany as the sales agent for the apparatus and eqnipment 
manufactured by the B Company under the B Company’s 
patents and under the B Company’s trade-mark ‘ 1 OZOjNE ’ 
The Court held that neither of these attempted agree¬ 
ments was valid and neither conveyed any rights in the 
trade-mark 11 OZONE 99 to the C Company. The Court held 
that the attempted agreement between the A Company and 
the C Company was invalid since the A Company was not 
engaged in any business and was not, therefore, entitled to 
own or register the trade-mark “OZONE”. On the other 
hand, the B Company which was a manufacturing company 
actively engaged in business, did not have title to the trade¬ 
mark “OZONE”, since said title was allegedly vested in 
the A Company, which was under com m on control 

See also DeSanno vs Leib 107 F. 2d 615, 617 (CpPA) 
in which it was held, in a cancellation, that an individual 
could not rely upon the use of mark by a corporation of 
which he owned 95% of the stock. The Court in Deft anno 
vs Leib stated: 

“The fact that an individual is the chief stockholder 
of a corporation can give him no right to act f<[>r the 
corporation.” 

Splitting Invalidates Trade-Mark 

Indeed, the simultaneous purported transfer of the 
trade-mark “OLD CHARTER” to two separate corporate 
entitles by the divergent instruments of Respondents Ex¬ 
hibits 3 and 4 operated, in and of itself, as an abandon¬ 
ment of the mark, since both assignee corporations could 
thereby claim the right to use the mark independently of 
the other. As stated in Kidd vs Johnson, 100 U. S. 617; 25 
L. Ed. 769, 770: 

“That transfer was plainly designed to (confer 
whatever right Pike possessed. It, in terms, extends 
the use of the trade-mark to Mills, Johnson C|). and 
their successors. Such use, to be of any value, must 
necessarily be exclusive. If others also could use it, 
the trade-mark would be of no service in distinguishing 
the whiskey of the manufacture in Cincinnati; and thus 
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the Company would lose all the benefit arising from the 
reputation the whiskey there manufactured had ac¬ 
quired in the market.’’ 

Thus, it is clear that in order to be the “owner” of a 
trade-mark within the meaning of the Trade-Mark Act of 
February 20,1905, one must have the exclusive right to use 
the mark. It has many times been held that where the 
alleged owner or a predecessor-in-title has stripped him¬ 
self of the right to exclusive use (as, for example, by grant¬ 
ing permission to others to use the mark) he has forfeited 
his right to register the mark under the Act. 

Thus, in California Packing Corp. vs Sun-Maid Raisin 
Growers 64 F. 2d 370, 371, 373 (CCPA), it was held that 
Sun-Maid was not entitled to registration because its prede¬ 
cessor had entered into an agreement with California Pack¬ 
ing Coip. whereby both companies were permitted to use 
the mark;—the Court stating: 

“The case of Hamilton, Brown Shoe Co. v. Sam B. 
Wolf Sons Co., 39 F. (2d) 272, 17 C. C. P. A. 921, is 
directly in point; we there held that a contract entered 
into between the applicant and a predecessor of the 
opposer barred the applicant from asserting any right 

to register the mark applied for.” 

• ••••• 

“If an applicant has by contract divested himself of 
ownership of and the right to use a mark for which 
he makes application for registration, he is not the 
‘owner’ of the mark. Ownership is an indispensable 
element of the right of registration under the first 
clause of section 5 of the said Trade-Mark Act (15 
USCA §85). In re Bonide Chemical Co., Inc., 46 F. 
(2d) 705,18 C. C. P. A. 909.” 

See also, to like effect, R. M. Hoilingshead Corp. vs 
Davies-Young Soap Co. 121 F. 2d 500, 504 (CCPA) wherein 
the California Packing Corp. case is cited with approval 
and wherein the Court goes on to say: 

“Finally, upon this branch of the case, from ‘Nims on 
Unfair Competition and Trade-Marks,’ under the sec- 
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tion entitled ‘License of trade-marks and granting right 
to their use temporarily,’ we quote from page 68 the 
following ‘ * * * A lease or license of a mark apart from 
its business with which it is used, constitutes an aban¬ 
donment of the mark and rightfully so.’ ” 

Under the theory of the cases cited above, it i^ clear 
that, by the two divergent instruments dated July 18, 1933, 
Wright-Taylor Distillery Company did not acquire the 
exclusive right to use the mark “OLD CHARTERS” be¬ 
cause the mark was purportedly also transferred tq U. S. 
Distillers, Inc. (which purportedly also received all the 
trade-marked goods and the right to dispose of them). 
While, as plaintiff-appellee has conceded, the instrument 
of Respondent’s Exhibit 3 did not transfer any valid trade¬ 
mark rights to U. S. Distillers, Inc. as against third parties, 
nevertheless, as between the two purported assignees , it is 
believed obvious that Wright-Taylor Distillery Company 
could not contend that U. S. Distillers, Inc. had no tight to 
use “OLD CHARTER”. ! 

In other words, the purported exclusive owner of the 
trade-mark “OLD CHARTER”, namely Wright-Taylor 
Distillery Company, could not have prevented use of the 
mark by a separate and distinct corporation, namejy U. S. 
Distillers, Inc., which is clearly contradictory to tjie right 
of registration under the Trade-Mark Act of February 20, 
1905. 

Indeed, as between the two purported assignees, the 
control of the mark resided in U. S. Distillers, In<j. (since, 
according to plaintiff-appellee’s contention, Wright-Taylor 
Distillery Company was a subsidiary of U. S. distillers, 
Inc. so that its policies could be controlled thereby) which 
certainly is in derogation of plaintiff-appellees’ position 
that Wright-Taylor Distillery Company acquired vjalid title 
to the mark “OLD CHARTER” such as subsequently au¬ 
thorized the granting of Registration No. 321,823. 

In its Opinion [App. 25], the District Court stated: 

“Abandonment, however, depends in large part on the 
intention of the parties. WTien the original owner, 

simultaneously with a void assignment, 8 executed a con- 

----- !— - ' — 

3 the instrument of Respondent’s Exhibit 3 


I 
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veyance of the trade-mark and good-will to the Wright- 
Taylor Distillery Company, he can hardly have in¬ 
tended to abandon this valuable asset.” 

It is submitted, however, that the District Court’s in¬ 
terpretation of the applicable law was erroneous. 

Thus, intent to abandon can be presumed or inferred 
from facts. 

In American Photographic Publishing Co. vs Ziff- 
Davis Publishing Co. 135 F. 2d 569, 573 (CCA 7), the Court 
stated: 

“Plaintiff contends, however, that since Fraprie (who 
was director, treasurer, and editor, as well as a very 
large stockholder, and thus well qualified to speak for 
plaintiff) stated that he never intended to abandon the 
mark Popular Photography, it was not lost because 
intent is an essential of abandonment. But actions 
frequently speak louder than words. The facts and 
circumstances shown by this record outweigh this con¬ 
tention.” 

Moreover, it is not necessary to show a deliberate in¬ 
tent to abandon (which is almost never the case);—it being 
sufficient to show that an alleged trade-mark owner or his 
predecessor-in-title knowingly committed some act which 
stripped him of the right to exclusive ownership and con¬ 
trol and which, under the theory of the cases discussed 
above, in and of itself operated as an abandonment. 

In other words, the instruments of July 18, 1933 (as 
well as the subsequent actions of Wright-Taylor Distillery 
Company in remaining wholly inactive without attempting 
to control the use of the mark) in effect gave U. S. Dis¬ 
tillers, Inc. the right to use “OLD CHARTER” as against 
any claim by Wright-Taylor Distillery Company and such 
permission operated as an intentional abandonment of the 
mark, the effect of which is not altered by the fact that it 
may have come about because of ignorance of the applicable 
law. 

See also American Broadcasting Co. vs Wahl Co. 121 
F. 2d 412, 413 (CCA 2), wherein it was stated: 
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“A license of a trade-mark that has never been con¬ 
nected with the business of the licensee is objectionable 
for the same reason as an assignment of a trade-mark 
in gross . . . ” 

To like effect are Everett 0. Fisk Co. vs Fisk Teachers* 
Agency 3 F. 2d 7 (CCA 8); McKesson and Robbins vs 
Phillips 53 F. 2d 342, 344 (CCA 2); Sherwood Company, 
Inc. vs Sherwood Distilling Company 177 Md. 455, 9 AtL 
2d 842, 44 USPQ 177,179 (Md. Ct. of Appeals). 

It is submitted, therefore, that the District Court erred 
in holding that there was no intent to abandon by reason 
of the instruments of July 18, 1933. 

Another thing which flatly contradicts plaintiff-appel¬ 
lee’s contention that Wright & Taylor’s good-will in the 
trade-mark “OLD CHARTER” was transferred to Wright- 
Taylor Distillery Company by the instrument of Respond¬ 
ent’s Exhibit 4 is the fact that, as shown by Petitioner’s 
Exhibits 101 through 110, as well as by the testimony of 
the witnesses [App. 397-8], Wright & Taylor continued 
operating in exactly the same way after July 18,1$33 as it 
had operated before that date. 

Thus, all sales of “OLD CHARTER” whiskey made 
after July 18, 1933 were carried on Wright & Taylor’s 
books and were billed to the same customers upoA its in¬ 
voices so that purchasers had no way whatever of inowing 
that a purported transfer of the trade-mark “OLD CHAR¬ 
TER” and the good will appurtenant thereto had been made 
to Wright-Taylor Distillery Company. 

It is well established that an attempted assignment of 
a trade-mark confers no rights upon the assignee if the 
assignor continues in the same business selling t^ie same 
article and that such attempted assignment operate^ merely 
as an abandonment of the trade-mark. Thus, in California 
Packing Corporation vs Sun-Maid 81 F. 2d 674, 678 (CCA 
9); cert, denied 298 U. S. 668; 80 L. Ed. 1391, the Court 
stated: 

“A manufacturer cannot make a valid assignment 
of a trade-mark and continue the manufacture or sale 
of the same products in connection with which the 
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trade-mark was used. Eiseman v. Schiffer (C. C.) 157 
F. 473; Independent Baking Powder Company v. Boor¬ 
man (C. C.) 175 F. 448.” 

To like effect is the ruling in the case of Bulte vs Igle- 
heart 137 Fed. 492, 498, 499 (CCA 7), in which the Court 
stated: 

“A trade-mark is analogous to the good will of a 
business. Whoever heard of a good will being sold to 
one while the original owner continues the business as 
before? The good will is inseparable from the business 
itself. So, likewise, is a trade-mark or trade-name that 
gives assurance to the purchaser that the article upon 
which is stamped the trade-mark or trade-name is the 
genuine production of the manufacturer to whom the 
trade-name or trade-mark points by association as the 
maker of the article. Therefore it is that it is a neces¬ 
sary qualification to the assignability of a trade-mark 
that there goes with it the transfer of the business and 
good will of the owner of the symbol. (Citing cases.) 
There is no pretense of the transfer to Meyer and 
Bulte of the business of the originators of this trade¬ 
mark or of any other successors in business. They have 
continued up to this time the manufacture of flour as 
before. It was a bald attempt to sell the trade-mark 
disassociated from the business in which it had been 
used, and in which it had acquired its value by associa¬ 
tion with the manufacture of flour by the originator 
and his successors. It was subsequently used by the 
complainants at another place, and upon their own 
manufacture. To uphold such a transfer would be to 
ignore the fundamental office of a trade-mark, would 
be to disregard its purpose and object, would be to 
sanction fraud upon the public purchasing the article. 
We are of the opinion, therefore, that the complain¬ 
ants acquired no title to this trade-mark under the 
transfer from Land and his successors in business.’ * 

The principle is applicable, with double force, in the 
case at bar because Wright & Taylor not only continued 
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in the same business after July 18, 1933 but, in addition, 
continued selling under the identical trade-mark to the 
identical customers. 

It is submitted, therefore, that plaintiff-appellee’s al¬ 
leged chain of title is fatally defective at the point of the 
alleged transfer from Wright & Taylor to Wright-Taylor 
Distillery Company. 

3-E: Period from July 18, 1933 to October 2, 1933 

As will be discussed hereinbelow, the next purported 
transfer of the trade-mark “OLD CHARTER” too^ place 
on October 2,1933 to Wright & Taylor Distilling Corpora¬ 
tion, a Maryland corporation. 

We should like, at this point, to discuss the activities 
(more accurately termed “non-activities”) of U. fe. Dis¬ 
tillers, Inc. and Wright-Taylor Distillery Company during 
this 3-month period between July 18, 1933 and October 2, 
1933. 

Considering first U. S. Distillers, Inc. we fiifid that 
plaintiff-appellee’s own witnesses testified that it was only 
a holding company [App. 227]; that it was not doing a real 
business [App. 230]; that it never had a bottling jilant or 
distillery or warehouse [App. 233-4] ; that it had no regular 
place of business [App. 228]; that it had no liquor permit 
[App. 265, 276]; that it had no whiskey men connected with 
it [App. 234]; that it made no sales whatever of the “OLD 
CHARTER” whiskey purportedly acquired from Wright & 
Taylor until after the repeal of prohibition on December 
6, 1933 [App. 254] (which, of course, was long after the 
date on which it purportedly assigned its right^ in the 
trade-mark “OLD CHARTER”); that the sale purportedly 
made by it of 3000 cases to the Michigan Liquor (Commis¬ 
sion was in the Spring of 1934 [App. 299] and that it had 
no right to make the actual sale to the Michigan Liquor 
Commission [App. 475]; and that neither Jame^ Bums 
nor any of the various corporations organized by him (in¬ 
cluding U. S. Distillers, Inc., Wright-Taylor distillery 
Company and Wright & Taylor Distilling Corporation) 
had a license to sell bonded whiskey so that the sales were 
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actually consummated by the original Wright & Taylor 
[App. 319-20]. 

The record indicates that certain warehouse receipts 
dated July 21, 1933 covering 1000 cases of whiskey (which 
James Burns purportedly ordered from Bernheim Dis¬ 
tilling Company for bottling under the trade-mark “OLD 
C HAR TER”) were not actually issued until October 13, 
1933 and were dated back to read July 21, 1933 [App. 370- 
2Jin an obvious attempt to make it appear (contrary to the 
fact) that Bums had available for sale in July of 1933 a 
stock of “OLD CHARTER” whiskey which he could sell 
even though he had not yet paid the necessary $300,000 
which would authorize him to receive warehouse receipts 
from Wright & Taylor. Indeed, the record shows that the 
shipments of this whiskey bottled by Bernheim were not 
made until Feb. 14, 1934 [App. 524]. 

The plain fact of the matter is that U. S. Distillers, 
Inc. (while perhaps engaged in soliciting sales of ware¬ 
house receipts subsequent to October 2,1933) did not make 
so much as a single sale of a single warehouse receipt dur¬ 
ing the period from July 18, 1933 to October 21, 1933, at 
which latter date it attempted to transfer title to the trade¬ 
mark “OLD CHARTER” to Wright & Taylor Distilling 
Corporation. 

Of course, even the purported sales made by U. S. Dis¬ 
tillers, Inc. subsequent to October 2,1933 did not constitute 
a bona fide whiskey business but instead amounted merely 
to speculation in negotiable instruments, namely warehouse 
receipts. Thus, plaintiff-appellee’s witness Bullitt stated 
[App. 479-80] that the government does not regard a man 
as being in the whiskey business where he does not have 
the physical control of the whiskey but merely owns and 
sells warehouse receipts and that he (Bullitt) would regard 
such a man merely as a “speculator”. 

Let us now examine the “activities” of Wright-Taylor 
Distillery Company during this period from July 18, 1933 
to October 2, 1933. 

Plaintiff-appellee’s own witnesses testified that this 
corporation owned no whiskey [App. 250]; that it had no 
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permit to sell or to make whiskey [App. 455]; that itjs total 
expenditures were $200 to $300 [App. 310]; that itsi books 
were not kept in Louisville where its president ^Bullitt 
stayed [App. 310]; that its president Bullitt had no employ¬ 
ment agreement [App. 303]; that its secretary E. tieland 
Taylor was not active [App. 342]; that it never sold any 
“OLD CHARTER” whiskey [App. 452]; that it never sold 
any whiskey or warehouse receipts whatever [App. 474]; 
and that, as admitted by James Burnes [App. 51^]: “It 
was not active in any business.” 

It is clear that there was never any intention on the 
part of Wright-Taylor Distillery Company to engage in 
any business using the trade-mark “OLD CHARTER” in 
the period during which it (according to plaintiff-appellee’s 
contention) held title to the mark “OLD CHARTER”. In 
other words, it is obvious that Wright-Taylor Distillery 
Company, at best, operated merely as a “holding corhpany” 
for the purpose of retaining legal title to a naked trade¬ 
mark which it had no intention of using. 

It is submitted that this deliberate non-use, in and of 
itself, operated to terminate any trade-mark rights which 
Wright-Taylor Distillery Company might have acquired by 
the instrument of Respondent’s Exhibit 4. 

It has many times been held that deliberate pon-use 
of a trade-mark can result in loss of the trade-mark 


especially where there is no intention to engage in 


active 


business. 


Thus, in Hanover Star Milling Company vs Metcalf, 
240 U. S. 403, 418, 419 ; 60 L. Ed. 713, 720, the Supreme 
Court stated: 

“It results from the general principles thus far dis¬ 
cussed that trademark rights, like others that test in 
user, may be lost by abandonment, nonuser, laches, or 
acquiescence.” 


To like effect are the following decisions: 

Bisceglia vs Fruit Industries, 20 F. Supp. 564 
(DC Pa); aff. 101 F. 2d 752; cert, denied 
307 U. S. 646; 83 L. Ed. 1526 



I 
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Rice-Stix vs Schwarzenbach, Hubert Company, 
47 App. D. C. 249,1918 C. D. 150 
Jacobs vs lodent, 41 F. 2d 637, 640 (CCA 3) 

Of interest also is Section 45 of the Trade-Mark Act 
of Jnly 5, 1946 (60 Stat. 443, 15 U. S. C. 1127) which pro¬ 
vides that non-nse for a specified period “shall be a prima 
facie abandonment.” 

It is therefore submitted that, on October 2, 1933, 
Wright-Taylor Distillery Company had no valid trade¬ 
mark rights whatever in the term “OLD CHARTER” 
which it could convey to Wright & Taylor Distilling Cor¬ 
poration, as contended by plaintiff-appellee. 

3-F: October 2, 1933 Instruments 

Plaintiff-appellee’s purported chain-of-title further in¬ 
cludes three instruments, each dated October 2, 1933, all 
purporting to assign the trade-mark “OLD CHARTER” 
to Wright & Taylor Distilling Corporation, a Maryland 
corporation which was incorporated on September 29, 1933 
(see Petitioner’s Exhibit 12). 

These instruments (which apparently were drawn up 
in belated recognition of, and in a futile attempt to cure the 
fatal defects of, the divergent agreements of Respondent’s 
Exhibits 3 and 4) are as follows: 

Respondent's Exhibit 7 [App. 627-33]: an instrument 
executed by U. S. Distillers, Inc., which purports 
to transfer twenty listed trade-marks, including 
“OLD CHARTER” “together with the business 
and good will incident to the sale of whiskey there¬ 
under” and also conveys the 1189 barrels of bulk 
whiskey (which was unbranded, see Respondent’s 
Exhibits 33 [687] and 40-43 [App. 689-700]) plus 
the 411 barrels to be produced in the Fall of 1933. 
The instrument of Respondent’s Exhibit 7 makes 
reference to a printed “Transfer Agreement” 
dated September 30, 1933 which is Respondent’s 
Exhibit 6 [App. 616-26] and which recites that all 
of TJ. S. Distillers, Inc.’s notes to Wright & Taylor 





are still unpaid and in which U. S. Distillers, Inc. 
agrees to convey its nnbranded bulk whiskey and 
trade-marks and to accept shares of the stock of 
Wright & Taylor Distilling Corporation in pay¬ 
ment thereof but retains title to the entire s^ock of 
bottled whiskey bearing the trade-mark j“OLD 
CHARTER”, while granting Wright & Taylor 
Distilling Corporation a sales agency therefor. 

Respondent’s Exhibit 8 [App. 634-7]: an instrument 
executed by Wright-Taylor Distillery Company 
which purports to transfer (for a consideration of 
$10.00 “and other valuable consideration”) the 
same twenty trade-marks, including “OLD CHAR¬ 
TER” “together with the business and good will 
incident to the sale of whiskey thereunder}’. 

Respondent’s Exhibit 8-A [App. 638-42]: an instrument 
executed by Wright & Taylor, the original Ken¬ 
tucky corporation, which recites the July 18, 1933 
agreement of Respondent’s Exhibit 4 and which 
(for a consideration of $10.00) purports to assign 
assignor’s rights “if any” to the twenty trade¬ 
marks and good-will. 

It is submitted that Wright & Taylor Distilling Cor¬ 
poration, the Maryland corporation, did not acquire any 
valid title to the trade-mark “OLD CHARTER” by virtue 
of the three agreements dated October 2, 1933. 

Thus, as to the agreement of Respondent’s Exhibit 7, 
it is sufficient to state that plaintiff-appellee has conceded 
that U. S. Distillers, Inc. never acquired valid title to the 
mark “OLD CHARTER” and, therefore, could not convey 
any title thereto. 

The instrument of Respondent’s Exhibit 8-A was obvi¬ 
ously nothing more than a quit-claim executed by Wright 
& Taylor three months after it had parted with all rights 
in the mark “OLD CHARTER”, according to plaintiff- 
appellee. 

Under the authorities discussed above, it goes without 
saying that no valid trade-mark rights can be transferred 
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by a quit-claim deed executed by one who has theretofore 
assigned the mark to another. Thus, the instrument of 
Respondent’s Exhibit 8-A constituted merely a further 
abandonment of the mark “OLD CHARTER” by Wright 
& Taylor. 

The instrument of Respondent’s Exhibit 8 was also 
ineffective because, as pointed out hereinabove, Wright- 
Taylor Distillery Company never acquired valid title to the 
mark “OLD CHARTER” on July 18,1933 and, moreover, 
abandoned any rights which it might have had, by virtue 
of its deliberate non-use during the intervening 3-month 
period. 

In its opinion [App. 26-7] the District Court attempted 
to excuse Wright-Taylor Distillery Company’s non-use by 
stating that the company was unable to begin the manu¬ 
facture and sale of whiskey due to the fact that the 
Eighteenth Amendment was then being repealed and that 
it was natural that some time should elapse “before dis¬ 
tilling of whiskey and its sale could be resumed”. 

The fact is, however, that Wright-Taylor Distillery 
Company was wholly inactive, as discussed hereinabove, 
and it never made any plans for the building of a distillery 
or the like. 

There is not the slightest scrap of evidence in the 
record which would indicate any bona fide attempt or intent 
on the part of Wright-Taylor Distillery Company to ac¬ 
tively engage in business under the trade-mark “OLD 
CHARTER” and it is perfectly obvious that this corpora¬ 
tion was always intended to be merely an inactive “holding 
company” for the purpose of improperly retaining title to 
the naked trade-mark “OLD CHARTER” without *use 
until such time as conditions might prove favorable to the 
organization of a new corporation to be financed by public 
stock subscription. 

As stated in American Photographic Publishing Co. vs 
Ziff-Davis Publishing Co. 135 F. 2d 569, 573 (CCA 7): 

“But the purely subjective intention in the abandonees 

mind to re-engage in a former enterprise at some indefi¬ 
nite future time is not sufficient to avoid abandonment 



where an objective analysis of the situation fnnfiishes 
ample evidence to warrant the inference of abandon¬ 
ment.* * I 

i 

If, as was the situation in the above-cited cas^, one 
who has previously made a bona fide use of a trademark 
can nevertheless be held to have abandoned it by nbn-use 
even though there was an intention to resume use at some 
indefinite future date, it follows, a fortiorari, that a dummy 
corporation like Wright-Taylor Distillery Company, which 
never made any use whatever of the trade-mark “OLD 
CHARTER** cannot avoid abandonment by relying upon 
some purely subjective intention to have some purported 
assignee begin active use at some indefinite future time 
when conditions might warrant it. 

It should also be noted that Wright-Taylor Distillery 
Company could have acquired some of Wright & Taylor’s 
stock of “OLD CHARTER** whiskey and could have ob¬ 
tained the necessary liquor license to enable it to sell the 
whiskey to druggists and the like during the prohibition 
period and was not compelled to build a distillery before 
engaging in a bona fide trade-mark use as the District Court 
seems to have believed. 

Hence, there was no justification for the deliberate non¬ 
use of the mark “OLD CHARTER** by Wright-Taylor 
Distillery Company and, therefore, the mark must be 
deemed to have been abandoned by virtue of such non-use. 

The $10 consideration recited in the instrument of Re¬ 
spondent *s Exhibit 8 indicates the actual value which the 
parties attributed to the 20 trade-marks and belies the 
$50,000-stock consideration set forth in the earlier instru¬ 
ment of Respondent’s Exhibit 4. 

3-G: Period from October 2,1933 to December 15, 1933 

As will be pointed out hereinbelow, the next purported 
transfer in plaintiff-appellee’s asserted chain of titl^ is one 
dated December 15,1933. 

Before considering this next purported assignment, we 
should like to point out that a further abandonment of the 
mark “OLD CHARTER” took place during the interven- 
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mg ten-week period by reason of Wright & Taylor Dis¬ 
tilling Corporation’s complete failure to use the mark 
“CHARTER OAK” during that period. 

Thus, plaintiff-appellee’s own witnesses testified that 
Wright & Taylor Distilling Corporation never sold whiskey 
generally in the field and never functioned as a going busi¬ 
ness [App. 409]; that it was never in the distilling business 
[App. 457]; that it was never active [App. 271]; that it 
had no employees [App. 271] or salesmen [App. 409]; 
that it had no permit to sell or to make whiskey [App. 455]; 
and that it had no offices or books of account [App. 406-7]. 

Indeed, the testimony is clear that Wright & Taylor 
Distilling Corporation was formed as a stock promotion 
scheme by people (who knew nothing of the whiskey busi¬ 
ness [App. 434]) with grandiose schemes for the building 
of a distillery, etc. which never materialized because the en¬ 
tire deal fell through when the Wall Street stock-brokers 
changed their minds [App. 248]. 

Indeed, the only activity of any kind which this cor¬ 
poration seems to have participated in (as purported sales- 
agent for U. S. Distillers, Inc.) was the sale of the 3000 
cases of liquor to the Michigan Liquor Commission in the 
Spring of 1934 (which, of course, occurred after the cor¬ 
poration assigned its rights to the trade-mark) and, even 
as to this, there was considerable doubt as to whether the 
corporation actually made the sale or received the commis¬ 
sion therefor [App. 408]. Its president Simpson was not 
a stockholder and made no money from the corporation 
whatever except a commission on the Michigan Liquor 
Commission sale [App. 403-4]. 

It is again pointed out that Wright & Taylor Distilling 
Corporation did not acquire a single bottle of “OLD 
CHARTER” branded whiskey even though it was aware 
that one of its alleged assignors, U. S. Distillers, Inc., was 
in a position to transfer warehouse receipts representing 
a very considerable stock of “OLD CHARTER” whiskey 
to it. Rather than to acquire U. S. Distiller, Inc.’s ware¬ 
house receipts, Wright & Taylor Distilling Corporation 
chose to acquire the unbranded bulk whiskey, for reasons 
best known to it. 
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Indeed, Wright & Taylor Distilling Corporation went 
even further and, according to plaintiff-appellee’s conten¬ 
tions, consented to, and assisted in, the sale of ^OLD 
CHARTER” branded whiskey by U. S. Distillers, Incl after 
it (Wright & Taylor Distilling Corporation) purportedly 
acquired title to the trade-mark. This, if true (as contended 
by plaintiff-appellee) constituted a deliberate deception of 
the purchasing public as to the source of origin or Owner¬ 
ship of the goods thus offered for sale which, in hnd of 
itself, resulted in an abandonment by Wright & Taylor Dis¬ 
tilling Corporation during the period from October 2, 1933 
to December 15, 1933. 

Thus, as stated in Manhattan Medicine Co. vs Wood 
108 U. S. 218, 222; 27 L. Ed. 706, 708: 

“The object of the trade-mark being to indicate, by 
its meaning or association, the origin or ownership of 
the article, it would seem that when a right to Its use 
is transferred to others, either by act of the original 
manufacturer or by operation of law, the fact of trans¬ 
fer should be stated in connection with its use; .other¬ 
wise a deception would be practiced upon the public 
and the very fraud accomplished, to prevent | which 
courts of equity interfere to protect the exclusive right 
of the original manufacturer.” 

See also to like effect Stachelberg vs Ponce 2^ Fed. 
430 (C. C. Me.); affirmed 128 U. S. 686; 32 L. Ed. 5^9 and 
Layton vs Church 182 Fed. 24, 31 (CCA 8). 

It follows, therefore, that even if abandonment of the 
trade-mark “OLD CHARTER” had not previously oc¬ 
curred as pointed out above, it would have resulted from 
the non-use and other actions of Wright & Taylor Distilling 
Corporation during the period from October 2, 1^33 to 
December 15, 1933. 

Continental Distilling Corporation’s adoption of 
“CHARTER OAK” 

It should be kept in mind that defendant-appellant, 
Continental Distilling Corporation, adopted its trade-mark 
“CHARTER OAK” and filed its application for registra- 
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tion in November of 1933, at a time when the mark “OLD 
CHARTER” had been thus abandoned by all of plaintiff- 
appellee’s alleged predecessors (namely by the original 
Wright & Taylor, by U. S. Distillers, Inc., by Wright-Taylor 
Distillery Co. and by Wright & Taylor Distilling Corpora¬ 
tion) and had become “the subject of reappropriation and 
the property of the first taker”. Mayer Fertilizer & Junk 
Co. vs Virginia-Carolina Chemical Co. 35 App. DC 425; 
1910 C. D. 399, 402. 

It is clear, therefore, that plaintiff-appellee’s alleged 
chain-of~title is fatally defective and cannot support its 
claim to priority of adoption and that the District Court 
erred in ruling in favor of plaintiff-appellee. 

In other words, any use of the mark “OLD CHAR¬ 
TER” subsequent to the November 22, 1933 filing date of 
defendant-appellant’s “CHARTER OAK” Registration 
311,038 is of no help to plaintiff-appellee since such use 
was junior to defendant-appellant’s use and could not affect 
defendant-appellant’s vested rights in the registered mark 
“CHARTER OAK”. 

However, as well be pointed out hereinbelow, plaintiff- 
appellee’s alleged predecessors continued their tactics of 
non-use and naked assignments “in gross” for several 
years following defendant-appellant’s adoption of the 
trade-mark “CHARTER OAK” and it was not until the 
middle of 1937 (some four years after the Burns-organized 
corporations came into the picture and acquired paper title 
to the mark) that the term OLD CHARTER was actually 
used for the first time by plaintiff-appellee. 

3-H: December 15, 1933 Instrument 

The next instrument in plaintiff-appellee’s purported 
chain-of-title is the instrument of Respondent’s Exhibit 10 
[App. 646-9] dated December 15, 1933 whereby Wright & 
Taylor Distilling Corporation, a Maryland corporation, 
purports to transfer to Bernheim Distilling Company, a 
Kentucky corporation, the same list of twenty trade-marks 
(including “OLD CHARTER”) “together with the busi¬ 
ness and good-will incident to the sale of whiskey there¬ 
under”. No monetary consideration is recited in the pur- 
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ported assignment of Respondent’s Exhibit 10 which makes 
reference to an agreement dated December 14, 1933 which 
is Respondent’s Exhibit 9 [App. 643-5]. Under the terms 
of the instrument of Respondent’s Exhibit 9, Wright & Tay¬ 
lor Distilling Corporation agrees to sell (for a considera¬ 
tion of $300,000) to Bernheim Distilling Company, a Ken¬ 
tucky corporation, the 1189 barrels of bulk whiskey plus 
the contract with Stitzell for the 411 barrels to be produced 
prior to December 31, 1933 and agrees to transfer the sev¬ 
eral trade-marks but specifically reserves its Agency Con¬ 
tract for the sale of 20,500 cases of “OLD CHARTER” 
whiskey. 

It is submitted that the instruments of Respondent’s 
Exhibits 9 and 10 were ineffective to transfer any valid 
trade-mark rights in the term “OLD CHARTER” to Bera- 
heim Distilling Company, a Kentucky corporation. 

Thus, as pointed out hereinabove, Wright & Taylor 
Distilling Corporation never acquired any valid trade¬ 
mark rights by the instruments dated October 2, 1933 and, 
even if it had acquired such trade-mark rights on October 
2, 1933, would have abandoned them by virtue of the 
deliberate non-use during the entire period of its alleged 
ownership of the naked trade-mark. 

For reasons similar to those pointed out hereinabove, 
in connection with the instrument of Respondent’s Exhibit 
8, it is submitted that the purported transfer of December 
14-15, 1933 was ineffective to convey any valid trade-mark 
rights in the trade-mark “OLD CHARTER” to Bernheim 
Distilling Company, a Kentucky corporation, and, instead, 
operated merely as a formal abandonment of the m4rk by 
Wright & Taylor Distilling Corporation. 

It should be noted, moreover, that the purported trans¬ 
fer of December 14-15, 1933 is even more patently a finked 
transfer “in gross” than was the instrument of Respond¬ 
ent’s Exhibit 8. Thus, while the instrument of Respond¬ 
ent’s Exhibit 8 purports to grant to the assignee an Agency 
Contract for the sale of the stock of “OLD CHARTER” 
branded whiskey, the instruments of Respondent’s Ex¬ 
hibits 9-10 do not even go this far and, instead, specifically 
reserve the Agency Contract to the purported assignor. 
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In other words, all that Bernheim Distilling Company, 
a Kentucky corporation, got from Wright & Taylor Dis¬ 
tilling Corporation, by way of physical assets, was a stock 
of unbranded bulk whiskey. 

Thus, while plaintiff-appellee might perhaps argue 
that, in the previous instruments of July 18, 1933 and Oc¬ 
tober 2,1933, the mark “OLD CHARTER” was in a differ¬ 
ent category than the other nineteen marks because the 
instruments made particular mention of a stock of “OLD 
CHARTER” whiskey (which was the only brand used by 
Wright & Taylor during Prohibition), all the twenty trade¬ 
marks recited in the December 14-15, 1933 instruments are 
in exactly the same category since no tangible assets par¬ 
ticularly associated with any brand were even purportedly 
transferred thereby. 

It follows, therefore, that if the instruments of Decem¬ 
ber 14-15, 1933 are interpreted as constituting a valid 
transfer of the mark “OLD CHARTER”, then they must 
also constitute a valid transfer of each and every one of the 
remaining nineteen trade-marks even though the latter 
were admittedly never used (and, in fact could not be used) 
since the beginning of Prohibition in 1918 [App. 351]. 

Thus, if the District Court’s ruling that the purported 
transfer of December 14-15, 1933 was a valid one, is sound, 
then every purported assignment of a whiskey trade-mark 
which was executed prior to the Repeal of Prohibition must 
necessarily be deemed to constitute a valid transfer of the 
trade-mark so long as it contains the phraseology purport¬ 
ing to transfer good-will even though the fact is that the 
trade-mark was not used by the purported assignor for 
many years. 

Such a conclusion would, of course, be at variance with 
the cardinal principle of trade-mark law, namely that a 
trade-mark cannot be assigned in gross and can be trans¬ 
ferred only in connection with the good-will of the going 
business in which the trade-mark is then being used. 
United Drug Co. vs Rectanus 248 U. S. 90, 97; 63 L. Ed. 
141,145. 
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The transfer of a stock of unbranded bnlk whiskey 
does not, of course, help the situation since the bulk whis¬ 
key was in the nature of fungible goods (such as wheat or 
grain) which could be bottled and sold under any ohe of a 
hundred different trade-marks and which, in fact, was 
ultimately disposed of in bulk and was never bottled under 
any of these twenty trade-marks [App. 207-8]. 

Another point to be considered in connection With the 
purported transfer of December 14-15, 1933, is that the 
assignor reserved the Agency Contract for the sale of 
“OLD CHARTER” whiskey, with the purported as¬ 
signee’s consent. For reasons similar to those discussed 
hereinabove, the purported assignee’s consent to the con¬ 
tinued use of the trade-mark “OLD CHARTER” by the 
purported assignor operated as a fraud upon, and a decep¬ 
tion of, the public and itself operated as an abandonment 
of the mark by the purported assignee. 

3-1: Period from December 15, 1933 to March 19, 1937 

Bernheim Distilling Company, a Kentucky corpora¬ 
tion purportedly held title to the mark “OLD CHARTER” 
for over three years, namely from December 15, 1933 to 
March 19,1937. i 

As pointed out hereinabove, plaintiff-appellee has con¬ 
ceded, by stipulation entered into in open court, that Bern¬ 
heim Distilling Company, a Kentucky corporation, never 
made any use whatever of the mark “OLD CHARTER”. 

This stipulation was merely a belated recognition of 
the admissions of Bernheim’s president, Schw^rzhaupt, 
who testified as plaintiff-appellee’s witness to the effect 
that the company had no assets in 1933 except for some 
whiskey in bond [App. 418]; that it had no sales Organiza¬ 
tion and was determined not to enter the case goods field 
in 1933 [App. 420-1]; that its bottling plant was not built 
until 1937 [App. 420]; and that it never merchandised any 
“OLD CHARTER” whiskey [App. 429]. 

As pointed out hereinabove, Bernheim’s 
Company’s failure to use the mark “OLD CHARTER” at 
the time (October 27,1934) it filed its application for regis- 
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tration (which subsequently became Registration No. 
321,S23) is believed in and of itself to invalidate the “OLD 
CHARTER'’ registration and to require dismissal of the 
complaint at bar. 

In addition, this prolonged period of over three years 
of deliberate non-use following Repeal is submitted to con¬ 
stitute a clear abandonment of the mark “OLD CHAR¬ 
TER” by Bemheim Distilling Company, a Kentucky cor¬ 
poration. 

In other words, during a period of over three years 
when whiskey could be readily sold (which period, in fact, 
was one of the most highly competitive periods in the his¬ 
tory of the alcoholic beverage industry), Bemheim Dis¬ 
tilling Company sat by and did nothing toward making 
anv use whatever of the trade-mark “OLD CHARTER”. 

It is submitted that one who claimed to own valid title 
to a trade-mark despite a prolonged period of non-use dur¬ 
ing Prohibition, was under a definite obligation to resume 
active use of the mark as soon as Repeal made this feasible 
and that the deliberate non-use for more than three years 
following Repeal operated both as a further abandonment 
as well as an estoppel against any claim by plaintiff- 
appellee to successorship to the pre-Prohibition user of the 
mark “OLD CHARTER”. 

Plaintiff-appellee’s witness Schwarzhaupt sought to 
excuse this delay by stating that he was waiting for aged 
whiskey to become available before beginning to bottle un¬ 
der the brand “OLD CHARTER”. 

The fact is, however, that he could have purchased the 
20,500 cases of bonded “OLD CHARTER” whiskey in De¬ 
cember of 1933 and could have begun exploiting the trade¬ 
mark without any delay whatever. Thus, Schwarzhaupt ad¬ 
mitted that he was offered the 20,000-odd cases of “OLD 
CHARTER” whiskey [App. 421-2] but that his policy was 
to confine the company’s activities strictly to the bulk 
goods ends of the business [App. 422]. After being 
prompted by plaintiff-appellee’s counsel into stating that 
he considered the price of the 20,000-odd cases of “OLD 
CHARTER” whiskey too high and the quantity too small 
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[App. 422], Schwarzhaupt nevertheless admitted that he 
“preferred not to buy the case goods at all, even though 
they were cheap.” [App. 423]. 

A case squarely in point on the effect of this post- 
Repeal non-use of the mark “OLD CHARTER” as con¬ 
taining an abandonment is Corr vs Oldetyme Distillers 118 
F. 2d 919 (CCPA), as discussed in Appendix 2. 

See also to like effect Kelly Brothers Company vs 
Philip Blum & Company 48 USPQ 701, 702, wherein the 
Commissioner held that where a trade-mark for li4 uor had 
not been used from the date of Repeal to September 1, 
1934, an attempted assignment thereof on that date was 
invalid and operated as an abandonment of the mark. If 
an abandonment can occur by reason of non-use for less 
than a year following Repeal, it is submitted that Bern- 
heim Distilling Company’s non-use for more than three 
years clearly operated as an abandonment of the mark so 
that its alleged successor-in-title, Bemheim Distilling Com¬ 
pany, a Delaware corporation, did not acquire any valid 
title to the mark “OLD CHARTER” which it could subse¬ 
quently transfer to plaintiff-appellee Old Charter Distill¬ 
ery Co., Inc. 

Under the authorities discussed hereinabove, the Dis¬ 
trict Court should have taken cognizance of this abandon¬ 
ment of the mark “OLD CHARTER” by Bernheim Dis¬ 
tilling Company, a Kentucky corporation, both prior to and 
subsequent to the filing of the “OLD CHARTER” applica¬ 
tion (instead of holding that it could consider only the 
question of whether Bernheim was entitled to the use of 
the mark at the time it filed its application) and the Dis¬ 
trict Court erred in not holding that a definite break oc¬ 
curred in the chain-of-title between December 15, 1933 and 
March 19, 1937;—again amounting to abandonment. 

3-J: March 19, 1937 Instrument 

The next step in plaintiff-appellee’s purported chain- 
of-title is the instrument of Respondent’s Exhibit 14 [App. 
654-6] dated March 19, 1937, whereby Bernheim Distilling 
Company, a Kentucky corporation, purports to assign to 
Bernheim Distilling Company, a Delaware corporation 
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which had been incorporated on March 2, 1937 (see Peti¬ 
tioner’s Exhibit 24), for a consideration of One Dollar, the 
trade-mark “OLD CHARTER” plus Registration No. 
321,823 “and the good-will of the business in which said 
Trade-Mark and Certificate of Registration have been used 
by Bernheim Distilling Company (a Kentucky corporation) 
. . The instrument does not purport to assign any 
physical assets of any kind. 

Since, as pointed out above, the mark “OLD CHAR¬ 
TER” was never used by Bernheim Distilling Company, a 
Kentucky corporation (which, moreover, never acquired 
valid title from its alleged predecessors and which, indeed, 
abandoned the mark by reason of three years ’ non-use fol¬ 
lowing the repeal of prohibition), it is submitted that the 
instrument of Respondent’s Exhibit 14 was wholly ineffec¬ 
tive to transfer any valid rights in the mark 11 OLD CHAR¬ 
TER” to Bernheim Distilling Company, a Delaware cor¬ 
poration. 

It should be noted that Bernheim Distilling Company, 
a Kentucky corporation, did not transfer to Bernheim Dis¬ 
tilling Company, a Delaware corporation, even the ware¬ 
house receipts representing the unbranded bulk whiskey 
which it acquired from Wright & Taylor Distilling Cor¬ 
poration. Indeed, Bernheim Distilling Company, a Ken¬ 
tucky corporation, transferred the warehouse receipts 
covering the 1189 barrels of unbranded whiskey to two 
other whiskey concerns within a month of December of 1933 
[App. 207-8, 527-30] and similarly disposed of the 411 
barrels subsequently distilled (which was also unbranded 
[App. 530]), none of which was bottled under the “OLD 
CHARTER” trade-mark [App. 530-1]. 

It follows, therefore, that, for reasons analogous to 
those discussed hereinabove, the instrument of March 19, 
1937 was ineffective to transfer any valid trade-mark 
rights to Bernheim Distilling Company, a Delaware cor¬ 
poration, and that the instrument acted merely as a further 
abandonment of the mark “OLD CHARTER” by Bern¬ 
heim Distilling Company, a Kentucky corporation. 
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3-K: Period from March 19, 1937 to June 4, 1937 

Bernheim Distilling Company, a Delaware corpora¬ 
tion, purportedly held title to the mark “OLD CHARTER” 
for about six weeks, namely from March 19, 1937 tb June 
4, 1937. | 

By the stipulation entered into in open court, referred 
to hereinabove, plaintiff-appellee conceded that this cor¬ 
poration (which was dissolved in October 1937 [App. 445] 
and was replaced by the presently-operating Kentucky cor¬ 
poration known as Bernheim Distilling Company, formerly 
known as “Old Dignity Distilling Company” [AppJ 445]) 
never used the mark “OLD CHARTER”. This Delaware 
corporation (which was a wholly-owned subsidiary of 
Schenley Distillers Corporation [App. 445]) obviously 
sought to acquire title to the mark “OLD CHARTER” 
without any intent of using the mark and simply for the 
purpose of holding the naked trade-mark “in limbo” until 
such time as Schenley made up its mind as to what cor¬ 
poration was to be the ultimate recipient of the mark (and 
its possible user in the indefinite future). 

It is submitted that this deliberate non-use, even 
though extending over a relatively short period of time, 
operated as an abandonment of the mark because | of the 
improper motive (namely, the transfer of a naked trade¬ 
mark in gross from corporation to corporation) under¬ 
lying it. 

3-L: June 4, 1937 Instrument 

The last link in plaintiff-appellee’s purported chain- 
of-title is the instrument of Respondent’s Exhibit id [App. 
657-9] dated June 4, 1937, whereby Bernheim Distilling 
Company, a Delaware corporation, purports to assign to 
Old Charter Distillery Co. Incorporated, a Delaware cor¬ 
poration whose name had been changed from Henry Che 
& Company on May 25, 1937 (see Petitioner’s Exhibit 28), 
for a consideration of One Dollar, the trade-mark “OLD 
CHARTER” together with Registration No. 321,82b “and 
the good will of the business in which said trade mark 
and Certificate of Registration have been used b4 Bern¬ 
heim Distilling Company (a Delaware corporation) ”. No 
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tangible assets of any kind were transferred to plaintiff- 
appellee by the foregoing instrument and it is submitted 
that the instrument was wholly ineffective to vest any trade¬ 
mark rights in plaintiff-appellee because Bernheim Distill¬ 
ing Company, a Delaware corporation, never acquired any 
rights in the mark and because it abandoned the mark dur¬ 
ing its period of alleged ownership as discussed above, so 
that it had no good will to convey. 

Indeed, the recitation in the instrument as to transfer 
of the good will of the business in which the trade-mark 
and registration were used by the assignor is directly 
refuted by the stipulation made in open court that the as¬ 
signor in fact never used the mark. 

This clearly brings out the error into which the Dis¬ 
trict Court fell in taking, at their face value, the recita¬ 
tions of transfer of good will in the several instruments 
without taking into proper consideration the admissions 
and other evidence indicating that the various assignors 
in fact had no good will to transfer. 

It is submitted, therefore, that the last link in plain¬ 
tiff-appellee’s alleged chain-of-title is just as defective as 
the many preceding links discussed hereinabove and that 
plaintiff-appellee failed completely to adduce the “clear 
preponderance of evidence” required, before the District 
Court, in an action under Section 4915 of the Revised 
Statutes, is justified in overthrowing the concurrent fact¬ 
findings of the Patent Office tribunals holding that plain¬ 
tiff-appellee had not established priority of adoption 
herein. 

Point 4: The District Court Erred 
in Its Findings and Conclusions 

Various of the District Court’s rulings which are 
deemed by defendant-appellant to be erroneous have been 
discussed hereinabove under Point 3. Others will be con¬ 
sidered in the following discussion. 

4-A: Transfers of Mark Subsequent to 
Registration Not Approved by Commissioner 

In. the District Court’s Opinion [App. 25-6] it is stated 
that the validity of the conveyances from Bernheim Dis- 
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tilling Company, a Kentucky corporation (which, obtained 
Registration No. 312,823) to Bernheim Distilling Company, 
a Delaware corporation, and from the latter to plaintiff- 
appellee Old Charter Distillery Co., Inc. “was not ques¬ 
tioned by the Commissioner”. 

It is submitted, however, that the District Court’s 
statement is erroneous. Thus, the fact that the Co mmi s¬ 
sioner’s opinion does not discuss the subsequent links in 
plaintiff-appellee’s alleged chain-of-title, means merely 
that, having found the earlier links defective, the Com¬ 
missioner did not deem it necessary to consider whether 
additional defects occurred after the November 22., 1933 
filing date of defendant-appellant’s “CHARTER OAK” 
registration, since plaintiff-appellee could not have pre¬ 
vailed even had these subsequent links been perfect. 

This mistake by the District Court led to its errdneous 
conclusion that the failure to use the mark “OLD ClEIAR- 
TER” existed only “for a few months in 1933 and lL934” 
[App. 26], whereas the fact is that, as pointed out herein¬ 
above, the failure to use the mark “OLD CHARTER I’ con¬ 
tinued until the middle of 1937. 

It follows, therefore, that there is no basis for the Dis¬ 
trict Court’s following statements (emphasis supplied by 
us): 

“A short suspension of business does not lead to the 
destruction of the good-will of a business and Should 
not result in such a disastrous consequence to its trade¬ 
mark. ’ ’ [App. 26] 

• ••••• 

“If . . . the original owner had not been able to re¬ 
sume operations under the short period here in ques¬ 
tion, surely it could not be successfully contended that 
the trade-mark would have been destroyed as a Result 
of suspension of operations for a few months [App. 
27] 

• ••••• 

“The law does not bar the sale of a trade-marjk and 
good-will during a temporary cessation of business.” 
[App. 27] 
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In other words, the District Court gained the mistaken 
impression that the total period of non-use by plaintiff- 
appellee’s alleged predecessors amounted to only a few 
months whereas, as pointed out hereinabove, the period of 
non-use lasted for at least some four years (i. e., from at 
least as early as July of 1933 to the middle of 1937). It is 
clear from a reading of the Opinion that the District 
Court’s ultimate decision was greatly influenced by this 
mistake. 

4-B: Trade-Mark Bights Cannot Be 
Transferred During Non-use 

In its opinion, the District Court held [App. 27] that: 

“The law does not bar the sale of a trade-mark and 

good-will during a temporary cessation of business.” 

It is submitted that this ruling was clearly erroneous 
and that the correct statement of the applicable principle 
is that while enforced non-use of an unregistered trade¬ 
mark (as for example during national Prohibition) may 
not, in and of itself, constitute an abandonment of the mark, 
nevertheless during such period of non-use (even though 
enforced), there cannot validly be a series of assignments 
of the mark so as effectively to transfer the trade-mark 
and the good-will to a long chain of successive alleged 
assignees (each of whom is also a non-user). 

In support of its proposition, the District Court, in its 
Opinion, relies on Beech-Nut Packing Co. vs P. Lorillard 
Co. 273 U. S. 629; 71 L. Ed. 810. 

It is submitted, however, that the Beech-Nut Packing 
Co. case does not in fact support the proposition advanced 
by the District Court in the case at bar. 

The facts in the Beech-Nut Packing Co. case, as set 
forth in the opinion, were as follows: 

Beech-Nut Packing Co. brought suit against P. Loril¬ 
lard Co. for infringement of its registered trade-mark 
“Beech-Nut” by reason of the latter’s use of the mark 
“Beechnut” on chewing tobacco and cigarettes. Plaintiff 
began using its mark before the beginning of the twentieth 
century and, in 1912, registered the mark for a large num¬ 
ber of foods and the like, including meats, peanut butter, 
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ginger ale and chewing gum. Defendant claimed ownership 
of the mark “Beechnut” through a number of assignments 
going back to a company which first used the mark in 1897. 

Plaintiff contended that the mark “Beechnut” was 
originally valid but that the rights to the mark had been 
lost by abandonment. 

It appeared that the then-owner of the mark “Beech¬ 
nut”, American Tobacco Company, sold only twenty-five 
pounds of tobacco under the mark in 1910 and the trade¬ 
mark was left dormant thereafter until the dissolution of 
American Tobacco Company in 1911, at which time defend¬ 
ant took over the mark with many others. 

Defendant itself did not begin using the mark until 
1915. 

The Court held that: I 

[ 

“Nothing had happened in the meantime to make the 
defendant’s position worse than if it had acted more 
promptly, and we see no reason to disturb the finding 
of two courts that the right to use the mark }iad not 
been lost.” (273 IT. S. 631-2; 71 L. Ed. 814) 

i 

After stating that “the mere lapse of time was ijiot such 
that it could be said to have destroyed the right as a matter 
of law”, the Court went on to conclude: 

“Both courts having found for the defendantj we see 
no ground upon which it can be said that thpy were 
wrong as a matter of law.” (273 U. S. 633 ; 7|L L. Ed. 
814) 

I 

Several distinctions between the facts in the Beech- 
Nut Packing Co. case and those in the case at baij are im¬ 
mediately apparent, namely: 

1. In the present case, defendant-appellant adapted its 
mark “CHARTER OAK” during the period of non-use of 
“OLD CHARTER” whereas, in the Beech-Nut Packing 
Co. case, no change in the status of plaintiff occurred dur¬ 
ing the period of non-use by defendant and its predecessor. 
Thus, the District Court’s ruling in the case at jbar that 
plaintiff-appellee’s predecessors did not abandon the mark 
“OLD CHARTER” even though there was noif-use for 
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some four years would, if affirmed, operate to the prejudice 
of defendant-appellant which adopted the trade-mark 
“CHARTER OAK” in November of 1933 during such 
period of non-use, in reliance upon the fact that there was 
no conflicting registration in existence (Wright & Taylor’s 
original “OLD CHARTER” Registration No. 72,344 [App. 
599] having been permitted to expire without renewal on 
January 19, 1929). Thus, it is well-settled that a trade¬ 
mark, once abandoned or discontinued, cannot be subse¬ 
quently re-adopted if, during the period of abandonment or 
discontinuance, it (or a mark similar thereto) has been 
adopted by another. Fruit Industries vs Bisceglia 101 F. 
2d 752, 754 (CCA 3), certiorari denied 307 TJ. S. 646; Ray¬ 
mond vs Royal Baking-Powder Company 85 Fed. 231, 235-6 
(CCA 7). 

2. American Tobacco Company was, at the time of the 
transfer to Lorillard, one of the largest tobacco manufac¬ 
turers in the country and its business was an active multi- 
million-dollar one which Lorillard acquired and carried on 
as a true successor whereas, in the case at bar, it is perfectly 
clear that Wright-Taylor Distillery Company and Wright 
& Taylor Distilling Corporation (to cite the most flagrant 
examples) were merely inactive corporations which never 
engaged in any business whatever and which cannot be said 
to have transferred or preserved the “good will of a going 
business” either as assignor or as assignee. 

3. In the Beeclv-Nut Packing Co. case, there was only 
a single transfer of an inactive mark whereas, in the case 
at bar, there were a half-dozen transfers of the naked mark 
“OLD CHARTER” through various successive inactive 
corporations. The effect of a series of such transfers (as 
distinguished from a single transfer) will be further dis¬ 
cussed hereinbelow. 

4. The Supreme Court, in the Beech-Nut Packing Co. 
case was considering the effect of the non-use solely as a 
question of law in view of the concurrent fact-findings of 
the lower Court’s holding that abandonment had not oc¬ 
curred whereas, in the case at bar, the fact-findings of both 
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Patent Office tribunals are to the effect that abandonment 
did occur as a result of the non-use by plaintiff-apppllee’s 
alleged predecessors. 

Additional distinctions become apparent when the 
lower Court’s Opinion (7 F. 2d 967) in the Beech-Nut Pack¬ 
ing Co. case is considered, namely: 

5. Plaintiff’s predecessor in the Beech-Nut Packing Co. 
case adopted its mark in 1891 (six years prior to tne first 
use of defendant’s mark) so that there was no isbue of 
priority involved such as is the paramount issue in tfie case 
at bar. Thus, the Supreme Court’s holding that thp four 
years’ non-use did not operate as an abandonment of de- 
fendant’s mark did not result in an award of priority to 
defendant as against plaintiff whereas, in the case at bar, 
the District Court’s ruling that there was no abandonment 
of the mark 4 ‘OLD CHARTER” would, if affirmed, Reverse 
the Patent Office’s award of priority to defendant-appellant 
and grant priority to plaintiff-appellee. 

6. The dissolution of defendant’s predecessor Amer¬ 
ican Tobacco Company, in 1911, was the result of a decree 
(in a suit brought by the government for violation of the 
anti-trust laws) holding that the company was part of an 
unlawful combination in restraint of interstate commerce 
so that the transfer of all its trade-marks to Lorillatrd was 
an act forced upon it by Court order whereas, in the case 
at bar, plaintiff-appellee’s alleged predecessors were under 
no obligation to transfer inactive marks and couljl have 
waited until Repeal of Prohibition to resume active use of 
the mark and then to effect a valid assignment. 

7. Defendant’s mark “Beechnut” was covered by a 
trade-mark registration obtained prior to the 1911-15 period 
of inactivity (and, indeed, prior to plaintiff’s registration) 
so that there was a prima facie showing of continued use 
and non-abandonment resulting from ownership | of the 
registration ( Ely <& Walker vs Sears, Roebuck & C<p. 90 F. 
2d 257, 259, CCPA; Rosengart vs Ostrex 136 F. 2d 249, 252, 
CCPA) whereas, in the case at bar, there was no registra¬ 
tion covering the mark “OLD CHARTER” during the 
period of non-use in question. 

' 

I 

i 

i 
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It is submitted, therefore, that the Beech-Nut Packing 
Co. case does not support the District Court’s conclusion 
that the deliberate non-use and delay by plaintiff-appellee’s 
alleged predecessors did not result in the abandonment of 
the mark “OLD CHARTER”. 

There are a number of decided cases which are vir¬ 
tually identical on the facts, with the case at bar and which 
uniformly hold that a liquor trade-mark cannot be validly 
transferred at a time when it is not being used by the 
transferor. 

Thus, Penetrene Corp. vs Plough , Inc. 121 F. 2d 539 
(CCPA) (modified on other grounds at 128 F. 2d 591) 
which the District Court attempted to distinguish in its 
Opinion [App. 27] is almost four-square with the facts in 
the case at bar. 

In the Penetrene Corp. case, the Examiner and Com¬ 
missioner had both held that an assignment of the regis¬ 
tered mark there sought to be cancelled did not transfer 
any valid rights as against a third party because the “ as¬ 
signment amounted to a mere naked transfer of the regis¬ 
tered mark disassociated from any business or accompany¬ 
ing good will of the assignor” even though the assignment 
contained the statement “together with the good will of 
the business in connection with which the said mark is 
used”. 

The Opinion in the Penetrene Corp. case cites the de¬ 
cision of this Court in Mayer Fertilizer & Junk Co. vs Vir- 
gtma-Carolina Chemical Co. 35 App. D. C. 425; 1910 C. D. 
399 for the proposition that such a naked transfer of a 
mark which was not then being actively used by the as¬ 
signor, “adds nothing to a claim of priority and ownership 
of the mark by such assignee as against some third person 
and actual prior user in good faith.” 

The Opinion in the Penetrene Corp. case also distin¬ 
guishes the Beech-Nut Paeking Co. case by pointing out 
that the assignee, Lorillard, in the latter case took over 
the existing business of the American Tobacco Company 
whereas, in the Penetrene Corp. case, the assignor had no 
business to convey so that the assignment (like each of 
the assignments relied on by plaintiff-appellee at bar) ap- 
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peared 1 ‘ to have been, in a legal sense, merely an attempt 
to convey naked title to the registration.” (121 F. 2d 543) 
The Opinion in the Penetrene Corp. case goes on to 
hold: 

“We find nothing in the Beech-Nut Company case, 
supra, indicating that it was the intention of t|ie Su¬ 
preme Court to introduce what the brief for appellant 
designates as a ‘modern viewpoint of trade-marks’ out 
of harmony with the principle that a trade-martf is as¬ 
signable only in connection with the business in which 
it is used, which principle has been consistently ap¬ 
plied by this court and, so far as we are advised, by 
all other courts in the United States. See Kelly Liquor 
Co. v. National Brokerage Co., Inc., 102 F. 2d $57, 26 
C. C. P. A., Patents, 1110, and cases therein cit^d. 

“It was held below, in substance, that the convey¬ 
ance executed by Fromm ann, not being accompanied 
by the transfer of any business with which the j Pena- 
trine mark is shown to have been used, resulted in the 
abandonment of the mark to the public and thatjappel- 
lant acquired no rights therein. With this holding we 
agree. See LaFayette Brewery, Inc., v. Rock Island 
Brewing Co., 87 F. 2d 489, 24 C. C. P. A., Patents, 925, 
and cases cited therein.” (121 F. 2d 543) 

The District Court, in its Opinion [App. 27], attempts 
to distinguish the Penetrene Corp . case by the smtomary 
statement that it is not in point “because in that case the 
conveyance of the trade-mark was not accompanied by the 
transfer of any business. In the case at bar, the good-will 
of the business was transferred together with the j trade¬ 
mark.” 

This attempt at distinction is wholly without founda¬ 
tion on the facts which fully support the concurrent findings 
of the Patent Office tribunals that no good-will was actually 
assigned by the various alleged instruments of July 18, 
1933; October 2, 1933 and December 15, 1933. 

The District Court, obviously swayed by the recita¬ 
tions of good-will transfer contained in the various instru¬ 
ments relied on by plaintiff-appellee, apparently overlooked 



82 


the fact that the assignment held invalid in the Penetrene 
Corp. case contained a similar recitation of good-will 
transfer. 

There are a nnmber of other cases which are so nearly 
“bay-horses” 4 on the facts that the opinion-language can, 
simply snbstituting names of parties and trade-marks, be 
made fully applicable to the case at bar. These cases, which 
are quoted in Appendix 2, are as follows: 

Old Joe DistiUing Co. vs Esbeco 123 F. 2d 68 
(CCPA) 

Corr vs Oldetyme Distillers 118 F. 2d 919 
(CCPA) 

La Fayette Brewery vs Rock Island Brewing Co. 
87 F. 2d 489 (CCPA) 

Kelly Brothers Company vs Philip Blum & Com¬ 
pany 48 USPQ 701, 702 (Com’r) 

Kelly Liquor Company vs National Brokerage 
Company 102 F. 2d 857 (CCPA) 

Nims on Unfair Competition (4th Edition, 1947) 
§ 17 pp. 85 et seq. 

4-C: Chain-Transfers of Inactive Mark Improper 

As discussed hereinabove under Point 4-B, the District 
Court, in its opinion, disregarded the fact that there were 
a number of successive purported transfers of the mark 
“OLD CHARTER” during a period of non-use and, in re¬ 
lying on the Beech-Nut Packing Co. case, disregarded the 
fact that, in the latter case, there was only a single transfer 
of the mark during the period of inactivity (to one who 
succeeded to the entire active business of the transferor). 

The distinction between a single transfer of an inactive 
mark and a series of such transfers (as brought to the at¬ 
tention of the Court in the closing statement of the So¬ 
licitor for the Commissioner of Patents [App. 158-9]), is an 
important one. 

That is, where A owns a mark and transfers it to B 
without a transfer of the assets of a going business, there 

4 Dorsey vs Ktngsland — App. D. C. —, 80 USPQ 186, 187 (decided 
Jan 26, 1949) 
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is no good-will in existence except the confidence which the 
purchasing public had in A, to begin with. If B thereafter 
(as in the Beech-Nut Packing Co. case, supra) itself begins 
using the mark, there might be some basis for arguing that 
he may claim successorship to A because of the fact that 
he was personally selected by A to carry on the godd-will 
of the mark which had been built up by A over a period of 
actual use. In other words, B might be considered £s the 
recipient and trustee of the public faith and confidence 
which A had built up in the trade-mark and had passed on 
to B because he felt that B was capable of maintaining 
the quality of the trade-marked goods and keeping faith 
with the purchasing public. 

However, when B, without making any use whatever 
of the trade-mark, in turn attempts to assign it to C, the 
latter can no longer be considered as the one selected by 
A (the only actual user of the mark) to keep faith with the 
purchasing public. In other words, A cannot exercise any 
discretion in the selection of C and therefore neither A nor 
the purchasing public has any assurance that C is willing 
and able to preserve the previously established standards 
set up by A. 

If, in turn, C transfers to D without ever 
the mark, and so on, the control of the original 
and good-will goes farther and farther afield 
original and only active user of the mark. 

Applying this reasoning to the facts at bar, we find 
that A (Wright & Taylor) attempted to transfer the inac¬ 
tive mark “OLD CHARTER” to B (Wright-Taylor Dis¬ 
tillery Company) on July 18, 1933. B made no use of the 
mark but instead attempted to transfer it to C (Weight & 
Taylor Distilling Corporation) on October 2,1933. C made 
no use of the mark but attempted to transfer it to D (Bera- 
heim Distilling Company, a Kentucky corporation) on De¬ 
cember 15,1933. D made no use of the mark but attempted 
to transfer it to E (Bernheim Distilling Company, a Dela¬ 
ware corporation) on March 19, 1937. E made no use of 
the mark but attempted to transfer it to F (Old Charter 
Distilling Company, Inc.) on June 4, 1937. 
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How can it be said that A (Wright & Taylor) which 
gave up its rights to the mark “OLD CHARTER” on July 
18, 1933 by attempting to assign it to B (Wright-Taylor 
Distillery Company) exercised any control over the selec¬ 
tion of F almost four years later, such as would entitle F to 
claim that it succeeded to the good-will of the business of 
Wright & Taylor, the last active user of the mark “OLD 
CHARTER”? 

That Old Charter Distillery Co. Inc. did not feel obli¬ 
gated to maintain the standards set up by Wright & Taylor 
is evident from the fact that, while the trade-mark “OLD 
CHARTER” was always used by Wright & Taylor exclu¬ 
sively on a high quality bonded whiskey at least 4 years in 
age [App. 284, 287], Old Charter Distillery Co. Inc. had 
no compunctions whatever about using the trade-mark on 
a raw unseasoned 32-month old whiskey which was not 
bottled in bond. See the labels of Respondent’s Exhibits 
60-62 [706, 708-9]. 

It is submitted that if, under the Beech-Nut Packing 
Co. case, supra, there can be any valid transfer of an inac¬ 
tive trade-mark, the line must be drawn at one transfer, 
together with an active business (in which case the trans¬ 
feree can be regarded as the personal choice of the trans¬ 
feror) and there cannot be an extension of the principle 
to the extent of approving five successive transfers of an 
inactive mark, by successive inactive corporations having 
no businesses, so as to hold (as did the District Court) that 
the sixth purported owner is nevertheless entitled to the 
good-will of the original owner as against one who adopted 
his mark in good faith during the period of inactivity inter¬ 
vening the second and third invalid transfers. 

4-D: Equities Do Not Support Decision 

In its opinion [App. 27] the District Court stated that 
the “equities are strongly with the plaintiff” and that the 
mark “OLD CHARTER” is a valuable one which has been 
in use since 1874 “with an interruption only during the 
period of prohibition” and that 
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“To seize upon technical defects in respect to the ilnesne 
conveyances of the trade-mark and to penalise its 
owners because of the difficulties in resuming business 
occurring after repeal of the Prohibition Amendment, 
as a basis for a conclusion that the trade-mark ceased 
to exist and, therefore, could not have been assigned, 
does not accord with the Court’s view of the equities 
or of the law.” 

As pointed out hereinabove, the interruption in use of 
“OLD CHARTER” extended for more than three years 
beyond the repeal of prohibition whereas plaintiff- 
appellee’s alleged predecessors could have acquired (but 
refused to acquire) a considerable stock of “OLD CHAR¬ 
TER” whiskey and could have resumed use of the mark 
directly upon repeal in December of 1933 instead of wait¬ 
ing until the middle of 1937. 

Moreover, the mere fact that the mark “OLD CHAR¬ 
TER” may have been a valuable pre-prohibition trade¬ 
mark is no justification for holding that the “equities are 
strongly with the plaintiff” so as to warrant the overlook¬ 
ing of the many obvious defects in plaintiff-appellee’s al¬ 
leged chain-of-title, in the absence of any showing that 
plaintiff-appellee itself went to any considerable expanse to 
acquire the mark “OLD CHARTER” and the good-will 
connected therewith. 

This can be brought out by examining briefly, ifi retro¬ 
spect, the consideration which is claimed to have passed 
hands in connection with the various purported transfers 
of the mark “OLD CHARTER”. 

Thus, while the July 18, 1933 deal with the Burns- 
controlled companies purportedly involved an agreement to 
pay some $860,000, most of this money was never paid since 
the agreement was subsequently cancelled [683-4] with a 
return of upwards of 17,000 (of the original 20,500) cases 
of “OLD CHARTER” whiskey to Wright & Taylor, re¬ 
sulting in a credit of $37 a case (upwards of $629,000 in 
total) being applied to U. S. Distillers, Inc. ’s indebtedness. 

The October 2, 1933 transactions involved merely the 
transfer of stock in Wright & Taylor Distilling Corpora- 
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tion (see Respondent’s Exhibit 6) and, as pointed out 
hereinabove, Wright-Taylor Distillery Company never even 
received the fifty thousand dollars ’ worth of shares of stock 
which it is supposed to have gotten for the trade-mark 
“OLD CHARTER”. 

The December 14-15 deal purportedly involved the 
transfer of $300,000 which actually represented nothing 
more than the value of the 1600 barrels of unbranded bulk 
whiskey which, as pointed out above, were re-sold by Bern- 
heim Distilling Company, a Kentucky corporation, within a 
month of its acquisition, so that, presumably, the purchase 
price was recouped. 

The March 19, 1937 deal calls for a consideration of 
only One Dollar for the transfer of the trade-mark “OLD 
CHARTER” and there is no evidence whatever in the 
record as to what actual consideration was paid for the 
trade-mark. 

When Schenley Distillers Corporation acquired the as¬ 
sets of Bernheim Distilling Company, a Kentucky corpora¬ 
tion, in March of 1937 and caused the transfer of Bern¬ 
heim’s many trade-marks to the newly formed Delaware 
corporation by individual assignments, it is hard to believe 
that any great value vras placed on the mark “OLD CHAR¬ 
TER”, which was simply one of the 20 inactive marks 
acquired by Bernheim (which no doubt claimed to own many 
other marks as well) from Wright & Taylor Distilling Cor¬ 
poration more than three years before. 

Indeed, we venture to say that the consideration (which 
involved a stock-transfer only) paid to Bernheim Distilling 
Company, a Kentucky corporation, in March of 1937, would 
not have been less by even one dollar, had the corporation 
not claimed to own the mark “OLD CHARTER”. 

The last purported transfer from Bernheim Distilling 
Company, a Delaware corporation, to Old Charter Distillery 
Co., Inc. was of course merely a paper deal between wholly- 
owned subsidiaries of Schenley Distillers Corporation with 
no actual payment of cash or even stock involved. 

It is obvious, therefore, that neither plaintiff-appellee 
nor Schenley Distillers Corporation has ever paid any 
valuable consideration for the mark “OLD CHARTER” 


i 
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such as would justify the District Court’s conclusion that 
the “ equities are strongly with the plaintiff”. Certainly, 
in the complete absence of testimony as to the actual con¬ 
sideration paid, there is no basis for the conclusion reached 
by the District Court. 

Moreover, we should like to point out that proceedings 
for cancellation of a registered trade-mark including pro¬ 
ceedings under R. S. 4915 are purely statutory and that if 
it appears that the registration sought to be cancelled was 
improperly obtained or has been abandoned, it must be 
cancelled, without regard to any question of “equities”. 
Pennsylvania Petroleum Co. vs Pennzoil Co. 80 F. 2d 67, 
70 (CCPA). 

4-E: District Court’s “Findings of Fact” Erroneous 

It is submitted that a number of the District Court’s 
Findings of Fact are erroneous and are not supported by 
the evidence. To begin with, we should like to point out 
that no new evidence whatever was presented in the District 
Court on the issue of priority, so that all the District Court’s 
“Findings of Fact” are based solely on the Courtrecon¬ 
sideration of the same evidence on which the Patent Office 
tribunal ruled in favor of defendant-appellant. 

Thus under the authorities discussed hereinabove at 
pages 34-5, it is submitted that the District Court ’js Find¬ 
ings of Fact are objectionable because none of them speci¬ 
fies that the finding is supported by a “clear preponderance 
of the evidence” or similar words to that effect, wnere the 
finding differs from that made by the Patent Office tri¬ 
bunals. 

Going now to the individual Findings of Fact, it is sub¬ 
mitted that findings 20, 21 and 34 are erroneous insofar as 
they hold that Wright & Taylor had valid transferable 
trade-mark rights in the term “OLD CHARTER” on July 
18, 1933; for the reasons discussed hereinabove under 
Point 3-A. 

Finding 26 is submitted to be erroneous insofar as it 
suggests that Wright-Taylor Distillery Company acquired 
valid title to the trade-mark “OLD CHARTER”; for rea¬ 
sons discussed hereinabove under Point 3-D. 
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Findings 28, 30, 31, 32 and 33 are submitted to be 
erroneous insofar as they suggest that Wright & Taylor 
Distilling Corporation acquired valid title to the trade¬ 
mark “OLD CHARTER”, for reasons discussed herein¬ 
above under Point 3-F. 

Findings 36 and 37 are believed to be erroneous insofar 
as they suggest that Bernheim Distilling Company, a Ken¬ 
tucky corporation, acquired valid title to the trade-mark 
“OLD CHARTER”; for reasons discussed hereinabove 
under Point 3-H. 

Finding 38 is believed to be erroneous insofar as it 
suggests that valid title to the trade-mark “OLD CHAR¬ 
TER” and to Registration No. 321,823 were properly trans¬ 
ferred, by mesne assignments, from Bernheim Distilling 
Company, a Kentucky corporation, to plaintiff-appellee; for 
reasons discussed hereinabove under Points 3-1 to 3-L. 

Finding 39 is believed to be erroneous insofar as it 
states that plaintiff-appellee is the successor to the trade¬ 
mark “OLD CHARTER” with a priority date of 1874; for 
reasons which are obvious from the discussion under Point 
3 hereinabove. 

Finding 41, which sets forth that Wright & Taylor’s 
original stock of “OLD CHARTER” whiskey was sold up 
to the latter part of 1937, while correct, so far as it goes, 
may be misleading unless it is kept in mind that Wright & 
Taylor retained 17,000 (of the original 20,500) cases of 
“OLD CHARTER” whiskey in the early part of 1934 and 
that, in liquidating this remaining stock over the next three 
years, acted as a stranger to plaintiff-appellee’s alleged 
chain-of-title. In other words, the liquidation of the orig¬ 
inal stock of “OLD CHARTER” whiskey by Wright & 
Taylor from 1934 to 1937 was no different from the sale 
of that whiskey by some third person having no connection 
whatever with the trade-mark “OLD CHARTER”. 

Thus, these 1934-7 liquidation sales of “OLD CHAR¬ 
TER” whiskey cannot avail plaintiff-appellee anything in 
its claim to priority as against defendant-appellant. 

Instead, the fact, as contended by plaintiff-appellee, 
that Wright & Taylor made these sales of “OLD CHAR- 
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TER” whiskey with the full knowledge and consent of 
Bernheim Distilling Company, a Kentucky corporation 
[App. 427-8] itself constituted an abandonment of the mark 
by the latter since, under the authorities discussed herein¬ 
above at page 52, permitting another to use a trademark 
results in the abandonment of the mark because of the 
deception practiced on the public as to the source of origin 
or ownership of the trade-marked goods and because, by 
the granting of such permission, the mark loses its power 
to indicate only a single source of origin or ownership, 
which is an essential prerequisite to a valid trade-mark. 

Finding 43 is correct, so far as it goes, although we 
should like to point out that, as discussed hereinabove, 
plaintiff-appellee itself is purely a dummy corporation 
having no books of account or the like so that it cannot be 
said to own and use the mark ‘‘OLD CHARTER” ]jnerely 
by virtue of the fact that its name appears on the labels of 
whiskey manufactured and sold by other (though related) 
corporations. 

Finding 44 is submitted to be erroneous in holding that 
Bernheim Distilling Company, a Kentucky corporation, and 
Old Charter Distillery Co., Inc. have not abandoned f‘OLD 
CHARTER” as a trade-mark for whiskey. 

Thus, as discussed hereinabove under Points 3-1 to 
3-L, it is believed that the evidence clearly supports the 
fact-findings of the Patent Office tribunals to the effect that 
abandonment did occur. 

In this connection it is pointed out that the Eistrict 
Court considered no new evidence and simply subs tituted 
its interpretation for that of the Patent Office tribunals in 
deciding that abandonment had not occurred. 

The following statement made during the trial [App. 
164] is significant as showing the District Court’s mis¬ 
interpretation of the applicable law: 

“The Court: Abandonment is a question of lajv, and 
no rule of an administrative agency can define what 
constitutes abandonment. That is a rule of substantive 
law. Anyway, I think abandonment is a mixed ques¬ 
tion of law and fact.” 
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Thus, since intent is an essential element in the ques¬ 
tion of “abandonment” and since in almost all cases such 
“intent” can be determined only by an evaluation of the 
acts of the trade-mark owner and the other surrounding 
circumstances, it necessarily follows that in virtually all 
cases a determination of the issue of abandonment involves 
an examination of the underlying facts so that it can not 
be considered simply a matter of law. In this connection, 
see the opinion on the Beech-Nut Packing Co. case supra, 
wherein Mr. Justice Holmes made such statements as 

“We see no reason to disturb the finding of two courts 

that the right to use the mark had not been lost.” 

• ••••• 

“Both courts having found for the defendant, we see 

no ground upon which it can be said that they were 

wrong as a matter of law.” (Emphasis supplied.) 

In other words, while there might conceivably be some 
situations in which a court by examining a document could 
decide that, as a matter of law, it operated as an abandon¬ 
ment of a trade-mark, it is difficult to visualize a situation 
in which the Court can, as a matter of law, and without 
any consideration of the pertinent facts, decide that no 
abandonment took place. 

Under the authorities discussed hereinabove, the find¬ 
ings of the Patent Office tribunals on this fact question, as 
well as other fact questions, are entitled to great weight 
under Section 4915 of the Revised Statutes and should not 
be lightly set aside (on the same evidence considered in the 
Patent Office) simply because the trial judged personal 
opinion is not in accord with that of the Patent Office 
tribunals. 

Finding 45 is submitted to be erroneous, for reasons 
discussed hereinabove under Points 3-A to 3-1, in holding 
that Bernheim Distilling Company, a Kentucky corpora¬ 
tion, had the sole and exclusive right to use “OLD CHAR¬ 
TER” on October 27, 1934. 

Finding 46 is submitted to be erroneous because, as 
pointed out hereinabove, plaintiff itself has never used the 
mark “OLD CHARTER” although whiskey bearing the 
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label “OLD CHARTER” and bearing plaintiff-appellee’s 
corporate name was sold by Schenley Distillers Corpora¬ 
tion and certain of its subsidiaries upon the filing date of 
Cancellation No. 3663. 

Finding 47 is submitted to be erroneous because, as 
pointed out hereinabove under Points 3-A to 3-L, plaintiff- 
appellee has not established its claim to priority of adop¬ 
tion as against defendant-appellant and because, in any 
event, neither Continental Distilling Corporation’s right to 
use the mark “CHARTER OAK” nor the validity of Con¬ 
tinental’s “CHARTER OAK” Registration No. 3l[L,038 is 
in question in this proceeding, the sole purpose of Vrhich is 
to decide whether plaintiff-appellee’s “OLD CHAPTER” 
registration should be cancelled. See American Cy\inamid 
Co. vs Synthetic Nitrogen Products Co. 58 F. 2d $34, 835 
(CCPA); Loughran vs Quaker City etc. Co. 296 Fed. 822, 
825-6 (CCA 3); Empire Crafts Corp. vs National^ Silver 
Co. 60 F. Supp. 1020, 1022 (DC SD NY). 

4-F: District Court’s “Conclusions of Law” Erroneous 

It is submitted that the District Court erred in Various 
of its Conclusions of Law. 

Thus, for reasons discussed hereinabove at pages 12- 
21, it is submitted that Conclusion 1 is erroneous apd that 
this Court does not, in fact, have jurisdiction over defend¬ 
ant-appellant or over the subject matter of this action. 

Conclusion 2 is believed likewise to be erroneous, fqr 
reasons discussed hereinabove, in holding that the “OLD 
CHARTER” Registration No. 321,823 is good and yalid in 
law. 

Conclusion 3 is also submitted to be erroneous, for rea¬ 
sons fully discussed hereinabove, in holding that plaintiff 
is the owner of the trade-mark “OLD CHARTER” and 
of Registration No. 321,823 and the business and gobd-will 
connected therewith and in giving plaintiff a priority date 
of 1874. 

Conclusion 4 is believed to be erroneous, for reasons 
discussed hereinabove under Points 3-B to 3-L, in folding 
that Wright & Taylor had an existing and going business 
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and good-will in the “OLD CHARTER” trade-mark in 
July, 1933 and that the trade-mark, business and good-will 
were validly assigned to plaintiff by the several mesne 
assignments. 

Conclusion 5 is believed to be clearly erroneous in hold¬ 
ing that defendant- appellant’s “CHARTER OAK” Regis¬ 
tration No. 311,038 is void because of the priority of plain¬ 
tiff and its predecessors-in-title in the use of “OLD CHAR¬ 
TER”. Thus, as pointed out hereinabove, plaintiff-appellee 
has not, in fact, established such priority of adoption. 
Moreover, under the authorities discussed hereinabove at 
page 91, the validity of defendant-appellant’s senior 
and subsisting “CHARTER OAK” registration is not in 
issue in this proceeding, the sole purpose of which is to 
decide whether plaintiff-appellee’s junior “OLD CHAR¬ 
TER” registration should be cancelled. 

Conclusion 7 is believed to be erroneous, for reasons 
discussed hereinabove under Point 3-D, in holding that the 
instruments of Respondent’s Exhibits 3 and 4 did not con¬ 
stitute an abandonment of the mark “OLD CHARTER” 
but effected a transfer of the trade-mark, business and 
good-will to Wright-Taylor Distillery Company. 

Conclusion 8 is believed to be clearly erroneous, for 
reasons discussed hereinabove under Points 3-1 to 3-L, in 
holding that Bemheim Distilling Company, a Kentucky 
corporation, and its successors did not lose their right to 
the mark “OLD CHARTER” by not selling whiskey under 
the mark until June, 1937. 

Conclusion 9 is believed also to be clearly erroneous in 
holding that defendant-appellant “has failed to establish 
that it had any good will in said mark after March 13,1934, 
or that any use of * CHARTER OAK’ extinguished the 
good will of ‘OLD CHARTER’ It is well settled that 
defendant-appellant, as the owner of senior and subsisting 
Registration No. 311,038, must be deemed to be the owner 
of the trade-mark “CHARTER OAK” and the good-will 
associated therewith (see Ely & Walker vs Sears, Roebuck 
& Co. 90 F. 2d 257, 259, CCPA; Rosengart vs Ostrex 136 
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F. 2d 250, 251-2, CCPA) and is under no obligation to 
prove this other than by introducing its registration in 
evidence as Petitioner’s Exhibit 1. Nor is defendant- 
appellant under any obligation to establish that it$ use of 
“CHARTER OAK” extinguished the good-will of “OLD 
CHARTER”. Instead, the burden of proof rests heavily 
on plaintiff-appellee, as the junior party in the cancellation 
proceeding and as the plaintiff in the present proceeding 
under Section 4915 of the Revised Statutes, to Establish 
its claim to priority of adoption by a “clear preponderance 
of the evidence”, failing which, judgment must be rjendered 
herein in favor of defendant-appellant. Moreover, the 
question of Continental’s right to use the mark “CHAR¬ 
TER OAK” is not an issue arising under R. S. 4(915 and 
the introduction of this issue further emphasizes the in¬ 
applicability of Section 72-a of Title 35, U. S. CodQ, as dis¬ 
cussed above at pages 12-15. 

Conclusion 10 is submitted to be erroneous, foij reasons 
discussed hereinabove under Point 3-1 as well as under 
Point 2, in holding that Bernheim Distilling Corhpany, a 
Kentucky corporation, had the right to use “OLD CHAR¬ 
TER” on October 27, 1934 when it filed its application for 
registration and that the use of the mark by its prede¬ 
cessors was the use of Bernheim under the common law and 
under the Trade-Mark Act of February 20, 1905. 

As discussed hereinabove under Point 2, the Trade- 
Mark Act of February 20, 1905 and the Patent Office regu¬ 
lations adopted pursuant thereto contemplate an actual use 
by the applicant himself (as distinguished from any alleged 
predecessor) before he can validly file an application for 
registration. 

Turning now to Conclusion 11 which merely sets forth 
a form of final judgment (and, as such, is believed not to 
constitute a proper “Conclusion of Law”) it is submitted 
that each of sub-divisions (a), (b) and (e) is erroneous 
for reasons which are apparent from the foregoing dis¬ 
cussion. 

Thus, with reference to sub-division (a), it is submitted 
that the “OLD CHARTER” Registration No. 321,823 is 
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not good and valid in law and should be cancelled. 

With reference to sub-division (b), it is submitted that 
plaintiff has not owned and does not now own the entire 
right, title and interest in said Registration No. 321,823 
and the mark “OLD CHARTER” and the business and 
good-will connected with the trade-mark in and throughout 
the United States. Not only has plaintiff-appellee failed 
to establish priority of adoption such as is an essential 
prerequisite to Conclusion 11 (b), in addition, this sub¬ 
division constitutes an attempted ruling on plaintiff- 
appellee ’s common law rights in the trade-mark “OLD 
C HA RTER” whereas, in this action (wherein jurisdiction 
is based on Section 4915 of the Revised Statutes and Sec¬ 
tion 72-a of Title 35 of the United States Code), the Court 
must limit itself to the sole question of whether the “OLD 
CHARTER” registration should be cancelled (without any 
regard to common law rights). 

With reference to Conclusion 11 (e), it is submitted 
that, under the facts and the applicable law as discussed 
hereinabove, the “OLD CHARTER” registration has been 
shown to be invalid in view of the existence of defendant- 
appellant’s prior and subsisting “CHARTER OAK” 
Registration No. 311,038 and in view of the admitted non¬ 
use by the applicant for registration 321,823 on “OLD 
CHARTER”. 

CONCLUSION. 

In conclusion, it is respectfully submitted 

that the District Court erred in holding that it had 
jurisdiction over the subject matter of this suit 
in the absence of defendant-appellant, and 

that the District Court erred in awarding priority to 
plaintiff-appellee, especially in the complete ab¬ 
sence of any new evidence bearing on this question 
of priority of adoption, and 

that the District Court erred in substituting its opinion 
for the fact-findings of the Patent Office tribunals 
and in disregarding the principle that such fact¬ 
findings will not be reversed in an action under 



Section 4915 of the Revised Statutes unless! there 
is a clear preponderance of evidence showing that 
the Patent Office tribunals erred, and 


that the District Court erred in not considering the 
admitted non-use and subsequent abandonment of 
the mark “OLD CHARTER” by the registrant 
Bernheim Distilling Company, a Kentucky corpo¬ 
ration, as grounds for dismissal of the complaint 
at bar, and 

that the District Court’s final judgment should be re¬ 
versed and that judgment be entered herein direct¬ 
ing that the “OLD CHARTER” Registration No. 
321,823 is invalid and should be cancelled and that 
the Complaint be dismissed. 

Respectfully submitted, 


Leonard L. Kajlish, 
McLachlen Buildin 


5 > ! 


Washington, D. C., 

attorney for appellant. 











APPENDIX 1 


STATUTES AND RULES INVOLVED 

Statutes 

Trade-Mark Act of February 20,1905 (as amended) ci 592; 
33 Stat. 724 et seq.; 15 U. S. C. 85 et seq. 

Section 1; 33 Stat. 724 (as amended Act of May 4,1906, 
c. 2081, § 1, 34 Stat. 168; Act of February 18, 1909, c. 
144, 35 Stat. 628; Act of April 11, 1930, c. 132, §'4, 46 
Stat. 155; Act of June 10, 1938, c. 332, §1, 52 Stat. 
638) 15 U. S. C. 81 | 

4 ‘The owner of a trade-mark used in commerce 
. . . among the several States . . . may obtain 
registration for such trade-mark by complying 
with the following requirements: First, by filing 
in the Patent Office an application therefor, in 
writing, addressed to the Commissioner of Patents, 
signed by the applicant, specifying ... a state¬ 
ment of the mode in which the same is applied and 
affixed to goods, . . . With this statement shall be 
filed . . . such number of specimens of the trade¬ 
mark as actually used as may be required by the 
Commissioner of Patents. Second, by . . . other¬ 
wise complying with the requirements of this sub¬ 
division of this chapter and such regulations as 
may be prescribed by the Commissioner of Pat¬ 
ents.” 

Section 2; 33 Stat. 724 (as amended Act of February 
18,1909, c. 144, 35 Stat. 627) 15 TJ. S. C. 82 

“The application prescribed in the foregoing sec¬ 
tion, in order to create in writing whatever in favor 
of the party filing it, must be accompanied l}y a 
written declaration verified by the applicant^ or 
by ... an officer of the corporation . . . applying, 
to the effect that the applicant believes himself or 
the . . . corporation ... in whose behalf he makes 
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the application to be the owner of the trade-mark 
sought to be registered, and that no other person, 
firm, corporation or association, to the best of the 
applicant’s knowledge and belief, has the right to 
use such trade-mark in the United States, . . . 
that such trade-mark is used in commerce among 
* the several States, ...” 

Section 5; 33 Stat. 725 (as amended Act of March 2, 
1907, c. 2573, § 1, 34 Stat. 1251; Act of February 18, 
1911, c. 113, 36 Stat. 918; Act of January 8, 1913, c. 7, 
37 Stat. 649; Act of March 19,1920, c. 104, § 9, 41 Stat. 
535; Act of June 7, 1924, c. 341, 43 Stat. 647) 15 U. S. 
C. 85. 

“No mark by which the goods of the owner of the 
mark may be distinguished from other goods of 
the same class shall be refused registration as a 
trade-mark on account of the nature of such mark 
unless such mark— 

i 

• ••••• 

(b) . . . Provided, That trade-marks which are 
identical with a registered or known trade-mark 
owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or 
which so nearly resemble a registered or known 
trade-mark, owned and in use by another and ap¬ 
propriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or 
mistake in the mind of the public or to deceive 
purchases shall not be registered: Provided, That 
no mark which consists merely in the name of an 
individual, firm, corporation, or association not 
written, printed, impressed, or woven in some par¬ 
ticular or distinctive manner, or in association with 
a portrait of the individual, or merely in words 
or devices which are descriptive of the goods with 
which they are used, or of the character or quality 
of such goods, or merely a geographic name or 
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term shall be registered under the terms bf this 
subdivision of this chapter . . .” 

Section 9; 33 State 727 (as amended Act of March 2, 

1929, c. 488, § 2 (b), 45 Stat. 1476) 15 U. S. C. 89. 

“If an applicant for registration of a trade-mark, 
or a party to an interference as to a trade-mark, 
or a party who has filed opposition to the regis¬ 
tration of a trade-mark, or party to an application 
for the cancellation of the registration of a trade¬ 
mark, is dissatisfied with the decision of the Com¬ 
missioner of Patents, he may appeal to the Ignited 
States Court of Customs and Patent Appeals, on 
complying with the conditions required in case of 
an appeal from the decision of the commissioner 
by an applicant for patent, or a party to an inter¬ 
ference as to an invention, and the same rules of 
practice and procedure shall govern in every stage 
of such proceedings, as far as the same may be 
applicable.” 

Section 13; 33 Stat. 728,15 U. S. C. 93. 

“Whenever any person shall deem himself injured 
by the registration of a trade-mark in the Patent 
Office he may at any time apply to the Commis¬ 
sioner of Patents to cancel the registration thereof. 
The commissioner shall refer such application to 
the examiner in charge of interferences, who is 
empowered to hear and determine this question 
and who shall give notice thereof to the registrant. 
If it appear after a hearing before the examiner 
that the registrant was not entitled to the uSe of 
the mark at the date of his application for regis¬ 
tration thereof, or that the mark is not used by 
the registrant, or has been abandoned, and the 
examiner shall so decide, the commissioner shall 
cancel the registration. Appeal may be taken to 
the commissioner in person from the decision of 
examiner of interferences.” 
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Section 21; 33 Stat. 729,15 U. S. C. 101. 

“No action or suit shall be maintained under the 
provisions of this subdivision of this chapter in 
any case when the trade-mark . . . has been aban¬ 
doned, or upon any Certificate of Registration 
fraudulently obtained.” 

Section 26; 33 Stat. 730,15 U. S. C. 105. 

“The Commissioner of Patents is authorized to 
make rules and regulations, not inconsistent with 
law, for the conduct of proceedings and in refer¬ 
ence to the registration of trade-marks provided 
for by this subdivision of this chapter.” 

Trade-Mark Act of July 5, 1946, c. 541, Title X, § 45 (60 
Stat. 443) 15 U. S. C. 1127. 

Section 45 

“A mark shall be deemed abandoned— 
j (a) When its use has been discontinued with in¬ 
tent not to resume. Intent not to resume may be 
inferred from circumstances. Nonuse for two con¬ 
secutive years shall be prima facie abandonment.” 

Revised Statutes, Section 4915, Act of February 9, 1893, 

c. 74, § 9, 27 Stat. 436 (as amended Act of March 2, 
1927, c. 273, § 11, 44 Stat. 1336; Act of March 2, 1929, 
c. 488, § 2 (b), 45 Stat. 1476, Act of August 5, 1939, c. 
451, § 4, 53 Stat. 1212) 35 U. S. C. 63. 

“Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dis¬ 
satisfied with the decision of the Board of interference 
examiners, the applicant . . . may have remedy by 
bill in equity, . . . and the court having cognizance 
thereof, on notice to adverse parties and other due pro¬ 
ceedings had, may adjudge that said applicant is en¬ 
titled, according to law, to receive a patent for his in¬ 
vention, ... In all cases where there is no opposing 
party a copy of the bill shall be served on the commis¬ 
sioner ; . . . In all suits brought hereunder where there 
are adverse parties the record in the Patent Office shall 


be admitted in whole or in part, on motion of either 
party, . . . The testimony and exhibits, or parts there¬ 
of, of the record in the Patent Office when admitted 
shall have the same force and effect as if originally 
taken and produced in the suit.’ 7 

Act of March 31, 1927, c. 364, 44 Stat. 1394 (as anjended 
June 25, 1936, c. 804, 49 Stat. 1921) 35 U. S. C. 72-a. 

“Upon the filing of a bill in the District Court of the 
United States for the District of Columbia wherein 
remedy is sought under section 63 ... of this title, 
without seeking other remedy, if it shall appear that 
there . . . (are) adverse parties residing in a plurality 
of districts not embraced within the same Sta^e, the 
court shall have jurisdiction thereof . . . ” 

Rules 

Patent Office Rules Governing Registration of 

Trade-Marks (15 U. S. C. following Section 105) 

Rule 19. 

“A trade-mark must have been actually used in 
commerce before an application for its registration can 
be filed in the Patent Office. 

No trade-mark will be registered to an owner domi¬ 
ciled within the territory of the United States unless 
it shall be made to appear that the same is used as 
such by said owner in commerce among the several 
states . . . ” 

Rule 22. 

“A complete application comprises: 

(a) A petition . . . 

(b) A statement specifying . . . the particular 
description of goods comprised in such class upon 
which the trade-mark has actually been used; a state¬ 
ment of the mode in which the same is applied and 
affixed to the goods, and the length of time during 
which the trade-mark has been used upon the goods 
specified . . . 
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(c) A declaration complying with section 2 of the 
act of February 20, 1905, as amended by the act of 
February 18, 1909. 

(d) A drawing of the trade-mark, signed by the 
applicant, or his attorney, which shall be a facsimile of 
the same as actually used upon the goods. 

(e) Five specimens (or facsimiles when, from the 
mode of applying or affixing the trade-mark to the 
goods, specimens cannot be furnished) of the trade¬ 
mark as actually used upon the goods. ’ ’ 

Rule 31. 

“The application must be accompanied by a writ¬ 
ten declaration, verified by the applicant, or by a mem¬ 
ber of the firm, or by an officer of the corporation or 
association applying, to the effect that he believes him¬ 
self, or the firm, corporation, or association in whose 
behalf he makes the declaration, to be the owner of 
the trade-mark sought to be registered, and that no 
other person, firm, corporation, or association, to the 
best of his knowledge and belief, has the right to use 
the trade-mark in the United States, either in the 
identical form or any such near resemblance thereto 
as might be calculated to deceive; that such trade¬ 
mark is used in commerce among the several States, or 
with foreign nations, or with Indian tribes; that the 
description and drawing truly represent the trade¬ 
mark sought to be registered; that the specimens (or 
facsimiles) show the mark as actually used upon the 
goods; and that the facts set forth in the statement are 
true.” 

Rule 56. 

“Any person who believes he would be damaged 
by the registration of a mark applied for under the 
act of February 20, 1905, as amended, may oppose the 
same by filing a written notice of opposition stating 
the grounds therefore, within 30 days after the publi¬ 
cation of the mark sought to be registered, which notice 
of opposition shall be accompanied by the fee required 
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by law and shall be verified by the person filing the 
same before one of the officers, mentioned in section 2 
of the act of February 20,1905. . . . ” 

Rule 57. 

“Any person, deeming himself to be injured by 
the registration of a trade-mark in the Patent} Office, 
may, at any time, make application to the commissioner 
to cancel the registration thereof. Such application 
shall be filed in duplicate, shall state the grounds for 
cancellation, and shall be verified by the person filing 
the same before one of the officers mentioned in sec¬ 
tion 2 of the act of February 20, 1905. . . . ” 

Rule 58. 

“If it shall appear, after a hearing before the ex¬ 
aminer of interferences, that the registrant was not 
entitled to the use of the mark at the date of his ap¬ 
plication for registration thereof, or that the ijnark is 
not used by the registrant, or has been abandoned, and 
the examiner in charge of interferences shall so de¬ 
cide, the commissioner shall cancel the registration of 
the mark, unless appeal be taken within the limit 
fixed.” 

Rule 60. 

“The proceedings, on oppositions, and on Applica¬ 
tions for cancellation, shall follow, as nearly as prac¬ 
ticable, the practice in interferences between Applica¬ 
tions for patents. ...” 
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APPENDIX 2 

The following are cases whose opinion-language can 
be made fully applicable to the facts at bar by simple sub¬ 
stitution of names of companies and trade-marks. 

Thus in Old Joe Distilling Co. vs Esbeco, 123 F. 2d 658 
(CCPA), the court held that an attempted transfer of title 
to a whiskey trade-mark during Prohibition was a mere 
invalid transfer “in gross” and operated merely as an 
abandonment of said mark. 

The following quotations from the Old Joe case can be 
applied directly to the present case by substituting the 
names of the corresponding parties herein;—said substitu¬ 
tion being made in brackets: 

“After a consideration of applicant’s [plaintiff 
herein ] proofs its is deemed to appear that Hawkins 
[James Burns or U. S. Distillers, Inc.] merely pur¬ 
chased some buildings and a part (or perhaps all) of 
the stock of whiskey then on hand from the corpora¬ 
tion [Wright & Taylor, a Kentucky corporation] 
. . . Such purchase was in connection with the disso¬ 
lution of the corporation [Wright & Taylor, a Ken¬ 
tucky corporation] and quite obviously this mere dis¬ 
solution could give him no title to the mark in question. 

“Having acquired no title to the mark ‘Old Joe’ 
[OLD CHARTER] from the former Old Joe Distilling 
Company [Wright & Taylor], and since he personally 
made no such use of the mark as to create any rights 
thereto in himself, it follows that he could not make a 
valid assignment thereof.” 

(123 F. 2d 659, quoting from the decision of 
Examiner of Interferences) 

“Mr. Hawkins [Burns or U. S. Distillers, Inc., or 
Wright-Tdylor Distillery Co.] did not pretend to trans¬ 
fer an existing business to applicant [plaintiff herein, 
through intervening corporations]. What he did un¬ 
dertake to transfer was a thing figmental. It was not 
his business of trading in negotiable warehouse re- 
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ceipts. It was merely the purported good will of a 
‘distillery business’ that had never existed. Mr. Haw¬ 
kins [Burns or U. S. Distillers, Inc. or Wright-Taylor 
Distillery Co.] had never engaged in that business per¬ 
sonally and prior to 1920 he had not even beep con¬ 
nected with his alleged assignor [Wright & Taylor], 
which discontinued its distillery business in 19l7. It 
follows that its quoted communication and his testi¬ 
mony in relation thereto amounted to nothing] more 
than abandonment of any interest he might have pos¬ 
sessed in the trade-mark, and conferred upon applicant 
[plaintiff] no rights other than those resulting from 
such abandonment and its own subsequent adoption and 
use of the abandoned mark.” 

(123 F. 2d 660, quoting from the decision of 
the Commissioner) 

“It must be borne in mind, of course, in consider¬ 
ing the issues here that the respective Old Joe distill¬ 
ing Companies [Wright-Taylor Distillery Co.]\ were 
legal entities, separate and apart from Mr. Hawkins 
[Burns or TJ. S. Distillers, Inc.], considered as an indi¬ 
vidual, although he was for a time president of the 
first and now (or was at the time his testimony was 
taken) president of the applicant company. 

“It must also be borne in mind that what was 
actually sold, whether by the company or by Hawkins 
individually, consisted of negotiable certificates, or 
warehouse receipts, and not of the whiskey pOr se. 
Those receipts could be purchased by anyone, and un¬ 
der proper permits the whiskey represented by them 
could be withdrawn from the public warehouse. . . . 

“The mere sale of the certificates of ownership 
which was the actual business in which Mr. Hajwkins 
[Burns or U. S. Distillers, Inc.] was engaged (luring 
that period would not, as we view it, carry trade-mark 
rights to the purchasers [Wright & Taylor Distilling 
Corporation and the plaintiff’s other intervening prede¬ 
cessors in title] ...” (123 F. 2d 661) 
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Another case which is directly in point is Corr vs Olde- 
tyme Distillers, 118 F. 2d 919 (CCPA) in which the court 
made the following statements;—the names of the corre¬ 
sponding parties and dates of corresponding facts herein 
again being substituted in brackets: 

“On April 20, 1935 [ December 15 , 1933 ], about a 
month before filing his applications, Corr [Bemheim 
Distilling Company of Kentucky ] took a quitclaim con¬ 
veyance from the said Estates of Catherwood and 
Brown [Wright & Taylor of Kentucky through the in¬ 
tervening corporations ] to the alleged title of the said 
mark. . . . The said instrument made no mention of 
conveying any business or formula connected with the 
mark. . . . The consideration paid by Corr [Bern- 
heim of Kentucky] was $1500, and the instrument in¬ 
cluded the said Three Feathers [OLD CHARTER] 
mark as well as ten other trade-marks. 

After Corr [ Bemheim of Kentucky] received his 
quitclaim conveyance, executed on April 20, 1935 [De¬ 
cember 15 , 1933 ], he did nothing in the way of selling 
alcoholic beverages under any Three Feathers [OLD 
CHARTER] trademark but on May 27, 1935 [October 
27 , 1934 ], as aforesaid, filed his two applications here¬ 
inbefore referred to. . . . His [Bemheim 7 s of Ken¬ 
tucky] inactivity in connection with the use of said 
mark continued, and no further steps were taken until 
on April 6, 1936 [June 4 , 1937 ] he by assignment at¬ 
tempted to transfer said mark to Yochim [Old Charter 
Distillery Co., Incorporated]. 

The record shows that Yochim [Old Charter Co.] 
made its first shipment of Three Feathers whiskey on 
July 5, 1936 [July of 1937 ], . . (118 F. 2d 922) 

“Yochim [Old Charter Co.] in its brief states that 
Corr [Bemheim of Kentucky] offered as an excuse 
for not having been engaged earlier in advertising and 
selling Three Feathers [OLD CHARTER] whiskey, 
the difficulty in obtaining Eastern Rye Whiskey of 
suitable age and quality for blending and selling under 
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the well-known Three Feathers [OLD CHARTER] 
mark. . . . 

! 

Oldetyme [Continental Distilling Corporation] 
made the first shipment of Three Feathers [CHARTER 
OAK] whiskey . . . about May 10, 1934 [November 
of 1933 ] . . (118 F. 2d 923) 

“Yochim [Old Charter Distillery Co.] cannot rely 
as proof of title in it, upon the attempted assignment 
of the mark to it by Corr [Bemheim of Kerducky]. 
Corr [Bemheim of Kentucky] had nothing to assign. 
Yochim’s [Old Charter Co.’s] earliest interstate use 
of the Three Feathers [OLD CHARTER] mark is defi¬ 
nitely shown to be on July 5, 1936 [July of 1937 ]. 
This was long after the appellee [ Continental ] . . . 
had used the mark in interstate commerce aijid had 
established a thriving business in the sale of Three 
Feathers [CHARTER OAK] whiskey . . . 

As we see it, the principle of law announced in 
several cases, such as Kelly Liquor Company v. Na¬ 
tional Brokerage Company Inc., etc. supra, that non¬ 
use during the period of Prohibition could not be re¬ 
garded as evidence of abandonment, is not involved 
in the instant appeal. Without regard to Prohibition 
the record before us shows a definite abandonment of 
the mark.” (118 F. 2d 924) 


In LaFayette Brewery vs Rock Island Brewing Co., 
87 Fed. 2d 489 (CCPA), the court again held that an at¬ 
tempted assignment of a trade-mark was invalid where 
such trade-mark was not being used at the time, due to 
prohibition. The court made the following statements;— 
the names of the pertinent parties herein being substituted 
in brackets: 

“It thus appears that appellee [plaintiff herein] Claims 
a chain of title which runs from Des Moines Brewing 
Company [Wright & Taylor, a partnership] (which 
adopted the mark in 1908,1909 or 1910, and registered 
it in 1912) to Des Moines Industrial Company [Wright 
& Taylor, a Kentucky corporation] (by transfer in 
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1917 to R. L B. Holding Company [ Wright-Taylor Dis¬ 
tillery Co.] (in 1933) to the present Rock Island Brew¬ 
ing Company [ plaintiff herein by mesne assignments ] 
(in June or July 1933) . . . 

The Commissioner disagreed that the chain of title as 
stated was complete, for the reason that, after Des 
Moines Industrial Company [Wright & Taylor, a Ken¬ 
tucky corporation] had acquired the property in 1916, 
it proceeded to dismantle the plant and to dispose of 
the property, ‘not as a going business but as incidental 
to the liquidation of its assets’. It seems that the real 
estate was sold to one individual, the personal prop¬ 
erty to another [U. S. Distillers Inc.], and the naked 
trade-mark to a third [Wright-Taylor Distillery Co.]. 
The Commissioner says ‘The business itself simply 
ceased to exist’ and, evidently upon the theory that 
there could be no conveyance of the mark apart from 
the business held that the attempted transfer of it to 
the Rock Island Brewing Company (predecessor of 
R. I. B. Holding Co.) [Wright-Taylor Distillery Co.] 
in 1917 ‘accomplished nothing more than an abandon¬ 
ment of the mark by the assignor, and conferred no 
rights on the assignee.’ . . . 

We are of opinion that under the facts of record 
the Commissioner’s holding upon this point is sound.” 
(87 Fed. 2d 492) 

“Appellant’s [plaintiff herein] claimed chain of 
title of ‘Ye Tavern’ runs from the Thieme & Wagner 
Brewing Company [Wright <$> Taylor , a Kentucky cor¬ 
poration] (which adopted the mark in 1913) to Na¬ 
tional Fruit Juice Company [Bernheim Distilling Com¬ 
pany of Kentucky by mesne assignments] (by transfer 
in 1918 or early in 1919) to appellant [plaintiff herein] 
by transfer in May 1933). 

That the Thieme & Wagner Brewing Company 
[Wright & Taylor of Kentucky] used the mark upon 
beer until some time in 1918 when, by reason of the In¬ 
diana law, it became illegal to manufacture and sell 



beer in that state, is established by the record, but, 
after the mark passed to National Fruit Juice Com¬ 
pany [Bernheim of Kentucky ], it was no longer used 
upon beer. ... In May 1933, National Fruit Juice 
Co. [Bernheim of Kentucky ] executed an instrument 
that was recorded in the Patent Office which pur¬ 
ported to convey its trade-marks to appellant [plain¬ 
tiff herein, by mesne assignments ], ‘ Ye Tavern The 
Beverage DeLuxe’ and 4 Ye Tavern Brew Th^ Beer 
DeLuxe’ being specifically named, ‘Together with all 
the right, title and interest of said assignor in and to 
said trade marks . . . and in and to the good will of 
business in connection with which the said trade-marks 
. . . have been used’. . . . 

The difficulty with appellant’s [plaintiff herein] 
case, as we see it, is that its assignor [Bernheim of 
Kentucky] had not, for at least eleven years prior to 
the transfer, had any business in connection with which 
the marks are shown to have been used, and so it had 
no ‘good-will’ in connection therewith to convey.” 
(87 Fed. 2d 492, 493) j 

In Kelly Brothers Company vs Philip Blum & Com¬ 
pany, 48 USPQ 701, 702, the Commissioner held that where 
a trade-mark for liquor had not been used from the date 
of repeal to September 1, 1934, an attempted assignment 
thereof on that date was invalid and operated as an aban¬ 
donment of the mark. The Court made the following state¬ 
ments;—the names of the pertinent parties herein being 
inserted in brackets: 

i 

i 

“It is my opinion that such abandonment has now 
been definitely established, and that it occurred on Sep¬ 
tember 1, 1934. . . . 

Referring to this exhibit the junior party’? [Bem- 
heim Distilling Company of Kentucky] treasurer tes¬ 
tified : j 

‘Q. It is definitely a fact, is it not, that since the 
repeal of prohibition, up to May 27, 1939, tile Kelly 
Brothers Company [Bernheim of Kentucky] had not 
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used the trade mark Camp Nelson on whiskey sold over 
interstate or intrastate commerce. That’s definitely a 
fact is it not? 

A. Yes. That’s definitely a fact.’ 

Having thus abandoned its trade mark the junior 
party [ Bemheim of Kentucky ] is not now in a position 
to rely upon its early use of the mark in contesting 
priority with the senior party.” 

In the earlier case of Kelly Liquor Company vs Na¬ 
tional Brokerage Company, 102 Fed. 2d 857 (CCPA) the 
court had held that the assignee of Kelly Brothers Com¬ 
pany, namely, Kelly Liquor Company had acquired no 
valid title by the alleged transfer. The court made the 
following statements;—the names of the corresponding par¬ 
ties herein again being inserted in brackets: 

“It is clear from the evidence that when appel¬ 
lant’s [ plaintiff herein] alleged predecessor Kelly 
Brothers Company [Bernheim of Kentucky] assigned 
to appellant [ plaintiff herein] the trade mark ‘Camp 
Nelson’ and the ‘good will of the business in connec¬ 
tion with which said trade mark was and is used, ’ Kelly 
Brothers Company [Bemheim of Kentucky] was not 
in any way engaged in the liquor business . . . ” 
(102 Fed. 2d 860) 

“Appellant [plaintiff herein] being the junior 
party, the burden was upon it to establish by a pre¬ 
ponderance of evidence, title to the involved trade-mark 
derived from Kelly Brothers Company [Bemheim of 
Kentucky]. LaFayette Brewing Inc. v. Rock Island 
Brewing Company, supra. This we must hold it has 
failed to do, and therefore it is not entitled to regis¬ 
tration of said mark upon its application filed Decem¬ 
ber 23,1935.” (102 Fed. 2d 861) 

The attention of the Court is respectfully called to 
the excellent discussion contained in Nims on Unfair Com¬ 
petition (4th Edition 1947, § 17, pages 85 et seq.) on the 
proposition that a trade-mark cannot be assigned except 
in connection with the good-will of a going business with 
which it is then being used. 


i 
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United States Court of Appeals 

For the District of Columbia 


Continental Distilling Corporation, 

Defendant-Appellant, 

vs. 

Old Charter Distillery Co., Inc., 

Plaintiff-Appellee, 

Lawrence C. Kingsland, Commissioner of 

Patents, 

Defendant-Appellee. 


BRIEF FOR PLAINTIFF-APPELLEE. 

t • • 

Counter-Statement of Case. 

This is a clear attempt at trade-mark piracy b^ Conti¬ 
nental, wherein it seeks to appropriate the “Old Charter” 
mark for whiskey, which has been continuously sdld since 
1874, including continuous permit sales and additional per¬ 
mit distillation by plaintiff’s current predecessor during the 
entire period of prohibition, namely, January 16, i920-De- 
cember 5, 1933, and continuous sales subsequent toj Decem¬ 
ber 5,1933. Plaintiff’s current predecessor registei+ed “Old 
Charter” (p. 653), truthfully claiming a chain of tftle since 
1874. Continental registered “Charter Oak” (p. 53$) claim¬ 
ing use since November 17,1933. Continental concedes con¬ 
fusing similarity between the marks. It seeks to cancel 
“Old Charter”, in order to use its “Charter Oak” registra¬ 
tion to annoy plaintiff’s trade, upon a claim of abandon¬ 
ment. In July, 1933, shortly prior to repeal, plaintiff’s 



2 


current predecessor had 20,500 cases of “Old Charter” 
pints, 1,189 barrels of “Old Charter” distilled under permit 
beginning 1930, and a permit to distil 411 barrels of “Old 
Charter” in the Fall of 1933, making a total of 1,600 barrels 
of “Old Charter” (bottom of p. 676; p. 668; p. 23S, Qs. 17- 
22; p. 253, Q120; p. 274, XQ484; p. 294, Q174). During the 
year beginning July, 1932, almost the last year of prohibi¬ 
tion, plaintiff’s current predecessor sold about 3,500 cases 
of “Old Charter” (p. 292, Q153, see records of some of 
These sales at pp. 671-676). Continental’s claim of aban¬ 
donment is absurd. Even when a liquor mark was not used 
during the entire period of prohibition, the courts always 
prevented shrewd concerns from seizing these marks. In 
this case, there was such active use of “Old Charter” dur¬ 
ing prohibition, as to make it clear that Continental is 
merely a pirate. 

Continental’s statement of the record is wholly inac¬ 
curate, due to omissions and inaccuracies. It seeks to jus¬ 
tify its piracy by every species of technicality. Beginning 
in 1894, the current predecessor of plaintiff was Wright & 
Taylor, hereinafter designated as“W&T”. In the Patent 
Office depositions, plaintiff took the testimony of W & T’s 
president (Taylor) and its distiller and general manager 
(Bullitt). Their official positions are stated at page 336, 
Qs. 1-5, and page 280, Qs. 6-7; page 293, Q162. As to the 
early history of “Old Charter”, beginning 1874, see pages 
281-282, Qs. 11-19; W & T’s “Old Charter” label, pages 
599-600, 667; extensive sales, prior to and during prohibi¬ 
tion (p. 283, Q59; p. 284, Qs. 68, 78; p. 337, Qs. 14-16; p. 
288, Q126; p. 290, Q144); that W & T used only “Old 
Charter” during prohibition, page 351, XQ219; additional 
distilling permits for “Old Charter” (p. 288, Q129; p. 348, 
XQ202); that the additional distilled whiskey was “Old 
Charter” (p. 349, XQ206); that “Old Charter” commanded 
a premium price, page 423, Q42. During prohibition, only 
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four distilleries and warehouses were permitted in Ken¬ 
tucky, including a “Stitzel” distillery and warehouse in 
Louisville (p. 288, Q129; p. 289, Qs. 133, 134, 136). Since 
W & T could not get a permit to operate a distillery and 
warehouse, it dismantled them and stored its “Old Charter” 
whiskey with Stitzel, and leased the Stitzel distillery to dis¬ 
til additional “Old Charter” (p. 338, Qs. 26-27; p. 339, Qs. 
28, 29, 33; p. 288, Q129; p. 348, XQ202). If Continental had 
made inquiry in the four licensed Kentucky warehouses in 
November, 1933, it would have found that “Old Chaijter” 
was actively in business. 

On July 18, 1933, W & T executed two agreements! (pp. 
603-613), with a Burns group. This operated through U. S. 
Distillers Inc., hereinafter designated as “ Distillers ”j and 
Wright-Taylor Distillery Company, a Kentucky corpora¬ 
tion, which was a subsidiary of Distillers, and hereinafter 
designated as “Subsidiary”. Distillers owned 49,991 put of 
50,000 shares of the capital stock of Subsidiary. The ^ther 
nine shares were directors’ qualifying shares (pp. 664(665). 
The ownership by Distillers of Subsidiary further appears 
at page 293, Q163. Taylor became a director and secre¬ 
tary of Subsidiary (pp. 664665). Bullitt became a director 
and president of Subsidiary (pp. 664-665; p. 294, 6l64). 
Subsidiary was organized for the purpose of building a dis¬ 
tillery and selling the “Old Charter” whiskey which the 
Burns group bought from W & T (p. 294, Q164). binder 
the Distillers-W & T agreement (pp. 603-609), W & T sold 

i 

its entire stock of “Old Charter” whiskey in labeled bot¬ 
tles and branded barrels, and its Stitzel storage contract. 
Par. 4 (p. 604) stated the sale of “Old Charter” tp Dis¬ 
tillers without good-will. However, the companion Sub- 
sidiary-W & T agreement (pp. 610-611) shows the sale of 
“Old Charter” to Subsidiary, together with the, 

“good-will as applied to liquors of all kiiids of 

. Wright & Taylor.” (p. 611) 
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W & T also agreed to execute all additional documents 
to vest the mark and good-will in Subsidiary (p. 611). Sub¬ 
sidiary thus got title to ‘‘Old Charter” and its good-will. 
This was the intent. 

The Burns group proceeded immediately to exercise 
their ownership of “Old Charter”. On July 21, 1933, they 
purchased 1,000 cases of old whiskey from Bernheim Dis¬ 
tilling Company, which labeled it as “Old Charter” upon 
the Burns order (p. 240, Q29; p. 244, Q53; pp. 522-523; 
pp. 660-663; p. 689). The Burns group also bought bar¬ 
reled “Old Charter” which had been acquired by Stitzel, 
and had this bottled as “Old Charter”, and sold and de¬ 
livered “Old Charter” prior to repeal, to W & T’s old cus¬ 
tomers (p. 245, Qs. 56, 61, 64, 67). Burns got full access 
to the records of W & T (p. 242, Q46). Taylor testified to 
the transfer of W & T’s good-will to Subsidiary (p. 367, 
RXQs. 498-499). Other testimony showing the “Old 
Charter” activities of the Burns group is at pages 246- 
247; pages 254-255, delivery of the whiskey shown at pages 
701-702. It was impossible to get W & T’s permit to deliver 
whiskey, prior to repeal (p. 250, Q86). The Burns group 
operated legally by selling the “Old Charter” warehouse 
receipts, which gave title to the whiskey, so that W & T 
could make delivery (p. 275, RDQs. 555-557; p. 277, RDQs. 
585, 594; p. 452, Qs. 274-275; pp. 476-477). W & T’s rec¬ 
ords showed the ownership of the whiskey in the Burns 
group (p. 465, Q9). When the Burns group sold “Old 
Charter”, it paid taxes and storage charges, and W & T 
credited the sale (p. 454, Q305). Burns immediately tried 
to secure public financing through a banking syndicate to 
build a distillery to continue “Old Charter” (p. 247). 

The banking syndicate wanted a new transferee, namely, 
Wright & Taylor Distilling Corporation, to take over the 
business, marks, and good-will which had been previously 



0 


assigned by W & T on July 18, 1933, for the purpose of 
public financing. This was done by a transfer agreement of 
September 30, 1933 (pp. 616-626) and three agreements of 
October 2, 1933 (pp. 627-642). Previously Distillers had 
paid for the 1,600 barrels of “Old Charter” and Required 
full title thereto (p. 668). In order to lessen the Required 
public financing, Distillers retained title to the regaining 
bottled “Old Charter” (p. 247), and it sold the barreled 
“Old Charter” to the transferee (p. 628, par. (ii)^, which 
was also made the exclusive sales agent for the bottled 
“Old Charter”, page 623(h). In the three agreements of 
October 2, 1933, Subsidiary assigned the mark, tjusiness 
and good-will to the transferee (pp. 634-637); Distillers as¬ 
signed its title to the foregoing, if any, page 628, par. (i); 
and W & T, for additional consideration (p. 639, last six 
lines) assigned its title to the foregoing, if any (pp. 638- 
642), and W & T specifically agreed to go out of the whis¬ 
key business, save to distil the 411 additional barrels of 
“Old Charter” (p. 641, par. 2). The sum of $300,000.00 
was paid into transferee's treasury, and Bullitt became its 
president (p. 270, XQ417). Bullitt purchased land ^nd se¬ 
cured plans for a distillery for the transferee (p. 296, 
Q198). He applied for a distillery license which wa| prom¬ 
ised, but then refused, so that public financing eoulci not be 
secured (p. 473, Qs. 68-70). 

The transferee therefore sold the 1,600 barrels cjf “Old 
Charter” and the mark, business and good-will to Bernheim 
Distilling Company, hereinafter designated as “Beriiheim”, 
on December 15, 1933 (p. 474, Q73; see instruments at pp. 
643-649). Bernheim sold some of the barreled “Ol^i Char¬ 
ter”, prior to December 31, 1933 (pp. 527-529; p. ^19, Qs. 
16-21). On December 15,1933 Bernheim had two operating 
distilleries (p. 419, Qs. 23-24). Bernheim did not ljuy the 
remaining bottled “Old Charter” because it had no sales 
organization, only 10 days after repeal, to sell bottled goods 
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therefore an adverse party, irrespective of other considera¬ 
tions. 

The complaint (pp. 2-7) prayed (p. 7) for an injunction 
restraining the cancellation of ‘‘Old Charter”, or as an 
alternative, for judgment declaring its validity. It did not 
seek the cancellation of “Charter Oak”. At the trial, the 
Commissioner stated that no injunction was necessary, and 
that a declaration would be sufficient (p. 70, fol. 37) so that 
no injunction was issued. In addition to holding that he 
would cancel the “Old Charter” registration, even if plain¬ 
tiff had proved its chain of title, the Commissioner took an 
adverse position throughout. He filed an answer which 
opposed the issues (pp. 11-12) and his counsel partici¬ 
pated in the trial. 

At the trial, Continental further waived the unpleaded 
issues, save priority and jurisdiction, page 63, folio 27; page 
65, folio 31, where Continental conceded that trade-mark 
and good-will could be sold without physical assets; page 
67, folio 33, where Continental conceded that the only issue 
was “what went on prior to 1933”, and that the vital date 
was 1933; page 67, folio 34, where no attempt was made to 
amend the answer to plead fraud or abandonment of “Old 
Charter”; page 68, where Continental amended its answer 
(see p. 22) only to plead plaintiff’s laches in attacking the 
“Charter Oak” registration, which the complaint does not 
seek to invalidate; page 98, folios 76-77, where the Court 
said, without any objection from Continental, that the only 
issue was whether W & T conveyed good title by mesne 
conveyance to Bernheim; page 114, where Continental con¬ 
ceded that temporary non-use without intent to abandon, 
did not destroy trade-mark rights. 

The Commissioner has taken no appeal. 
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Statutes and Rules Cited. 

Statutes. 

Federal Alcohol Administration Act, 27 U. S. C. 209(e); 
Act of August 29, 1935, ch. 814, Sec. 5, 49 Stat. 981, ikfra, 
page 39. 

R. S. 4915 (35 U. S. C. 63); Act of February 9, 18^3, c. 
74, Sec. 9, 27 Stat. 436; March 2, 1927, c. 273, Sec. 11, 44 
Stat. 1336; March 2, 1929, c. 488, Sec. 2(b), 45 Stat. 1476; 
August 5, 1939, c. 451, Sec. 4, 53 Stat 1212, infra, page 42. 

35 U. S. C. 72a; March 3,1927, c. 364, 44 Stat. 1394; June 
25, 1936, c. 804, 49 Stat. 1921, infra, page 44. 

Trade-Mark Act of February 20, 1905. 

Sec. 1, 15 U. S. C. 81, 33 Stat. 724, infra, page 44. 

Sec. 2,15 U. S. C. 82, 33 Stat. 724, infra, page 46. 

Sec. 5, 15 U. S. C. 85, 33 Stat. 724, infra, page 47. 

Sec. 13,15 U. S. C. 93, 33 Stat. 728, infra, page 49. j 

Sec. 25, 15 U. S. C. 104, 33 Stat. 730, infra, page 50. 

Sec. 26, 15 U. S. C. 105, 33 Stat. 730, infra, page 50. 

Patent Statute. 

35 U. S. C. 6, Act of February 14,1930, c. 552, Sec. 12, 32 
Stat. 830, infra, page 50. 

Rules of Civil Procedure. 

No. 8(c), infra, page 51. 

No. 9(b), infra, page 33. 

No. 12(h), infra, page 51. 

No. 17(a), infra, page 52. 

No. 41(b), infra, page 52. 
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Patent Office Rules. 

Xo. 5S, infra , page 53. 

Summary of Argument. 

1. This action under R. S. 4915 (infra, p. 42) was 
properly brought by plaintiff, as the real party in interest, 
because it has the legal title. 

2. The Commissioner could have been sued alone, as 
sole adverse party, to enjoin him from performing an 
official act, namely, the cancellation of a registration. 

3. The Commissioner made himself an adverse party, 
as a matter of law, by ruling that he would cancel the regis¬ 
tration even if plaintiff proved priority, and even if Conti¬ 
nental could not prevail under Sec. 13 of the Trade-Mark 
Act. He also made himself an adverse party, even if he 
were not an adverse party as a matter of law, by filing an 
answer which opposed the issues of the complaint, and by 
participating in the trial. 

I 

4. Continental was properly served under 35 U. S. C. 
72a because the Commissioner was an adverse party as a 
matter of law and also by his opposition herein. The com¬ 
plaint asserts a single remedy, namely, to prevent the can¬ 
cellation of “OLD CHARTER”. Asking for alternative 
forms of relief under Rule 8(c), does not change the situ¬ 
ation. 

5. 4 4 OLD CHARTER ’ ’ was not abandoned on July 18th, 
1933 merely because it was assigned to Distillers without 
good-will. On the same day and as party of the same trans¬ 
action, title to the mark and good-will were assigned to 
Subsidiary and it is clear that this was the intention. This 
is an action in equity de novo , not merely an appeal. In 
equity, Distillers owned all the asserts of Subsidiary as 



equitable owner, so that there was no splitting of 
and trade-mark. 

6. There was no abandonment, merely because Sub¬ 

sidiary did not have a distillery or sell whiskey between 
July 18th, 1933 and October 2nd, 1933, prior to repeal on 
December 5th, 1933. j 

7. Bernheim and its successors did not abandon the 
mark by waiting until June, 1937 to accumulate mature 
whiskey before selling “OLD CHARTER”. 

8. In view of the conceded confusing similarity between 
“OLD CHARTERS and “CHARTER OAK”, Continental 
could not acquire any adverse rights in November, 1933 by 
reason of its claimed use, under Sec. 13 of the Tra^e-Mark 
Act. Only the true common law owner can register br claim 
injury in a case which involves a technical trade-^nark as 
distinguished from a ten-year mark or a descriptive mark. 



9. In this action de novo in equity, Continental had to 
prove actual adverse sales of “CHARTER OAK”, at the 
time the complaint was filed, in view of its failure to show 
the grant and use of a label permit. 

10. Under common law and the statute, Bernheim could 
rely on the use of its predecessors and also its sale of bar¬ 
reled “OLD CHARTER” in 1933 {supra, p. 5) to register 
“OLD CHARTER”. In any event, its registration can be 
attached for fraud or illegality, only in a direct suit brought 
by the government. It is not a ground under Sec. l[3 of the 
Trade-Mark Act. 

11. By failure to plead and by waiver at the triajl. Conti¬ 
nental has waived every issue, even including abancjonment, 
save the validity of the mesne conveyances, whose authen¬ 
ticity is undisputed, and the issue of jurisdiction. 

12. Since the Commissioner has taken no appeal, the 
judgment is binding upon him, and the “OLD CHAPTER” 
registration cannot be cancelled. 
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Plaintiff Had the Right to File This Suit. 

Wesson v. Galef, 286 Fed. 621. 

Plaintiff filed suit for injunction in an unfair compe¬ 
tition case. Defendant moved to dismiss for lack of indis¬ 
pensable plaintiffs. In granting the injunction, the Court 
said: 

p. 623: 

“where the right sued upon is legal, the holder of 
the entire legal title is the only necessary plaintiff. 
Since no one else can sue afterwards the defendant 
is protected by the judgment or decree, and that is 
the only concern he can have.” 

R. S. 4915 {infra, p. 42) provides that the defeated 
Patent Office party shall file the “4915” suit. 

Hence plaintiff had the right to sue under Rule 17(a) 
{infra, p. 52). Even if Schenley should be a plaintiff, it 
can be joined upon remand (Brown v. Cristman, 75 App. 
D. C. 203, 126 F. (2d) 625). There is no failure of indis¬ 
pensable defendant. 

It is immaterial that plaintiff was operated financially 
as a subsidiary of Schenley. As later stated {infra, p. 17), 
Schenley is the equitable owner of plaintiff’s assets. It 
would even be immaterial if other Schenley subsidiaries 
bottled and put out “Old Charter”. 

Keebler Weyl Baking Co. v. J. S. Ivins Son Inc., 
7 F. Supp. 211. 

Plaintiff, a subsidiary of a parent company, allowed 
other subsidiaries to use plaintiff’s mark. 

“I can see no imposition upon the public, no 
abandonment, and no other element which impairs 
a trade-mark right * * 


The Commissioner Could Have Been Si^ed 
Alone, As Sole Adverse Party. 

U. S. ex rel. Baldwin Co. v. Robertson, 265 Uj. S. 168; 
Alexandrine v. Coe, 63 App. D. C. 227, 71 F. (2d) 348, in 
which the successful Patent Office party did not intervene; 
Speed Products Inc. v. Tinnerman Products Co., 83 App. 

D. C. _, 171 F. (2d) 727; Barron-Gray Packing Co. v. 

Kingsland, 83 App. D. C._, 171 F. (2d) 576. 

When suit is brought to prevent a governmental officer 
from performing an official act, 

1 ‘he should have been made a party defendant—the 
principal one—” (Gnerich v. Rutter, 265 Ui. S. 388). 

Even when a ‘ 4 4915” suit is based upon an o 
and no injunction is sought, the Commissioner ca 
alone, as an adverse party who represents the public in¬ 
terest (Speed Products Co. Inc. v. Tinnerman Products 
Inc., 83 App. D. C_, 171 F. (2d) 727; Barron-Glray Pack¬ 
ing Co. v. Kingsland, 83 App. D. C._, 171 F. (2d) 576). 

Adverse parties have been defined as followsi: 

* 4 4 They must be opposite parties to an issue be¬ 
tween them. The issue must be proffered by one 
and controverted by the other.” (Pe4rlman v. 
Truppo, 10 N. J. Misc. 477, 159 A. 623; jBakula v. 

Schwab, 167 Wise. 546, 168 N. W. 378.) 

* 

It is not necessary that the opposing party should have 
a financial or other interest to make him an adverse party. 

I 

I 

Continental has not cited in its favor any “4915” case 
in which an injunction was sought against the Commis¬ 
sioner. When a “4915” suit involves an opposition or in¬ 
terference, the Commissioner is merely authorized to grant 


^position, 
n be sued 
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a patent or registration to the successful party, and the 
Commissioner has the right to refuse the grant because of 
a new reference. (Jeffrey Co. v. Kingsland, 77 F. Supp. 
617; Krasnow v. Bender, 170 F. (2d) 560, 565.) An action 
for an injunction to restrain the cancellation of a granted 
registration is in an entirely different class. 

In Coe v. Hobart, and Jax v. Voe, overruled in Speed 
v. Tinnerman and Barron-Gray Co. v. Kingsland, the Court 
applied the doctrine of forum non conveniens , because it 
was sought to sue residents of Illinois and Florida. In the 
instant case, Continental is a Delaware corporation, and 
it never raised this point. Also, in the Jax case, it was 
sought to cancel the registration of the successful Patent 
Office party. In Barron-Gray Packing Co. v. Kingsland, 
it was expressly held that the successful Patent Office party 
was not an indispensable party in a “4915” suit. 


Continental Was Properly Served Under 35 U. S. C. 

72a {infra, p. 44). 

The prayer for relief is merely alternative (p. 7). The 
injunction could only be granted if plaintiff had tke rights 
specified in “B” at page 7. In suing a governmental officer 
to restrain his official act, it is well settled to grant a decla¬ 
ration instead of an injunction. (Redlands Foothill Groves 
v. Jacobs, 30 F. Supp. 995,1008.) 

‘ 4 Remedy ’ ’ is not 11 relief ’ ’. Remedy is, 

“the means employed to enforce a right, or redress 
an injury.” (Knapp v. McCaffrey, 177 U. S. 638.) 


i 





15 




The Commissioner is clearly an adverse party ip. a suit 
where it is sought to restrain his official act (Gnbrich v. 
Rutter, supra, p. 13). In the companion case )jetween 
plaintiff and Continental (Old Charter Distillery C4- Inc. v. 
Continental Distilling Corp., 59 F. Supp. 528), it w;as said, 

‘‘some support may be found in Alexandrin^ v. Coe, 
63 App. D. C. 227, 71 F. (2d) 348, that the Commis¬ 
sioner is likewise an adverse party.” 

Continental, 

“is in every sense an adverse party within Section 
4915.” (Speed Products Co. Inc. v. Tinneiiman, 73 
U. S. P. Q. 181,182.) 

The Commissioner is clearly an adverse party under the 
definition stated at page 13 herein, and also becausje he can 
be sued alone, even in an opposition. Also, he made himself 
an adverse party by actively contesting, instead of notifying 
Continental that he would not defend. In such case, he 
could compel Continental to intervene and defend, and the 
Commissioner could file a bill of interpleader and become a 
neutral party. (Liberty Oil Co. v. Condon Bank, 260 U. S. 
235; State of Texas v. State of Florida, 306 U. S. 398.) The 
reasoning in Barron-Gray v. Kingsland directly applies. 
If plaintiff sued defendant in the District of Delaware, 
defendant would urge that the judgment could not enjoin 
the non-resident Commissioner, and thus deny jurisdiction. 
If defendant sued the Commissioner alone, he wotjld argue 
that Continental was an indispensable party. The answer 
is that each is an adverse party, and that all issues should 
be determined in a single “4915” suit. 


i 
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The Marie Was Not Abandoned By the Agree¬ 
ments of July 18, 1933 or Because Subsidiary 
Had No Distillery and Sold No Whiskey. 
There Was No Subsequent Abandonment. 

i 

The agreements of July 18, 1933 were one transaction 
and it is clear that Subsidiary was the intended assignee of 
the mark and good-will, as also clearly evidenced by the 
later agreements of October 2,1933. 

Allen v. Walker & Gibson, 235 Fed. 230. 

The trade-mark owner assigned his mark, without good¬ 
will to his wife. Shortly thereafter, the wife assigned the 
mark to a corporation, to which the owner then assigned 
his good-will. Hence, there was a temporary severance of 
trade-mark and good-will, which Continental contends ex¬ 
isted here in July, 1933. The corporation was held to have 
title to the mark and good-will. 

“it seems to have been all part of one transaction.” 

l 

Under K. S. 4915, this is an original action in equity, 
“and the issues therein are tried de novo” (Globe-Union 
Inc. v. Chicago Co., 103 F. 722, C. C. A. 7). 

In a “4915” suit, the Court applies general law, not the 
administrative law of the Patent Office, from which general 
principles of law and equity are excluded by the self-im¬ 
posed limitation of the Court of Customs and Patent Ap¬ 
peals, as stated in B. F. Goodrich Co. v. Kenilworth Mfg. 
Co., 40 F. (2d) 121, 122, C. C. P. A. 

Thus, registration may be denied in a “4915” suit to 
the prior user, because of laches, contrary to Patent Office 
practice, and the issues are the same in a “4915” suit as 
if an infringement suit were involved. 





Old Lexington Club Distillery Co. v. Kentucky 
Distilleries & Warehouse Co., 234 F. ^64, aff. 
on the opinion of the District Court in 247 F. 
1005, C. C. A. 3. 

234 F. 468: 


“If the same principles are applicable to an ac¬ 
tion of this kind as would be applicable to a suit by 
the present plaintiff to enjoin the use by the defen¬ 
dant of the words ‘Lexington Club’ I think that de¬ 
fendant’s contention would be sound.” 

234 F. 470: j 

“it would seem ridiculous for a court to direct the 
registration of a trade-mark over the opposition of 
another, when, under the facts presented, ii would 
not permit the owner of the trade-mark the exclusive 
right to use the same as against the other.” 

Similarly, it would be ridiculous to cancel! “OLD 
CHARTER”, leaving Continental the prima facie owner 
of a registration for substantially the same mark, to which 
it has no title. 


The fact that Subsidiary and Transferee did pot sell 
whiskey, to which they had legal title, during the short 
period of July-December, 1933, is immaterial. Ill Wood¬ 
ward v. White Satin Mills Corp., 42 F. (2d) 987, C. A. 
8, it was held that the purchaser of the registered marks 
and good-will of a bankrupt could validly assign these 
rights, without having gone into business in the interim. 

In equity, Distillers owned all the assets of its Sub¬ 
sidiary, and there is no distinction between them| (Berl 
v. Crutcher, 60 F. (2d) 440, C. C. A. 5; Socony-Vaehum Oil 
Co. v. Sheehan, 50 F. Supp. 1010, appeal dismissed 144 F. 
(2d) 252.) 

“Courts of equity will look behind a corporate 
fiction, and if it clearly appears that one corporation 
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is merely a creature of another, the latter holding all 
the stock of the former, thereby controlling it as 
effectively as it does itself, it will be treated as the 
practical owner of the corporation, when necessary 
for the purpose of doing justice.” (Federal Trade 
Commissioner v. Thatcher Co., 5 F. (2d) 615, 621, 
C. C. A. 3.) 

Hence, the sales of “Old Charter” by Distillers had the 
same effect as sales by Subsidiary. In equity, there was 
never any splitting of good-will or trade-mark rights or 
business. 

The value of good-will, 

“consists in the probability that customers of the old 
firm will continue to be customers of the new.” 
(Potter & Co. v. Wait, 15 Ky. Law Reports 60; cited 
and followed in Johnson v. Stumbo, 277 Ky. 301, 126 
S. W. (2d) 165, which also held that the assignor of 
the good-will could not compete with his assignee.) 

i 

Since the agreements of July 18, 1933 were a common 
law assignment of good-will by a Kentucky corporation of 
a Kentucky business, the above applies. These Kentucky 
cases state the general rule. (Burke v. Canfield, 74 App. 
D. C. 6, 121 F. (2d) 877; Mutual Life Ins. Co. v. Menin, 

115 F. (2d) 975, C. C. A. 2.) 

% 

The common law assignment of trade-mark and good¬ 
will is exhaustively discussed in Ph. Schneider Brewing Co. 
v. Century Distilling Co., 107 F. (2d) 699, C. C. A. 10, where 
a liquor mark was involved, and it was held that non-use 
during the entire period of prohibition did not destroy the 
good-will of a liquor mark, and that a trade-mark owner 
need not be a manufacturer, and that the mark could be 
assigned without physical assets. In the cases therein cited, 
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it was held sufficient if the assignee got, without physical 
assets, 

“the right to carry on the business” (Tennant v. 
Dunlop, 97 Va. 33 S. E. 620). 

“the right to make or sell the commodity which it 
distinguishes or identifies.” (U. S. Ozone Co. v. 
U. S. Ozone Co. of America, 62 F. (2d) 381, 885, 
C. C. A. 7.) 

As above noted {supra, p. 4), Bemheim sold tl^e Burns 
group 1,000 cases of whiskey which were labeled “Old 
Charter” on the Burns’ order, and which were sole} as “Old 
Charter”. As stated in the “Ph. Schneider case”, and 
also in Charles Broadway Rouss Inc. v. Winchester Co., 
300 F. 706, 722-723, C. C. A. 2, a dealer for whom the goods 
are manufactured can have a valid trade-mark. 

Since common-law trade-mark and good-will are intangi¬ 
bles, “Old Charter” was not abandoned by a transfer in 
October, 1933 to a corporation which was to be| publicly 
financed, even though the transferee, which got thej barreled 
“Old Charter”, did not get the bottled whiskey, knd even 
though W & T repurchased the right to the remaining 
bottled whiskey in 1934. 

Godillot v. American Grocery Co., 71 jFed. 873. 

Thurber-Wvland owned a trade-mark, and a stock of 
goods which bore the mark. Its receivers first sold the 
mark and good-will to plaintiff, and subsequently sold the 
trade-marked goods to defendant’s assignor. Defendant 
began to apply the mark to new goods. At page 876, in re¬ 
ferring to defendant’s claim of trade-mark right, fhe Court 
said, after referring to the prior sale of the ma)rk by the 
receivers, 

“When they subsequently sold the stock of goods 
of the concern, they had no right or title in or to the 
trade-mark, and they did not attempt to invest their 
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vendee with such supposed license. Of course, the 
purchaser of the goods acquired the right to sell 
those particular goods with the marks they bore,” 

The same applies to the assignment to Bernheim and 
the delay for the purpose of accumulating mature whiskey. 

Mathy v. The Republic Metalware Co., 35 App. 

D. C. 151. 

This held that abandonment of a trade-mark was an 
affirmative defense which required “strict proof”. 

j 

“Abandonment being in the nature of a for¬ 
feiture, it is incumbent upon the person alleging it 
to prove by clear and convincing evidence that the 
right claimed has been relinquished. The question 
of abandonment must be decided by the facts in each 
particular case, but a mark will never be held aban¬ 
doned unless a clear intention to do so appears.” 

The temporary non-use of a mark because of business 
conditions or statute is never an abandonment. (Universal 
Candy Co. v. Morse, 54 App. D. C. 388, 298 F. 847; Katz 
Co. v. Corticelli, 58 App. D. C. 2S6; 29 F. (2d) 874; The 
George Washington Law Review, Vol. 2, p. 421; Beech-Nut 
Packing Co. v. P. Lorillard Co., 273 U. S. 629.) Mere non¬ 
use must continue until the “associative significance” has 
disappeared (Interstate Distilleries Inc. v. Sherwood, 173 
Md. 173, 195 A. 387), or until there is “disappearance of 
significance in the minds of the public” (Pecheur Lozenge 
Co. v. National Candy Co., 122 F. (2d) 319, C. C. A. 3). On 
this point. Continental has failed to offer any proof, much 
less “strict proof”. 

Bass, Ratcliff & Gretton v. Windsor Ale Co., 23 Trade 
Mark Reporter 49, not elsewhere reported, decided in the 
District Court for the Northern District of Illinois, per 
Judge Wilkerson, on December 2, 1932, prior to repeal on 
December 5, 1933. 




I 
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i 

I 

i 
I 

Plaintiff owned “Bass’’ for ale. It had used “Bass” 
since 1858. Defendant sold a non-alcoholic “B^,ss” bev¬ 
erage. In granting an injunction, the Court said: 

“8. That notwithstanding the fact that plaintiff 
has not been able to sell its ale in the United 
States since 1919, the trade-mark Bass and the 
distinctive label, throughout the United States 
and in the city of Chicago at the present time, 
are well known and have an existing good repu¬ 
tation. 

“9. It is plaintiff’s intention to resume the sale of 
its ale in the United States as soon as permitted 
by law.” 

Also, see Arthur Guinness, Son & Co. v. olcar Von 
Bernuth Inc., 14 F. Supp. 210, decided March 8,1923, which 
enjoined the use of plaintiff’s mark for stout on aj malt ex¬ 
tract, even though prohibition prevented the sale of plain¬ 
tiff’s product. Subsidiary and the Transferee intended to 
build a distillery to continue “Old Charter”. I^i Decem¬ 
ber, 1933, Bernheim had two distilleries and beg^n to ac¬ 
cumulate mature whiskey to maintain the assigned] business 
and mark. 

Even though new “Old Charter” was not s^>ld until 
June, 1937, Continental could not get any adverse rights 
because it had no label permit as late as April, 1939 (pp. 
728-729) and its first permit was issued on July 20, 1939 
(pp. 543-544). This rebuts any prima facie evidence of use 
of “Charter Oak” which may arise from its 1934 registra¬ 
tion. 

I 

I 

“As long as the first appropriator is losing the 

mark, the second acquires no property right jherein.” 

(Mayer Co. v. Virginia-Carolina Co., 35 App. D. C. 

425.) 
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The Right to Register Is Governed Wholly 
By Common Law. Only the Common Law 
Owner Can Register. 

Phillips v. Hudnut, 49 App. D. C. 247, 263 F. 643. 

j 

“The right to a trade-mark exists independently 
of statute. Registration simply constitutes prima 
facie evidence that the registrant is entitled to the 
mark.” 

U. S. Ozone Co. v. U. S. Ozone Co. of America, 
62 F. (2d) 881, C. C. A. 7. 

It was held that the Act, 

“without changing the substantive law, provides for 
the registration of marks used in interstate or for¬ 
eign commerce which, without statute, would be en¬ 
titled to legal and equitable protection.” 

In re Sawyer Co., 144 F. (2d) 893, C. C. P. A. 

“The Trade-Mark Registration Act adds nothing 
to or takes nothing from the common law rights re¬ 
lating to trade-mark ownership and use.” 

American Trading Co. v. H. E. Keaeock Co., 285 
U. S. 247, 256. 

“the Congress, by virtue of the commerce clause, has 
no power to legislate upon the substantive law of 
trade-marks,” 

Sufficient title is shown in Continental bv W & T’s 

i 

failure to object to Bernheim’s title (Francis H. Leggett & 
Co. v. Rutzler, 52 App. D. C. 274; 285 F. 1008) whatever 
Mr. Taylor may have said in a suit between different par¬ 
ties. Such statements cannot nullify the written instru¬ 
ments (The Waterproofing Co. v. Hvdrolithic Cement Co., 
13S X. Y. Supp. 265). 
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Bemheim’s Registration Was Not Illegal or 
Fraudulent. This Issue Can Be Raised Only 
in a Suit Filed By the Government. 

I 

As previously noted ( supra , p. 5), the Patent Office 
testimony showed sales by Bernheim of barreled “Old 
Charter” in 1933, prior to its application date. The Patent 
Office testimony was received without objection (pi 90) and 
the stipulation at page 108 did not expunge any part of this 
testimony. It merely stated that Bernheim and plaintiff 
did not use “Old Charter” on new whiskey until Jijme, 1937. 
Continental incorrectly interprets this stipulation, which 
must be very clear in favor of the party who attempts to use 
it contrary to the admitted testimony. (Sanford rs Estate 
v. Commissioner, 308 U. S. 39, also holding that law cannot 
be stipulated.) Continental failed to prove that pernheim 
did not affix an “Old Charter” label to this barreled whis¬ 
key. The registration (p. 653) is for the mark, pot for a 
style of label. Bernheim had the right to print bottle labels, 
in anticipation of its bottling permit. 

i 

A sale in barrels is effective under the statute. It is not 
necessary that the goods be sold to the general public. 
Many trade-marked products are sold in bulk to the trade, 
to be used for making other products, so that th^ mark is 
not displayed to retail purchasers. In Rice-Stix Baer Co. 
v. Schwarzenbach Huber Co., 47 App. D. C. 249, it was held 
sufficient to ship piece goods to the trade in paper wrappers, 
on which the mark was made by a pencil, so that the retail 
purchaser of a yard of the piece goods never saw the trade¬ 
mark. “A single sale, with accompanying circumstances 
showing an intention to continue the use, satisfies the law.” 
(Worden v. Cannaliato, 52 App. D. C. 254, 285 F. 088.) 

Irrespective of the sale of barreled “Old Charter” by 
Bernheim prior to its application date of October 27 ; 1934, 
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it was the common law owner on that date and could rely 
on use by its predecessors. Whenever the statute refers 
to use by an applicant, it necessarily includes use by ap¬ 
plicant’s privies, including its predecessors in title and 
affiliates. 

The statute does not expressly refer to a predecessor 
in title or an affiliate of an applicant or registrant, but it 
has always been held that such applicant or registrant may 
rely on rights based upon use by a predecessor or affiliate, 
and this must be read into the statute and the Rules of the 

Patent Office. 

! 

Henderson v. Peter Henderson & Co., 9 F. (2d) 
787, C. C. A. 7. 

Plaintiff’s registration stated use for 40 years, whereas, 

p. 7S9: 

“part of the time the use was by the two preceding 
partnerships. We do not think a registration other¬ 
wise good should be defeated by so strained a con¬ 
struction of the statute; 

“the required statutory exclusiveness would be ex¬ 
clusiveness respecting all those, whether one or more, 
who used it within the statutory time, and whose 
title had passed to the registrant.” 

Selchow & Righter Co. v. Western Printing & 
Lithographing Co., 47 F. Supp. 322, aff. 142 F. 
(2d) 707, C. C. A. 7. 

Plaintiff relied upon a ten-year registration by Essanar 
which included an oath that nobody else had the right to 
use the mark. The evidence showed that plaintiff, not 
Essanar, had the exclusive right under a license from 
Essanar to use the mark at the time the ten-year registra¬ 
tion was filed. The contention of fraud was overruled. 
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47 F. Supp. 324: 

1 ‘Therefore, the stockholders of the two companies 
(licensor and licensee) were the same, although there 
was some slight difference in stock holdings. There 
was in fact a substantial identity of interests.’’ 

The Circuit Court of Appeals expressly approved of 
this ruling. (142 F. (2d) 708.) 


The requirements as to “use” in the statutp, merely 
means that there must have been at least one sale in inter¬ 
state commerce, at any time prior to filing the application, 
in order to confer federal jurisdiction. Such sale can be 
made by the applicant’s predecessor. 

Macaulay v. Malt-Diastase Company, 55 App. 

D. C. 277, 4 F. (2d) 944. 

This was an interference. While Macaulay proved prior 
use in intrastate commerce, Malt Co. proved firtst use in 
interstate commerce. The registration was granted to 
Macaulay. 

“The ownership of a trade-mark is based solely 
upon adoption and use; whether it be in interstate 
commerce or intrastate commerce. 

“The property right to the mark beiiig in Ma¬ 
caulay, it is clear, we think, that no such rjght could 
be acquired by the Malt Company. There being no 
ownership of the mark in the Malt Company, it is 
not in a position to interfere in any way with its use 
by Macaulay; it cannot be damaged by such use; it 
could not enjoin such use; and upon what logical 
theory could it be placed in a position to interfere 
with Macaulay’s use through the mere act of regis¬ 
tration. The statement of the proposition refutes 
itself. The Malt Company, not being an owner of 
the mark, is not entitled, under any theory <jf the law, 
to registration.” 
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“In section 1 of the Trade-Mark Act, it provides 
that the owner of a mark used in interstate commerce 
may register such mark. Ownership is a condition 
precedent to registration, while use in interstate 
commerce is essential to confer upon Congress con¬ 
stitutional jurisdiction over the subject matter of 
the act. Trade-Mark Cases, supra. This use, how^ 
ever, may have occurred at any time prior to the 
filing of the application, regardless of the date of 
original adoption and use. It follows, therefore, that 
only the owner of a trade-mark may register it, and 
that while the owner must show that the mark has 
been used*on goods in interstate commerce, such use 
may be shown to have occurred at any time prior to 
the application for registration.—The party tres¬ 
passing upon the rights of an owner of a trade-mark, 
and using the mark in interstate commerce acquires 
no right thereby to registration.” (Emphasis sup¬ 
plied.) 

It is clear that W & T made sales in interstate commerce. 
Pages 671-673 show sales to Illinois and New York in 1932- 
1933. Page 675 shows a sale by Distillers, using W & T’s 
permit, to Illinois, on October 6, 1933. 

Sec. 1 of the Act (infra, p. 44) states that “The owner” 
may register, and that the application shall include, “a 
statement—of the length of time during which the trade¬ 
mark has been used”, without requiring personal use by an 
assignee who is “The owner”. 

Sec. 2 of the Act (infra, p. 46) requires that the decla¬ 
ration shall state, 

“that such trade-mark is used in commerce”. 

Again, this does not require personal use by the assignee 
subsequent to the assignment. In view of Macaulay v. Malt- 
Diastase Co., it merely requires use in interstate commerce 
by Bernheim’s predecessors, at any time prior to October 
27, 1934. 
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The pertinent part of Sec. 13 of the Act {infra, p. 49), 
which states the only grounds for cancellation on petition 
by a private party is, 

“whenever any person shall deem himself ihjured by 
the registration of a trade-mark in the Patent Office 
he may at any time apply to the Commissioner of 
Patents to cancel the registration thereof.^-If it ap¬ 
pear after a hearing—that the registrant^ was not 
entitled to the use of the mark at the date of his 
application for registration thereof, or that the mark 
is not used by the registrant, or has been abandoned 
—the commissioner shall cancel the registration.” 


Rule 58 of the Patent Office {infra, p. 53) follows Sec. 
13 verbatim. 


Hence the sole issue herein, since it appeals clearly 
that there was no abandonment after registration, is 
whether Bernheim was “entitled” exclusively to use “Old 
Charter” when it filed its application, even though it had 
made no personal use thereof between December 15, 1933, 
and its application date of October 27, 1934. jAs stated 
herein {infra, pp. 29-30), “entitle to the use” refers to right 
of exclusive use or trade-mark right at the d^te of ap¬ 
plication. 


Where the issue in a cancellation is the registration of 


as distin- 
mark, the 


a technical trade-mark valid at common law, 
guished from a ten-year mark or a descriptive 
petitioner must prove common law title, to qualify as an 
injured party. This is stated in Macaulay v. Malt Co. 
{supra, p. 25). j 


Standard Brewery Company v. Interbi)ro Brew¬ 
ing Co. Inc., 44 App. D. C. 193. 


As appears from the decision, and also from the de¬ 
cision of the Commissioner (115 Ms. Dec. 241, 5 Trade Mark 
Reporter 108), petitioner was using the technical registered 
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mark it sought to cancel, and registrant had sued peti¬ 
tioner for infringement of the registered mark. The Com¬ 
missioner had ordered cancellation, because a third party 
was the prior user and had title to the mark. 

In reversing, the Court stated: 

“The Commissioner of Patents represents the 
public and where in due course an application has 
been granted and a trade-mark registered, the Com¬ 
missioner may assume that if any person has a su¬ 
perior right to the use of the mark he will invoke 
the provisions of section 13 of the Trade-Mark Act, 
to the end that the registration may be canceled. We 
do not think that a mere interloper may invoke its 
provisions.” 

It is therefore clear that the Commissioner has no statu¬ 
tory authority to cancel a registration for a technical trade¬ 
mark valid at common law, even when the evidence shows 
that the registration was illegally issued, unless the peti¬ 
tioner can prove exclusive common law title. 

Canterbury Candy Makers v. Brecht, 54 App. 

D. C. 82, 294 F. 1013. 

“As against the petitioner, the registrant has not 
an exclusive right to the mark. That is all we are 
concerned about in this proceeding. ’ ’ 

Continental cites the “Tabasco” case, E. Mcllhenny’s 
Son v. New Iberia Co., 34 App. D. C. 430. This involved 
Mcllhenny’s right to register the geographical and descrip¬ 
tive word “Tabasco” under the ten-year clause of Sec. 5 
{infra, p. 47). This Court merely held that in such case, 
the petitioner could prove any adverse use during the ten- 
year period. 

This Court referred to Sec. 5 of the Act, infra, page 47, 
which requires exclusive use of a geographical or descrip- 
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tive mark during the ten-year clause, as distinguished 
from the right to exclusive use of a technical m^rk valid 
at common law. Thus, in Selchow & Righter Co. v. Western 
Printing & Lithographing Co., 142 F. (2d) 707, C. C. A. 7, 
it was held (p. 709): 

“the only rights given to the owner of a mark regis¬ 
tered under the ten year clause which he did not 
have at common law are the right to institute suits 
for infringement in the federal courts irrespective of 
diversity of citizenship, and without the necessity of 
showing wrongful intent on the part of the defen¬ 
dant”. 

i 

i 

Therefore, in petitioning to cancel a ten-year mark, it 
is merely necessary for the petitioner to prove any ad¬ 
verse use by anybody during the ten-year period^ without 
claiming or proving exclusive common law title. 

The distinction between a common law technical mark 
and a ten-year mark is stated in Brooks Clothes v. Brooks 
Bros., 70 U. S. P. Q. 424, in which it was pointed out, dis¬ 
tinguishing from Standard v. Interboro, that in the case 
of a ten-year mark, the petitioner could prove adverse use 
by any party. If a descriptive mark has been injiproperly 
registered, the same rule applies, but not where it is sought 
to cancel a technical mark, and make the petitioner the 
record owner of something to which he has no exclusive 
title. 

Black’s “Law Dictionary” (1910) states: 

“Entitle. * * * a person is said to bfe entitled 
to property when he has a right to it.” 

The words “entitle to the use” have been defined as, 

“a right of exclusive use” (Pioneer Suspender Co. 
v. Louis Oppenheimer’s Sons, 1907 C. D. 144, 28 
O. G. 1293), 
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and also as 

“a supposed right to exclusive use.” 

“to obtain cancelation thereof if the registrant had 
no trade-mark right therein at the time of his ap¬ 
plication for registration” (Magic Curler Co. v. 
Porter, 1907 C. D. 163, 128 0. G. 2088). 

Continental cannot complain of Bernheim’s reliance on 
the use of its predecessors and its sale in bulk of “OLD 
CHARTER” barreled whiskey, because Continental has 
not been injured. 

Simmons Co. v. Cantor, 57 F. Supp. 992. 

Defendant urged a false oath, in that plaintiff’s registra¬ 
tion incorrectly alleged the first date of use. 

p. 996: 

“There is no evidence that defendants were in¬ 
jured by the alleged misstatement. The common law 
rights of the plaintiff to said mark are not affected; 
consequently, it follows that if there was a misstate¬ 
ment, neither in law nor equity does it preclude in- 

; junctive relief to the plaintiff.” 

Ignoring Patent Office Rule 58 (infra, p. 53), Continen¬ 
tal cites other rules of the Patent Office, in which “appli¬ 
cant” necessarily includes predecessors in title and affili¬ 
ates, and states that such rules have the force of law. Sec. 
26 of the Act (infra, p. 50) limits the power of the Com¬ 
missioner to make “rules not inconsistent with law”. Sec. 
26 is identical with the corresponding provision of the Pat¬ 
ent Statute, 35 U. S. C. 6 (infra, p. 50) wherein it has been 
held that the Commissioner cannot make law by rule (In re 
Kaisling, 44 F. (2d) 863; U. S. v. Allen, 192 U. S. 543). 
Also, the Patent Office Rules do not apply to an issued pat¬ 
ent, and hence do not apply to an issued registration. 
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Heller Bros. Co. v. Crucible Steel Co., 297 F. 39, 
C. C. A. 3. 

In refusing to invalidate a patent issued contrary to a 
Patent Office rule, the Court held that the rule, 

“has no bearing upon the question of validity of a 
patent when issued.” 

In any event, the Commissioner has no statutory au¬ 
thority to cancel a registration for a technical knark for 
fraud or illegality. His authority is limited, in a technical 
mark, to a case in which the petitioner proves adverse ex¬ 
clusive right. (Macaulay v. Malt Co., supra, p. 25; Stand¬ 
ard Co. v. Interboro Co., supra, p. 27.) 

Similarly, the Patent Statutes gives the Commissioner 
no authority to cancel an issued patent because of fraud or 
illegality, and this can be done only in a suit filed directly 
by the Government. 

“after a patent has been issued upon fraudulent mis¬ 
representations there is no procedure for Voiding or 
cancelling the same except a proceeding by the 
United States,”. (Eckert v. Braun, 155 F. (2d) 517, 
519, C. C. A. 7.) 

Plaintiff is not suing Continental upon tlje “OLD 
CHARTER” registration, and Continental is not suing 
plaintiff for damages for false registration. On(y Sec. 13 
of the Act applies. 

Continental Has Waived Every Issue, Save 
the Validity of the Conveyances of July, 
October, and December, 1933, and the Issue 

of Jurisdiction. 

This is an original action in equity. Under No. 8(c) of 
the Rules of Civil Procedure {infra, p. 51), Continental was 
required to plead all “AFFIRMATIVE DEFENSES,” in¬ 
cluding illegality and fraud. Abandonment is aji affirma- 
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tive defense (supra, p. 20). Under No. 12(h) of the Rules 
of Civil Procedure, all defenses and objections are waived 
unless made by motion prior to or at the trial, or by an¬ 
swer, save as to failure to state a claim and jurisdiction of 
the subject matter. 

i 

At the trial. Continental moved to dismiss solely under 
No. 41(b) of the Rules of Civil Procedure (p. 110, fol. 96). 

This did not comply with Rules 8(c) and 12(h). As 
stated in Moore’s “Federal Practice”, Vol. 1, page 661, all 
defenses and objections are waived if not made prior to the 
trial, | 

“with two exceptions: (1) the defense that no cause 
of action or the objection that no legal defense has 
been stated may be made as late as the trial; (2) a 
party may always suggest that the court lacks juris¬ 
diction of the subject matter, or the court may raise 
such objection on its own initiative.” 

Carter v. Powell, 104 F. (2d) 428, C. C. A. 5. 

Page 430: 

“The appellants therefore waived all defenses 
which they did not present by motion or answer, ex¬ 
cept failure to state a cause of action or lack of jur¬ 
isdiction of the subject matter.” 

i 

Carter v. Powell has been cited and followed in Troun- 
stine v. Bauer, Pogue & Co. Inc., 144 F. (2d) 397, C. C. A. 2. 

The issue of fraud is very different from an honest dif¬ 
ference of opinion as to statutory right. 

Buono v. Yankee Maid Dress Corp., 77 F. (2d) 
274, C. C. A. 2. 

In a patent suit, defendant claimed fraud because plain¬ 
tiff had marked its machine “patented” prior to issue of 
patent. 
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This defense was overruled at page 278, because of lack 
of “improper intent” and because “even if deliberate”, the 
only relief in the Patent Statute was an action for a penalty. 

Similarly, the only relief in the Trade-Mark Act for 
fraudulent registration is an action for damages j(Sec. 25, 
infra, p. 50), in which Continental would be compelled to 
prove exclusive common law title. 

Another issue in the Buono case was false oath, in that 

i 

the two applicants had sworn to and secured a joint pat¬ 
ent, whereas the defendant claimed that it was aj sole in¬ 
vention. As stated at page 278, the complaint ha<^ alleged 
joint invention, which the answer had denied. This denial 
was held insufficient to raise the required afjBrmative 
defense. 

p. 278: | 

“the statute did not mean a defendant to hold that 
defense in reserve as a surprise.” 

Rules 8 and 12 require the affirmative pleading required 
by statute in patent cases. 

Even the petition for cancellation and the Bill of Par¬ 
ticulars (pp. 173-183) did not raise the issue of fraud or 
illegality, as required by Rule 9(b), which states a 


“In all averments of fraud or mistake 
cumstances constituting fraud or mistake 
stated with particularity.” 


the cir- 
shall be 


Since the Commissioner Has Not Taken An 
Appeal the Judgment Binds Him. 

Swofford v. International Co., 72 App. ]}>. C. 223, 
113 F. (2d) 179. 

“a reversal in an appellate court redounds to the 
benefit of only those who have appealed. A^ to other 
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parties the original judgment is valid and enforce¬ 
able.” 

Also see, Smith v. American Asiatic Underwriters, 134 
F. (2d) 233, 235, C. C. A. 9. 

If there is no personal jurisdiction as to Continental, 
the action should be dismissed solely on this ground, only 
as to Continental. (James-Dickinson Co. v. Harry, 273 
U. S. 119, 122.) 

Reply to Continental’s Brief. 

Continental has not cited a single cancellation case in 
which a technical trade-mark was involved, and the issue 
was priority and exclusive ownership between the parties. 

Revere Paint Co. v. Twentieth Century Co., 150 
F. (2d) 135. 

This was an opposition. The opposer had no registra¬ 
tion. It was a mere vendee of the trade-marked articles, 
without any interest in the trade-mark or a registration. 
At page 138, the Court held that if the opposer had a regis¬ 
tration, even without any commercial business, it would 
have a legal right to oppose. 

Kelly Liquor Co. v. National Brokerage Co., 102 
F. (2d) 857. 

This was an interference. 

The appellant Kelly claimed priority by an assignment 
in 1934 of a liquor trade-mark which its predecessor had not 
used during prohibition, save for one sale in 1924. It was 
held that the mark had not been abandoned by reason of 
non-use during prohibition, but that the assignor could not 
assign the mark in 1934, because it had not used the mark 
subsequent to repeal, so that, in view of non-use from Janu¬ 
ary, 1920-December 5, 1933, its good-will was dormant and 
could not be assigned. In view of these facts, it was held 
immaterial that Kelly and its assignor had the same ma- 


I 
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jority stockholder. As to the assignor, the Court said 
that it, 

p. 861: | 

“did own the mark in December, 1933, and that, had 
it engaged in the liquor business within a reasonable 
time thereafter, such ownership would have entitled 
it to register the mark.” 

I 

It was also expressly held at page 861 that the fcourt did 
not rule that the assignment constituted an abandonment. 
Registration was denied to the appellee National, because 
of the priority of use of Kelly’s assignor. This decision is 
limited to a case in which there was no use for fourteen 
years. It is not general law and does not apply to ^ “4915” 
case. 

I 

The cases cited at page 24 of Continental’s biiief relate 
to a lack of an indispensable defendant. 

Motlow v. Oldetyme Distillers, 88 F. (^d) 732. 

This was an opposition. Appellant Motlow filed on July 
19, 1933, prior to repeal. He had not used his liquor mark 
during the entire period of prohibition. 

As appears at page 733, the Court held that Mbtlow had 
the “legal ownership of the mark” but held that he could 
not register because he had not used the mark for fourteen 
years. 

“the use, within the meaning of the statute, cannot 
relate back fourteen years to some previous use of 
the mark.” 

In view of the active and continuous sales of “OLD 
CHARTER” since 1874, this decision does not a^ply. 

Model Brassiere Co. v. Bromley Shepaird Co., 49 
F. (2d) 482. 






36 


This involved the descriptive mark ‘*Ensemble’’ for an 
ensemble garment. The petitioner did not claim title to the 
mark. A different rule applies where the issue is the exclu¬ 
sive ownership of a technical mark. 

The same applies to United Shoe Machinery Corp. v. 
Compo Shoe Machinery Corp., 56 F. (2d) 292. 

Penetrene Corp. v. Plough, 128 F. (2d) 591. 

i 

Each party had filed a cancellation against the other. 

Penetrene had an assignment of a registered mark from 
a predecessor, which was void because of lack of assign¬ 
ment of good-will. The Court held that each petition for 
cancellation should be granted, in view of this prior and 
non-assigned registration, because the marks of the parties, 

p. 595: 

“were being concurrently used at the time when the 
mark which prevented their legitimate registration 
was abandoned.’ 7 

The isolated references to the record at page 37 of 
Continental’s brief are particularly incorrect. Taylor 
merely testified, that as of 1920, W & T wanted to sell their 
stock and quit. Later, beginning in 1929, W & T found the 
business profitable, and got additional permits and con¬ 
tinued actively. 

Bullitt merely testified that W & T went out of the 
whiskey business in July, 1933. 

Old Joe Distilling Co. v. Esbeco, 123 F. (2d) 658. 

Old Joe’s predecessor was dissolved. The purchaser of 
the assets of the dissolved corporation did not acquire its 
good-will. 

The other cases cited by Continental do not apply to the 
facts herein. 
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Assume that in the “Bass” case {supra, p. 20) the 
English company had assigned its world business aijid good¬ 
will to another English company during the period c^f prohi¬ 
bition. According to Continental’s position, thik would 
have caused an abandonment in the United States, and 
Continental could immediately put out “Bass” whiskey 
under permit, or “Bass” non-alcoholic beer and claim exclu¬ 
sive title to “Bass” in the United States. This could not 
be the legal result. No matter how acutely Continental 
argues, it is trying to claim record title to an old and 

famous mark, which has been used continuously sii^ce 1874. 

I 

j 

Respectfully submitted, 

Herbert J. Jacobi, 
Attorney for Plaintiff-Appellee. 

Asher Blum, 

Of Counsel. 








39 


APPENDIX. 

Statutes and Rules Cited. 


Statutes. 


Federal Alcohol Administration Act, 27 U. S. C. 205(e); 

Act of August 29, 1937, ch. 814, Sec. 5, 49 Stat. 981. 

(e) Labeling. To sell or ship or deliver for sale or ship¬ 
ment, or otherwise introduce in interstate or foreign com¬ 
merce, or to receive therein, or to remove from customs 
custody for consumption, any distilled spirits, wine, or malt 
beverages in bottles, unless such products are bottled, pack¬ 
aged, and labeled in conformity with such regulations, to be 
prescribed by the Secretary of the Treasury, with respect 
to packaging, marking, branding, and labeling and size and 
fill of container (1) as will prohibit deception of the con¬ 
sumer with respect to such products or the quantity thereof 
and as will prohibit, irrespective of falsity, such statements 
relating to age, manufacturing processes, analyses, guaran¬ 
tees, and scientific or irrelevant matters as the Secretary 
of the Treasury finds to be likely to mislead the consumer; 
(2) as will provide the consumer with adequate information 
as to the identity and quality of the products, the Alcoholic 
content thereof (except that statements of, or statements 
likely to be considered as statements of, alcoholic content 
of malt beverages are hereby prohibited unless Required 
by State law and except that, in case of wines, statements 
of alcoholic content shall be required only for wipes con¬ 
taining more than 14 per centum of alcohol by volujne), the 
net contents of the package, and the manufacturer o^* bottler 
or importer of the product; (3) as will require an Accurate 
statement, in the case of distilled spirits (oth^r than 
cordials, liqueurs, and specialties) produced by bleiding or 
rectification, if neutral Spirits have been used in the pro- 
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duction thereof, informing the consumer of the percentage 
of neutral spirits so used and of the name of the commodity 
from which such neutral spirits have been distilled, or in 
case of neutral spirits or of gin produced by a process of 
continuous distillation, the name of the commodity from 
which distilled; (4) as will prohibit statements on the 
label that are disparaging of a competitor’s products or are 
false, misleading, obscene, or indecent; and (5) as will pre¬ 
vent deception of the consumer by use of a trade or brand 
name that is the name of any living individual of public 
prominence, or existing private or public organization, or 
is a name that is in simulation or is an abbreviation thereof, 
and as will prevent the use of a graphic, pictorial, or em¬ 
blematic representation of any such individual or organi¬ 
zation, if the use of such name or representation is likely 
falsley to lead the consumer to believe that the product has 
been indorsed, made, or used by, or produced for, or under 
the supervision of, or in accordance with the specifications 
of, such individual or organization: Provided, That this 
clause shall not apply to the use of the name of any person 
engaged in business as a distiller, brewer, rectifier, blender, 
or other producer, or as an importer, wholesaler, retailer, 
bottler, or warehouseman, of distilled spirits, wine, or malt 
beverages, nor to the use by any person of a trade or brand 
name used by him or his predecessor in interest prior to 
August 19, 1935; including regulations requiring, at time 
of release from customs custody, certificates issued by 
foreign governments covering origin, age, and identity of 
imported products: Provided further, That nothing herein 
nor any decision, ruling, or regulation of any Department 
of the Government shall deny the right of any person to use 
any trade name or brand of foreign origin not presently 
effectively registered in the United States Patent Office 
which has been used by such person or predecessors in the 
United States for a period of at least five years last past, 
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if the use of such name or brand is qualified by tjie name 
of the locality in the United States in which the product 
is produced, and, in the case of the use of such liame or 
brand on any label or in any advertisement, if suih quali¬ 
fication is as conspicuous as such name or brand. 

It shall be unlawful for any person to alter, mutilate, de¬ 
stroy, obliterate, or remove any mark, brand, or label upon 
distilled spirits, wine, or malt beverages held for sale in 
interstate or foreign commerce or after shipment therein, 
except as authorized by federal law or except pursuant to 
regulations of the Administrator authorizing relabeling for 
purposes of compliances with the requirements of this sub¬ 
section or of State law. 

| 

In order to prevent the sale or shipment or otlier intro¬ 
duction of distilled spirits, wine, or malt beverages in inter¬ 
state or foreign commerce, if bottled, packaged, or labeled 
in violation of the requirements of this subsection, (1) no 
bottler of distilled spirits, no producer, blender, c|r whole¬ 
saler of wine, or proprietor of a bonded wine storeroom, 
and no brewer or wholesaler of malt beverages sh^ll bottle, 
and (2) no person shall remove from customs custody, in 
bottles, for sale or any other commercial purposej distilled 
spirits, wine, or malt beverages, respectively, after such 
date as the Secretary of the Treasury fixes as the earliest 
practicable date for the application of the provisions of 
this subsection to any class of such persons (but not later 
than August 15, 1936, in the case of distilled spirits, and 
December 15, 1936, in the case of wine and malt leverages, 
and only after thirty days’ public notice), unless, upon ap¬ 
plication to the Secretary of the Treasury, he ha$ obtained 
and has in his possession a certificate of label approval 
covering the distilled spirits, wine, or malt beverages, issued 
by the Secretary in such manner and form as hi shall by 
regulations prescribe: Provided, That any such bottler of 
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distilled spirits, or producer, blender, or wholesaler of wine, 
or proprietor of a bonded wine storeroom, or brewer or 
wholesaler of malt beverages shall be exempt from the re¬ 
quirements of this subsection if, upon application to the 
Secretary, he shows to the satisfaction of the Secretary that 
the distilled spirits, wine, or malt beverages to be bottled by 
the applicant are not to be sold, or offered for sale, or 
shipped or delivered for shipment, or otherwise introduced, 
in interstate or foreign commerce. Officers of internal 
revenue are authorized and directed to withhold the release 
of distilled spirits from the botftng plant unless such cer¬ 
tificates have been obtained, or unless the application of the 
bottler for exemption has been granted by the Secretary; 
and customs officers are authorized and directed to withhold 
the release from customs custody of distilled spirits, wine, 
and malt beverages, unless such certificates have been 
obtained. The District Courts of the United States, the dis¬ 
trict court of the United States for the District of Colum¬ 
bia, and the United States court for any Territory shall 
have jurisdiction of suits to enjoin, annul, or suspend in 
whole or in part any final action by the Secretary upon any 
application under this subsection; or 

R.S. 4915 (35 U. S. C. 63); Act of February 9, 1893, c. 74, 
Sec. 9, 27 Stat. 436; March 2, 1927, c. 273, Sec. 11, 44 Stat. 

1336; March 2, 1929, c. 488, Sec. 2(b), 45 Stat. 1476; 

August 5, 1939, c. 451, Sec. 4, 53 Stat. 1212. 

§ 63. Bill in equity to obtain patent 

Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dissatisfied 
with the decision of the board of interference examiners, the 


i 
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n may 
bill in 
or de¬ 
notice 


applicant, nnless appeal has been taken to the United States 
Court of Customs and Patent Appeals, and such appeal is 
pending or has been decided, in which case no aetiq 
be brought under this section, may have remedy by 
equity, if filed within six months after such refusal 
cision; and the court having cognizance thereof, on 
to adverse parties and other due proceedings ha<jl, may 
adjudge that such applicant is entitled, according l)o law, 
to receive a patent for his invention, as specified in his 
claim or for any part thereof, as the facts in the caie may 
appear. And such adjudication, if it be in favor of the 
right of the applicant, shall authorize the commissibner to 
issue such patent on the applicant filing in the Patenj; Office 
a copy of the adjudication and otherwise complying with 
the requirements of law. In all cases where therp is no 
opposing party a copy of the bill shall be served pn the 
commissioner; and all the expenses of the proceedings shall 
be paid by the applicant, whether the final decision i^ in his 
favor or not. In all suits brought hereunder where there 
are adverse parties the*record in the Patent Office spall be 


admitted in whole or in part, on motion of either 


party, 


subject to such terms and conditions as to costs, expenses, 
and the further cross-examination of the witnesses as the 
court may impose, without prejudice, however, to th^ right 
of the parties to take further testimony. The testimony 
and exhibits, or parts thereof, of the record in the (Patent 
Office when admitted shall have the same force and effect 
as if originally taken and produced in the suit. R.S. § 4915; 
February 9, 1893, c. 74, § 9, 27 Stat. 436; March 2, 1927, c. 
273, §11, 44 Stat. 1336; March 2, 1929, c. 488, § 2(b), 45 
Stat. 1476; August 5,1939, c. 451, § 4, 53 Stat. 1212. j 


i 
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35 U. S. C. 72a; March 3, 1927, c. 364, 44 Stat. 1394; 

June 25, 1936, c. 804, 49 Stat. 1921. 

§ 72a. Jurisdiction of district court of the United States for 
the District of Columbia in certain equity suits 
where adverse parties reside elsewhere; plurality 
of districts; service of writs 

Upon the filing of a bill in the district court of the 
United States for the District of Columbia wherein remedy 
is sought under section 63 or section 66 of this title, with¬ 
out seeking other remedy, if it shall appear that there is 
an adverse party residing in a foreign country, or adverse 
parties residing in a plurality of districts not embraced 
within the same State, the court shall have jurisdiction 
thereof and writs shall, unless the adverse party or parties 
voluntarily make appearance, be issued against all of the 
adverse parties with the force and effect and in the manner 
set forth in section 113 of Title 28; provided that writs is¬ 
sued against parties residing in foreign countries pursuant 
to this section may be served by publication or otherwise as 
the court shall direct. March 3, 1927, c. 364, 44 Stat. 1394; 
June 25,1936, c. 804, 49 Stat. 1921. 

Trade-Mark Act of February 20, 1905 

Sec. 1, Trade-Mark Act of February 20, 1905 
15 U. S. C. 81, 33 Stat. 724. 

§81. Registration authorised; application therefor; fees 
and other requirements 

The owner of a trade-mark used in commerce with for¬ 
eign nations, or among the several States, or with Indian 
tribes, provided such owner shall be domiciled within the 
territory of the United States, or resides in or is located in 
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any foreign country which, by treaty, convention, or law, 
affords similar privileges to the citizens of the United 
States, may obtain registration for such trademark by 
complying with the following requirements: Firsj, by fil¬ 
ing in the Patent Office an application therefor, in writing, 
addressed to the Commissioner of Patents, signet} by the 
applicant, specifying his name, domicile, location, and citi¬ 
zenship; the class of merchandise and the particular de¬ 
scription of goods comprised in such class to which the 
trade-mark is appropriated; a statement of the inode in 
which the same is applied and affixed to goods, and the 
length of time during which the trade-mark has been used; 
a description of the trade-mark itself shall be included, if 
desired by the applicant or required by the commissioner, 
provided such description is of a character to mee} the ap¬ 
proval of the commissioner. With this statement shall be 
filed a drawing of the trade-mark, signed by the Applicant 
or his attorney, and such number of specimens of the trade¬ 
mark as actually used as may be required by the Commis¬ 
sioner of Patents. Second, by paying into the Treasury of 
the United States the sum of $15, and otherwise c 
with the requirements of this subdivision of this 
and such regulations as may be prescribed by t^ie Com¬ 
missioner of Patents. 

By similar procedure, any natural or juristic: person, 
including nations, States, municipalities, and the like, which 
exercises legitimate control over the use of a Collective 
mark, may apply for and obtain registration of si}ch mark. 
Feb. 20, 1905, c. 592, § 1, 33 Stat. 724; May 4, 190^, c. 2081, 
§ 1, 34 Stat. 168; Feb. 18, 1909, c. 144, 35 Stat. 6£8; April 
11, 1930, c. 132, $ 4, 46 Stat. 155; June 10, 1938, c. 332, § 1, 
52 Stat. 638. 

I 


complying 
5 chapter 
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! 

Sec. 2, Trade-Mark Act of February 20, 1905 
15 U. S. C. 82, 33 Stat. 724. 

I 

§82. Declaration accompanying application; verification 
thereof 

The application prescribed in the foregoing section, in 
order to create any right whatever in favor of the party 
filing it, must be accompanied by a written declaration veri¬ 
fied by the applicant, or by a member of the firm or an 
officer of the corporation or association applying, to the 
effect that the applicant believes himself or the firm, cor¬ 
poration, or association in whose behalf he makes the ap¬ 
plication to be the owner of the trade-mark sought to be 
registered, and that no other person, firm, corporation, or 
association, to the best of the applicant’s knowledge and 
belief, has the right to use such trade-mark in the United 
States, either in the identical form or in such near resem¬ 
blance thereto as might be calculated to deceive; that such 
trade-mark is used in commerce among the several States, 
or with foreign nations, or with Indian tribes, and that the 
description and drawing presented truly represent the 
trade-mark sought to be registered. If the applicant resides 
or is located in a foreign country, the statement required 
shall, in addition to the foregoing, set forth that the trade¬ 
mark has been registered by the applicant, or that an appli¬ 
cation for the registration thereof has been filed by him in 
the foreign country in which he resides or is located, and 
shall give the date of such registration, or the application 
therefor, as the case may be, except that in the application 
in such cases it shall not be necessary to state that the mark 
has been used in commerce with the United States or among 
the States thereof. The verification required by this section 
may be made before any person within the United States 
authorized by law to administer oaths, or, when the appli¬ 
cant resides in a foreign country, before any minister, 




47 


charge d’affaires or consul holding commission under the 
Government of the United States, or before any notary 
public, judge, or magistrate having an official seal and au¬ 
thorized to administer oaths in the foreign country i a which 
the applicant may be whose authority shall be proved by a 
certificate of a diplomatic or consular officer of the United 
States. Feb. 30,1905, c. 592, § 2, 33 Stat. 724; Feb. 18,1909, 
c. 144, 35 Stat. 627. 

Sec. 5, Trade-Mark Act of February 20, 1905 
15 U. S. C. 85, 33 Stat. 724. 

§85. Trade-marks which may be registered 

No mark by which the goods of the owner of ttfe mark 
may be distinguished from other goods of the sanjie class 
shall be refused registration as a trade-mark on .account 
of the nature of such mark unless such mark— 

(a) Consists of or comprises immoral or scandalous 
matter. 

(b) Consists of or comprises the flag or coat pf arms 
or other insignia of the United States or any simulation 
thereof, or of any State or municipality or of any foreign 
nation, or of any design or picture that has been or may 
hereafter be adopted by any fraudulent society as its em¬ 
blem, or of any name, distinguishing mark, character, em¬ 
blem, colors, flag, or banner adopted by any institution, or¬ 
ganization, club, or society which was incorporate^ in any 
State in the United States prior to the date of the adop¬ 
tion and use by the applicant: Provided, That said name, 
distinguishing mark, character, emblem, colors, flag, or 
banner was adopted and publicly used by said institution, 
organization, club, or society prior to the date of adop¬ 
tion and use by the applicant: Provided, That trade-marks 
which are identical with a registered or known trade-mark 
owned and in use by another and appropriated to mer- 
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chandise of the same descriptive properties, or which so 
nearly resemble a registered or known trade-mark owned 
and in use by another and appropriated to merchandise of 
the same descriptive properties as to be likely to cause con¬ 
fusion or mistake in the mind of the public or to deceive 
purchasers shall not be registered: Provided, That no mark 
which consists merely in the name of an individual, firm, 
corporation, or association not written, printed, impressed 
or woven in some particular or distinctive manner, or in 
association with a portrait of the individual, or merely in 
words, or devices which are descriptive of the goods with 
which they are used, or of the character or quality of such 
goods, or merely a geographical name or term, shall be reg¬ 
istered under the terms of this subdivision of this chap¬ 
ter: Provided further , That no portrait of a living indi¬ 
vidual may be registered as a trade-mark except by the 
consent of such individual, evidenced by an instrument in 
writing, nor may the portrait of any deceased President of 
the United States be registered during the life of his 
widow, if any, except by the consent of the widow evidenced 
in such manner: And provided further , That nothing 
herein shall prevent the registration of any mark used by 
the applicant or his predecessors, or by those from whom 
title to the mark is derived, in commerce with foreign na¬ 
tions or among the several States or with Indian tribes 
which was in actual and exclusive use as a trade-mark of the 
applicant, or his predecessors from whom he derived title, 
for ten years next preceding February 20, 1905: Provided 
further, That nothing herein shall prevent the registration 
of a trade-mark otherwise registrable because of its being 
the name of the applicant or a portion thereof. And if any 
person or corporation shall have so registered a mark 
upon the ground of said use for ten years preceding Feb¬ 
ruary 20, 1905, as to certain articles or classes of articles 
to which said mark shall have been applied for said period, 
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and shall have thereafter and subsequently extended his 
business so as to include other articles not manufactured 
by said applicant for ten years next preceding February 20, 
1905, nothing herein shall prevent the registratior. of said 
trade-mark in the additional classes to which said new ad¬ 
ditional articles manufactured by said person or corpora¬ 
tion shall apply, after said trade-mark has been used on 
said article in interstate or foreign commerce or with the 
Indian tribes for at least one year provided another person 
or corporation has not adopted and used previously to its 
adoption and use by the proposed registrant, and jfor more 
than one year such trade-mark or one so similar as to be 
likely to deceive in such additional class or classes. Feb. 
20, 1905, c. 592, § 5, 33 Stat. 725; Mar. 2, 1907, c. 2573, § 1, 
34 Stat. 1251; Feb. 18,1911, c. 113, 36 Stat. 918; Jan. 8,1913, 
c. 7, 37 Stat. 649; Mar. 19, 1920, c. 104, § 9, 41 $tat. 535; 
June 7, 1924, c. 341, 43 Stat. 647. 

Sec. 13, Trade-Mark Act of February 20, 1905 
15 U. S. C. 93, 33 Stat. 72S. 

§ 93. Cancellation of registration 

Whenever any person shall deem himself injured by the 
registration of a trade-mark in the Patent Office he may 
at any time apply to the Commissioner of Patents to cancel 
the registration thereof. The commissioner shall ijefer such 
application to the examiner in charge of interferences, who 
is empowered to hear and determine this questiorj and who 
shall give notice thereof to the registrant. If it appear 
after a hearing before the examiner that the registrant was 
not entitled to the use of the mark at the date of his ap¬ 
plication for registration thereof, or that the mark is not 
used by the registrant, or has been abandoned, apd the ex¬ 
aminer shall so decide, the commissioner shall cancel the 
registration. Appeal may be taken to the commissioner 
in person from the decision of examiner of interferences. 
Feb. 20, 1905, c. 592, § 13, 33 Stat. 728. 
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Sec. 25, Trade-Mark Act of February 20, 1905 

15 U. S. C. 104, 33 Stat. 730. 

§ 104. Damages from registration procured by fraudulent 
means 

Any person who shall procure registration of a trade¬ 
mark, or entry thereof, in the office of the Commissioner of 
Patents by a false or fraudulent declaration or represen¬ 
tation, oral or in writing, or by any false means, shall be 
liable to pay any damages sustained in consequence thereof 
to the injured party, to be recovered by an action on the 
case. Feb. 20, 1905, c. 592, § 25, 33 Stat. 730. 

Sec. 26, Trade-Mark Act of February 20, 1905 

16 U. S. C. 105, 33 Stat. 730. 

§105. Regulations for registration 

The Commissioner of Patents is authorized to make rules 
and regulations, not inconsistent with law, for the conduct 
of proceedings in reference to the registration of trade¬ 
marks provided for by this subdivision of this chapter. 
Feb. 20, 1905, c. 592, § 26, 33 Stat. 730. 

Patent Statutes. 

35 U. S. C. 6, Act of February 14, 1930, c. 552, 

Sec. 12, 32 Stat. 830. 

§ 6. Duties of commissioner 

j 

The Commissioner of Patents, under the direction of 
the Secretary of Commerce, shall superintend or perform 
all duties respecting the granting and issuing of patents 
directed by law; and he shall have charge of all books, rec¬ 
ords, papers, models, machines, and other things belonging 
to the Patent Office. He may, subject to the approval of 
the Secretary of Commerce, from time to time establish 
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regulations, not inconsistent with law, for the conduct of 
proceedings in the Patent Office. R.S. §§ 481, 483; ij'eb. 14, 
1903, c. 552, § 12, 32 Stat. 830. 

Rules of Civil Procedure. 

Rule 8(c), Federal Rules of Civil Procedure 
28 U. S. C. foil. Sec. 723c. 

(c) Affirmative Defenses. In pleading to a preceding 
pleading, a party shall set forth affirmatively accord and 
satisfaction, arbitration and award, assumption of risk, 
contributory negligence, discharge in bankruptcy, duress, 
estoppel, failure of consideration, fraud, illegality, injury 
by fellow servant, laches, license, payment, release, res 
judicata, statute of frauds, statute of limitations, waiver, 
and any other matter constituting an avoidance or Affirma¬ 
tive defense. When a party has mistakenly designated a 
defense as a counterclaim or a counterclaim as a defense, 
the court on terms, if justice so requires, shall tr^at the 
pleading as if there had been a proper designation. 

Rule 12(h), Federal Rules of Civil Procedure 
28 U. S. C. foil. Sec. 723c. 

(h) Waiver of Defenses. A party waives all defenses 
and objections which he does not present either by motion 
as hereinbefore provided or, if he has made no motion, in 
his answer or reply, except (1) that the defense of failure 
to state a claim upon which relief can be granted, £^nd the 
objection of failure to state a legal defense to a claijn may 
also be made by a later pleading, if one is permitted^ or by 
motion for judgment on the pleadings or at the tij-ial on 
the merits, and except (2) that, whenever it appears by 
suggestion of the parties or otherwise that the courjt lacks 
jurisdiction of the subject matter, the court shall cjismiss 
the action. The objection or defense, if made at the trial, 
shall then be disposed of as provided in Rule 15(b) in the 
light of any evidence that may have been received. 
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Rule 17(a), Federal Rules of Civil Procedure 
28 U. S. C. foil. Sec. 723c. 

Rule 17. Parties Plaintiff and Defendant; Capacity 

(a) Real Party in Interest. Every action shall be prose¬ 
cuted in the name of the real party in interest; but an 
executor, administrator, guardian, trustee of an express 
trust, a party with whom or in whose name a contract has 
been made for the benefit of another, or a party authorized 
by statute may sue in his own name without joining with 
him the party for whose benefit the action is brought; and 
when a statute of the United States so provides, an action 
for the use or benefit of another shall be brought in the 
name of the United States. 

I 

Rule 41(b), Federal Rules of Civil Procedure 
28 U. S. C. foil. Sec. 723c. 

(b) Involuntary Dismissal: Effect Thereof. For fail¬ 
ure of the plaintiff to prosecute or to comply with these 
rules or any order of court, a defendant may move for dis¬ 
missal of an action or of any claim against him. After the 
plaintiff has completed the presentation of his evidence, 
the defendant, without waiving his right to offer evidence 
in the event the motion is not granted, may move for a 
dismissal on the ground that upon the facts and the law 
the plaintiff has shown no right to relief. Unless the court 
in its order for dismissal otherwise specifies, a dismissal 
under this subdivision and any dismissal not provided 
for in this rule, other than a dismissal for lack of juris¬ 
diction or for improper venue, operates as an adjudication 
upon the merits. 
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Rule 58, Rules Governing the Registration of Trade-Marks 
Under the Trade-Mark Acts (1939) 

15 U. S. C. foil. Sec. 105. 

58. If it shall appear, after a hearing before the ex¬ 
aminer of interferences, that the registrant was not en¬ 
titled to the use of the mark at the date of his application 
for registration thereof, or that the mark is not used by the 
registrant, or has been abandoned, and the exanpiner in 
charge of interferences shall so decide, the comirjissioner 
shall cancel the registration of the mark, unless appeal be 
taken within the limit fixed. 


I 


j 





